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2 wAlo] thek FtE gk vl gl o) Waksk Ak 7)ol Bk AAlE fldTh
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53) ol¥ 12]d AZF(Evergreening Strategy)-2 A 24
2 7]ole] ezt wn)gk g APy o] F &
Ao m 54 Ixdol g 51H AE T .

54) ol2gk F42 A2 S 2 A3 BMSTH A2 G AR Lol A7]E AdEd A s
Al ‘delF o] 5319 AT A 7R AR A = HElde®
A W82 ot Y, ety 58 fdsh 71E Az Al T4 o ghe vl
B2, A&7 A, 2018, 7. 167},

55) 294, AN T ae g A o W] a9, RIAAA L, TA 4275.(2012),
981 o]a},

56) 35 U.S.C §101. (“Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent therefor, subject to the conditions and
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Bt 52 v PSS A (UsPTO) o] AARAIZ A (MPEP)
AR e o] 5883wtk Al (1) S o] ey

2 T ek o] MPEF o] A2 0 & A (expressly disclose) &
o] UAA e 399 (2) Adergo] Feirlde] 71 E A o = HE
A8 EHA] o F-5 Aekgint, n=o) Hejo) wpEw iy o] XE g e
A9 A ASE vhe} 2ol (1) A 7= W9 Wes 2
A (2) AR71ed FTael 7IAE dE e 2holE &2l (3) B 7]zolA
=] & 8 24 (4 22k4 1138 400 (secondary considerations)
=2 783 A2 AP}, nj=2e] WHa dA| FAE AANE Y =YS
d FES W e A felvete Hesh fAfsEA, B A

ke ofel Advb g a} npRTIA R Graham RA 2] HlglE wEt AR
= %] 71eAt st S AEE ¢ e w7t deA dad
o e] 271 2) TAIA 7R 3) T2F A ) B -
A (5) 719 d&7hs7d (0) eFe7iE el de o2 felsk= o
< aLefstetar WAISkaL Qlt} 02 of7]A el e] A7])E Al
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requirements of this title,”).

57) v]=r 53-8 F R A(inventive step)o]ghi= E& o] o} B2} A (non-obviousness)
olefe HaE 24T, B RN TRE Al Welolx F goje] ol
ojo] ZA olstug Mugolgks FHOR FUTT)

58) USPTO®| MPEPOIAM = A Egol s gal=x|ol et det7]Edt Aletd dek& &
7 21848k o]F MR A FAHS 3k}, USPTO, Manual of Patent Examining Procedure,
2015, §2144.08 (“When a single prior art reference which discloses a genus
encompassing the claimed species or subgenus but does not expressly disclose the
particular claimed species or subgenus, Office personnel should attempt to find
additional prior art to show that the differences between the prior art primary
reference and the claimed invention as a whole would have been obvious.”).

59) Graham v, John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966).

00) 22+ 2] 8 A4F Tefste A ARG H71ed S 2HS £ ASRA A
2 22 (hindsight)& ®WASFLAL ghelehs Aol olaf <, Trl=53W ., Al4dt, gHdlA]
2B, 2012, 4439,

61) genus$} subgenus®] &m|7} ZulE A7, s NE ] AL ol Rk B =50
A 2 Aol gla ole] BUL ¢lste] oleie Golz WlgT)

62) USPTO, Manual of Patent Examining Procedure, 2015, §2144.08 (“Determine
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Whether One of Ordinary Skill in the Art Would Have Been Motivated To Select the
Claimed Species or Subgenus: (a) Consider the Size of the Genus (b) Consider the
Express Teachings (c) Consider the Teachings of Structural Similarity (d) Consider
the Teachings of Similar Properties or Uses (e) Consider the Predictability of the
Technology (f) Consider Any Other Teaching To Support the Selection of the Species
or Subgenus”),

63) 71, “Hadielre] MEg b, Topd dstels)d,, B8 A455.(2004),
466,

04) ol2lg Asl= vz 53 A10127F A g, B 2o 84 (utility)' & 55
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(2) 7 S5iY

8 E3HE AR, EPC(European Patent Convention) Article, 83-&
B2 UAE wHol B4 Vet FAT F S FRE BHstn
A7 WA 02 BN EoloF AT TFAST 2Lor 69 BPC A@TFE Rule

42(c)0007= "AA = FAIH Q] JHAIZE gltlet: FAs Aol olad
UEF 3= 7]1A17F Qlofok shH, v B 7]zl H|slo] Z o] Zhe= Ao
T shto] Frefgk a3t 71A Eofok ghet."ekaL sho] EAA o] T Aol A 2
Bl 35 7Aook 3 g gth S Aude Al X
HAo] EA|E Carbonless copying paper AFAA, “AG-le 1A &4
£ 57 Y5t ool Bl a2 E (comparative experiments) OBl S A S

a1, 233k A& o] 27} gidth. EPC] FA ol vSo] & ulj, o] 7§
AATA A AEE 2L SAE AT 5 Ak Sk Feks 3F

65) EPC(European Patent Convention) Article, 83(“The European patent application
shall disclose the invention in a manner sufficiently clear and complete for it to be
carried out by a person skilled in the art.”).

66) EPC 197314 Rule 42(c)ll T8 =] JAAAT, 7 o2 Slste] 2R 9A7} o] &
= At

67) EPC Implementing Regulations —to the convention on the Grant of European
Patents Rule 42(c) (“The description shall disclose the invention, as claimed, in such
terms that the technical problem, even if not expressly stated as such, and its
solution can be understood, and state any advantageous effects of the invention with
reference to the background art.”),

68) Board of Appeal for the EPO, T 0001/80 (Carbonless copying paper) of 6.4.1981,
(“In the meantime the applicant has submitted with the Statement of Grounds for the
appeal the result of a large number of comparative experiments as evidence of the
inventive step of the subject of the application. There is no objection in this case to
the presentation of such new evidence during the appeal proceedings. In view of
the general similarity of examination procedure and appeal procedure, as presented
in Articles 110 (1), (2) and 111 (1), as well as in the section on the Common
Provisions (cf. in particular Articles 113 to 117) and Rules 65 and 66(1) EPC, there
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d-2lo] A =3 HlolE = X WAA ] 7] A= o] UAE “storage stability”
a7 Zo| At 09 o]} o] fFHESH AAd Al

o) 5} =4
1501 A olYstal &4 o] Fol] &5 ofFE vre A
ApellM AEd ARE o R JEAS s A=, o 2E

B =70
R EEE EXE E R R E ) »ygwr

=9 o|F Hludy

AR BAR S Y e i SR AE A7 E2UY 7
Al g ek Bkl YSE SI% v d @ olHE &3k =T, o
ANES Addshs A7 2dd BA] o] fAEHAN e, Hu g ol
He 299 B3A Addgrge] 7ed APdo] edHo] ES dsshe
SAAEREA L A9 E etk Aol o 2d Rel= o] it Tt
B =iolA 748 uke} o] Sditge] FAH o R e dayo) s
A7 ool Ao shefridel el depidere] Age o
SHA] Zote] el 7leA Apde] AEEs e dl HEE Aol obd
d5ehi A% 58] azdo] gateo] dnbde] Biels dddte] &5 A
oltt. &, HuAAH o|H o 7| aAtE Adsr|EYg 53, 74, &
Ie FHHor By, d3td WAAN 7 eds vRe R ddsiils A

.

are no obvious grounds which could in the present case justify refusal to admit new
evidence at the appeal stage.”).

69) Board of Appeal for the EPO, T 0001/80 (Carbonless copying paper) of 6.4.1981,
(“The importance of storage stability of the microcapsules, and hence of the copying
papers, had already been stressed in the original documents submitted (cf. page 3,
para. 1 and lines 24-30), and the evidence for patentability in the present case was
introduced in due time within the meaning of Article 114(2) EPC, since it was
submitted together with the grounds of appeal.”)

70) M Al olElE A5 W o] AdE RH3tE 7 sFetER 4] Alele £
& FAo2 sho] el ANAE APF A A 5 9

71) 9 2003, 4. 25. X131 200152740 ¥4 3L,
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The Necessity of Intervention in the General Invention
Legal Principle in Judging the Inventive Step of Selection
Invention
—Focusing on 2018Hu2717 dated March 29, 2019—

Han, Seungjun

A recent patent court decision 2018Hu2717 dated March 29, 2019 ruled
that the written description requirement may be mitigated if there is a
negative teaching that excludes patent invention from a prior art, or if the
prior art does not generalize to the genus of prior invention and thus
expand to the subgenus of patent invention, This paper argues that there
should be cases where strict patent requirements of selection invention
are mitigated, and specifically puts forward cases where the inventive
step judgement of general invention is involved in determining the
inventive step of selection invention. If the prior art does not disclose
content that can be extended from the genus to the subgenus, then the
inventive step judgment of the general invention shall be involved and
the judgment shall be based on the level of Person having ordinary skill
in the arts at the time of application. The target decision of the court
indicated that the principle of general invention should be involved even

if there is negative teaching in the prior art, but this is not reasonable,
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