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14) 5389, S5 ASA T B35 A7, i APF8 A A4, 2016.

15) n|=53]%, MPEP 2112 “The express, implicit, and inherent disclosures of a prior
art reference may be relied upon in the rejection of claims under 35 U.S.C. 102 or
103. “The inherent teaching of a prior art reference, a question of fact, arises both in
the context of anticipation and obviousness,” In re Napier, 55 F.3d 610, 613, 34
USPQ2d 1782, 1784 (Fed. Cir, 1995) (affirmed a 35 U.S.C. 103 rejection based in
part on inherent disclosure in one of the references). See also In re Grasselli, 713
F.2d 731, 739, 218 USPQ 769, 775 (Fed, Cir, 1983)".
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17) ®]=53%, MPEP 2112 ‘IV. EXAMINER MUST PROVIDE RATIONALE OR
EVIDENCE TENDING TO SHOW INHERENCY--- “In relying upon the theory of
inherency, the examiner must provide a basis in fact and/or technical reasoning to
reasonably support the determination that the allegedly inherent characteristic
necessarily flows from the teachings of the applied prior art.” Ex parte Levy, 17
USPQ2d 1461, 1464 (Bd. Pat. App. & Inter, 1990)",
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be relied upon in the rejection of claims under 35 U.S.C. 102 or 103, “The inherent
teaching of a prior art reference, a question of fact, arises both in the context of
anticipation and obviousness.” /n re Napier, 55 F.3d 610, 613, 34 USPQ2d 1782,
1784 (Fed. Cir. 1995).
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27) In Persion Pharma. (Fed. Cir. 12/27/19) (‘Ilnherency may supply a missing claim
limitation in an obviousness analysis” including “where the limitation at issue is ‘the
natural result of the combination of prior art elements.”; In Arctic Cat (Fed. Cir,
12/07/17) (aff'g non-obviousness where asserted combination of designs was
reported to risk potential but difficult to predict danger of accidents; “known
disadvantages in old devices which would naturally discourage the search for new
inventions may be taken into account in determining obviousness.”).

28) she] MPE& o A H ALele] ¥ 9]E 533} 7] 913} inherent anticipation 7]
2E T (natural result flowing) 7]59] /\]-%E]“ b % 7)) o] ate] Ao
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A WAZ o734 (inherent anticipation) D™ “natural result flowing” standard & &
|3V} [Titanium Metals Corp, v, Banner, 778 F.2d 775 (Fed. Cir, 1985)], Z1R.A ¢t
ol WAlA =E A (inherent obviousness)= YW “predictability” standardE 283}
o} [In re Henderson, 52 CCPA 1656, 348 F.2d 5501, In re Henderson A}Z1oj|A]
“natural result flowing” standard 9] AJ&-& A- S}t ot AR A Fho A %= “natural
result flowing” standardE 83+ Fd = I |53 A HAFZ]S MPEP 2112(iv) 9l
M At g E JRA gtdelM= 53 inherent disclosureol] tha] A
“natural result flowing” standardZ ¥ U3} Z&3l= Ao R 7lo]=3ta . oA
2 shte] AP o 2R JRAEHAL Sl H&-& FHotstr] gk SHoldt AolA] F
3] &2 7|Ee] A8 Aol

29) In re Robertson (1999): “Anticipation under 35 U.S.C.S. § 102(e) ($-2lyele] gj
B Ao ALt FAb). B AN BAIH SR REEA @2 5 FH/AEE VIR
2 i o] dAadntaL &) A, S WAl AU T HEiME 2
® Aol gl A2l AYS WA Tl 3, GEH R 753t
A B4 99102 B F ke Avte 2= BEivha A8

L=
=
i=
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T35 BA3] FIeAY M = Utk ofn| = ARS-EA] =T, o wgh
s F7FsHAY Wi Zlo] G stk Al At A7 ket
H A (obviousness) 2] #A| d|A] t}ET} 30)
vhH vt YA Akl Qg ST oA FE 7= dA
X

Hl A=l Zlo 2 ghdste] AFA o 2= FAsirhal gt} o 2jd 4
o2 FARETIE Y HlEdHolgta steete 18Rl JHAlE W
Goll I o]A] &2 T4 L= FARES] THaLE Fete] 8T
ol = o] Akar Arkst A vjAg 2hol7h gluets: AdH o Fds)
the Athe 7hsstl @k A= AT GoolA B Aeke] A

(obviousneSS)O]aJ NE-E 283 A o= #] 2}
A}

Wgel PHAL AR B AVE FAS) A
X

B A WA 2 A G AE Aol 4810l o
e AegAe Agetel Bekel Hre A% AFnze] Aol
M Satel gick2 Aol FA8 e “FA F7ht A

30) Titanium Metals Corp. v, Banner, 778 F.2d 775, 227 U.S.P.Q. 773 (Fed. Cir, Nov.
7, 1985) (“Anticipation under § 102 can be found only when the reference discloses
exactly what is claimed and that where there are differences between the reference
disclosure and the claim, the rejection must be based on § 103 which takes
differences into account,”); Panduit Corporation v, Dennison Manufacturing Co,,
774 F.2d 1082 (Fed. Cir, 1985) ; 3+#, nl=r& 211 A thAl 2} A (obviousness) o] &k
|01 & ARt I I RARPE ) wtellA 1gg o] A o] HAE ddslr] 9
g §w ARSI ey fEjuEle IR Ao’ Sl & ARSSkaL S5W A|29% A
28pol| A “Fode] A A& 7hzl Abgre] /18- gl ofste] ‘HA WS = A=A & #
et Ziéli TSR Qltk. o] HellA Hrhe ofrlol =32 + Sled, A8 8=
o wpe} FAFE ] A IA 9 2Hel7t S T

31) ‘4MV§°]‘4' FARL 2L EE B A= AR-Ert. 2l dtelAE
7 B BE LT} shte] dE @6l JHAIE ALl EAlstEAE AelE
) AR E I, ARG Aol v wg o] A7 FA AT shue] A& 7hAl
| At E2Ask=A1E A wol 2o 7] 5ol s = ARggt),

32) Az, ko] A, 3304,
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e 4220l FUA S Qgune s dAldA e AF

e Ao A=A =t

WA v=e U wae w) A Z)AEg o] sk A r)s 3
o RE TALA HAH o} e A= 52 WAI4 (inherent)33)
o= JPAE Ao B "6]—1”4—(ant1c1pdt1ng).l_ ekt 39

23 A KR dekel] #gk v dEv AAPIEMPER) S B
S-uEellA Q8Ee 5% Ble AYRE e A &5 %
tholl Fgatal olet dehe Apalel EAoltt w= dEld AAIE
(MPEP)ol] WA/ (inherency) o]t} 914 (natural flow)o]gk g-ofu} 7lld o] =}
F Stk vla AAIEWMPER)E FHA detolE 4l9tA HdkolE
I WA deke] ek 7S FYsHA AL St Y ol SR XK

33) “Inherent’s f-Elvel E2 UAst=Told E2 WAE=T, dE9 oJul= “The
inherent qualities of something are the necessary and natural parts of it"o]t}, 21t 1
Agehs ey Boks afo] A, Eefjo] &4 (=intrinsic)& o] m|sk= A o 7}
749] A1 A Rol gt ERBTHE T iAol Ealol O 49T A 2k, tAe A
TS 58 IR dAdelyz ARgdo. Al jJr”‘f‘ﬂW WA/, = inherent
anticipationi= 3pubo] P& ol 7HA | Atake] o1& SA4st7] /e Aoletd B
A FtollA] WAJA, inherent obviousnessi= 5 7 O]*«:}J AR o 2 7Y JfAH
A7z Aol &olids ddsly] g Ao I it HH o] th2re= A lA
ohe @) sl

34) “A claim is anticipated only if each and every element as set forth in the claim is
found, either expressly or inherently described, in a single prior art reference.”
[Verdegaal Bros, v, Union Oil Co, of California, 814 F.2d 628, 631, 2 USPQ2d 1051,
1053 (Fed. Cir, 1987)].

35) “The express, implicit, and inherent disclosures of a prior art reference may be
relied upon in the rejection of claims under 35 U.S.C. 102 or 103. “The inherent
teaching of a prior art reference, a question of fact, arises both in the context of
anticipation and obviousness.” In re Napier, 55 F.3d 610, 613, 34 USPQ2d 1782,
1784 (Fed. Cir. 1995) (affirmed a 35 U.S.C. 103 rejection based in part on inherent
disclosure in one of the references). See also In re Grasselli, 713 F.2d 731, 739, 218
USPQ 769, 775 (Fed. Cir, 1983).” (n]=r5-3]3, “2112 Requirements of Rejection
Based on Inherency; Burden of Proof [R—O7,2015]", MPEP).
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A gere] agnh AT el o] BRI W s, A1
Aol WAAS HAA 5L (Inherent anticipation) &2 FE A 2] W3S
WA A 2} A (inherent obviousness) .2 317 % 3t} 36) 3}A|qt A
AAP|E(MPEP)E A 3] alﬁﬂitﬂ I Ao B FLR VE2 e
Be SA% dAlol #E Ads & Uk

‘WA A (Inherency) & ©rol= AR 11-f-o] B4, B4 A2S ofn]dlit}
A7)l WAZ o JRAEAT . Fehiky)
A = JA] FSkAIRE Hojw 7]zl A (necessarily) & &2 X3}

b

2
of ek 3 5 glefol abeh ) ol A Al sl A At

4

(inherent anthlpatlon)Oﬂ ol2¢ HAH2 HAI|EE2 Y Eeu it

dsfololol . 018 sl Al
AH o2 Roto] AAAERHEAE 20l sla) 2B ojof Sz, 914

S (extrinsic evidence)& AHEE Aot WA WS Y53tr] S

A9eE shtel AB71&S ol Be] 2AE DA% ATFY HuS B

=
AL “natural result flowing test'2}3L 3o}

rlr

(

N
¢

O

36) Burk, Dan L. & Lemley, Mark A., “Inherency”, 47 Wm, & Mary L, Rev, 371 (2005);
Sanjeev Mahanta, ‘Tnherency in Obviousness — What is the Correct Standard?”,
IPWatchdog, Aug. 1, 2017; SMITH, PETER D., “ANTICIPATING TOO MUCH: WHY
THE COURT SHOULD AVOID EXPANDING THE DOCTRINE OF INHERENT
ANTICIPATION", NYU Annual Survey of American Law, 2005-06.)

37) “In relying upon the theory of inherency, the examiner must provide a basis in fact
and/or technical reasoning to reasonably support the determination that the
allegedly inherent characteristic necessarily flows from the teachings of the applied
prior art,” Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat, App. & Inter. 1990)
(emphasis in original) (Applicant’s invention was directed to a biaxially oriented,
flexible dilation catheter balloon (a tube which expands upon inflation) used, for
example, in clearing the blood vessels of heart patients) (P]=E3]H, “2112
Requirements of Rejection Based on Inherency; Burden of Proof [R-07.2015],
MPEP),

38) U.S. WATER SERVICES, INC,, ROY JOHNSON, v, NOVOZYMES A/S, NOVOZYMES
NORTH AMERICA, INC.,, 2018-2075, (Fed, Cir, 04/19/19).
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d 7EeaE 2] AT &=

2 =t =
S B G e T8 FATE olehan Heleh ¢
= 5

0|31 71

A= A

) RE FAol A= W «L}"lﬂ“ﬂ«] A

AL i g o] AR o] A 7]l shotE=2] 9] A9
2=t

H=oll A WA dolgt §ol= M7= /AAEES 54T wl(inherent
anticipation)t} 37| 1+ A 57 T FFE 24T w(inherent
obviousness) AF&-3F=H)], o|uf] B4He] 7)< AHPHOSITA) ] 7]1<4%4+2] (common
sense) o] Aol A ARE-ETE, Ty Al 1A dekelA] 2 WAl o
AR o] fh 2T
ok QU HS B TUAS AT of wH G Tt 71EAt

7F 2 3Ae 4 e Alknown)S 87-8HA] Feth) wheba A 7]e

39) MONSANTO TECHNOLOGY LLC v, E.I. DUPONT DE NEMOURS & COMPANY,
2017-1032, (Fed. Cir, 2018).

40) JOHN R WILSON v, GREGORY ROGER MARTIN, ALLISON JEAN TANNER,
2018-1980, (Fed. Cir. 2019).

41) n|=rE-3]3, MPEP 2112 “The express, implicit, and inherent disclosures of a prior art
reference may be relied upon in the rejection of claims under 35 U.S.C. 102 or 103.
i2) olw HA el Bol} shotd A e Aol AL A JEARL shriehe

RaX= Z97) ok AsEF o /A H AEF-S EAE}E= Inherent anticipation gE A,
A A inherency) & 149 5418 el Aol Fabe] 7dAke] 71&akalo] op]
e 28] 7153t Aot} (Schering Corp, v, Geneva Pharm, Inc,, 339 F.3d 1373,
1377, 67 USPQ2d 1664, 1668 (Fed. Cir, 2003); Zoro Co. v, Deere & Co., 355 F.3d
1313, 1320, 69 USPQ2d 1584, 1590 (Fed. Cir, 2004) ; (W=E3]H, “2112

Requirements of Rejection Based on Inherency; Burden of Proof [R-07.2015]", MPEP).

o]# A ztof 3t H|F O E = “inherent anticipation’2 ZAA S uj] i) AP 7)& ol 7hA]
shA] gk T8 AT Ag7)Ee] A5HQ 71eH] A olofof 3fil(a natural result
flowing test) ii) F&# T4 LA (undisclosed element)7} 5-42] 71&A}el] 2] 2] E]ojo}
3th(known limitation test)i= 7]5S WE3F=AE 423 two-prong 321& Wk
1}, Schering A1712] BAGA S14ehA Eak A9olw A olZ P sairh Q1%



O1% - A5 — RS S YA AT BAS 3134 918 e Bk 1z vhe el 17

7o) Adte] d&rhsAde fledx 1 FEhE 742 A (limitation) 7} A1)
71zl 7148 W8-ell F138] ZHA | 2 v kA 7] 2 5E )
Moz JhAE Aolue Ttk ddto] Zhssith. 2y 1w

O
oA = ST Aol B Aol ng Ve dAS & S As a7
=

4. 71€42) (common sense)¥} A3-2] 1.2

(1) 71za4lo] 2o

Seubel 58NN AATIENG BY FRH e ol &
o7} 684l et} 19k Zasithe onele] $A 0] 54 AHoR Eol
7h 3 Gl 71 SRsRE oA Aol Hel ghere] A4 E 7] 4tk
$4 TNEPATe Tg NEAE BT 0] AGUE D FARE /)%

)

° 2 X35ttt ool tisl] SMITH BtAl= A|eFE-3 o] ti &k 434 ghetola}a v|gs}
WA Fd A (anticipation) 2] &8-S HASlo sttt F73ka Qlth (SMITH,
PETER D., “ANTICIPATING TOO MUCH: WHY THE COURT SHOULD AVOID
EXPANDING THE DOCTRINE OF INHERENT ANTICIPATION", NYU Annual Survey
of American Law, 2005-006).

43) Ex parte Novitski, 26 U.S.P.Q.2d 1389 (B.P.A.I. 1993) (4™ Novitski AFZ A A
g 7)eol 7 :r“*}l/\ﬂ 4ol A& 7HR Aol A G A A got Aa7IE 3He]
Asto] o|&7 AL gledx 1 F2E 748 A (limitation) 7} A 3Y 7] <o 714 = W
So2HE E5d F Qv s Aol A 7EZHE WAHZ A E Fol=
2 o 7hsste] AatAde] glvkar ddakgict, A% B RS 1o iAol
ke 9n = ol d £ oy A e 2B de] Aol =
I HA 219 HES Holol sl =E|H 0 o] 3l Al= grhal £,

44) 5313, "53] - A2t AATIET, 5313, 2020.

45) “%“«l 7]%@\“* =4 7891 ?'fﬂ% Zleitobe] 7ledAle BASt

[e]
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< o] 83 £ glon, FX Y A FoA AFe A8E Ada A}
s b)sAY H5E (8% MR ASeh=
& ake] Aake] 91& 0|t} [20083] 8150], &7
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0} 50 1@k o)A ghekola] ‘Fx] - e ol Lol7l B4EA] o

o] Ve Rolel FHE BE 7 HHo

AAZIE", 5313, 2020, F= 33029,

) A 7E BE T B 7ES ATA T VEE TS A AT 71AE

o] AYr)E e FALR V&S AFAT 71E€2 T Ae-oe T3 8

AFTAF 71€0] 5HY HAE FA}EE ghgd Edor AR 5/ B
gol| #3fo] S5t Qlar, wEe] A Y 7] S HAele] B u dr)e &

FALE 7|€ol Hl3te] T U2 &H7} Qe AgolE 2wl MEAo] 1A H

JIEA, 5 - AR AR, B33, 2020, 9A30H].

47) AFFEO| BT &L YA Lolof af= A2, dvbd AR A ola F, ddhE, A}
2] £ whe)7} E3hEo (o)W oAb ClA] 914-) (https://ko. dict. naver, com/#/entry/
koko/58ffe2300e664e3baa6e62029cdaaesay, A A : 2020.02.28,

48) 5317, "53] - A2t AT, 5314, 2020.

49) i ¢l 2011, 3. 24. A1 201053202 HZ (52T A(E)L.

50) B2k5, "SE o] 21K A, whdAL, 2014, 365,
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713 oleks BAL ofn] AL o] WA S} gl ¥

@) vl 12
nzolu fry A s ‘FABET|E o) TR Y= V32 ol &0
o] &' F3F= ‘common sense and common knowledge't} ‘common general
knowledge'®t F o] A} ARE-HTE S 2gthal FdAd deboael 22

AR el oA S §lo] 71wt oEdte Ade EHA de

51) i Y 2011, 4, 28 A3 201082179 A2 [F2FAE)] (E A& A3 F+
E35H(2006. 3. 3. HE A787152 NAH7] Ao A) A29= A3FelA] HAsH= &
o FdAde 1 ‘%H BT FHEE A2 F Ao 7&ed Fdo] TUs
7} oo oJ5E el EFE Fabete] dekdt Ald], 71&3 FA o 2Fel7) Y
2= 1 zpo|7t A 2E w°—lf& TR FaoA FA - F871e] 271 - 24A - ¥
ol AR ol Nz ZH7) DA e A= vAg 2] o BsitiH
TS AR dEdHen 5?4_0}3}2 g Aolu, £ i 7|3 T4 Aolrt ¢
Sl.i%—— A=E Woldohd MA} 1 x}pol7} g L o] £33 7[E&R-okdlA 54t A
218 717 ALghe] HA =% 4 E 4 JEta suste § UEg Yt §
F Qg B #de U4 gdiN ‘Nz 2 FA3Y O BERE 4FF
FAZ F3E 3|8 ALY AAE 29 F Jv WHE AABIAL vk Al
A AAE o] Qi thet R FRT) e AHSEN R E T8 AE sk v &
2 1eslA 3] AMFELE Y] HAo] YT 5 Yloeu= FA sl o} g},

52) FEA dcke] Qlojr] o] AT o] A o A= HEeAl, dof =i, 3544,

53) AxFE, ool A, 365W,
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A% A4 axlol 4
ool 1 BAYE 0 4 otk

golo] £5 WA $2lve} AL AR VTl ol ALE
S VSR FAREN ST Lo N2 ALea 497} B
T sl Wb FABE IS 0] whEA] 7%l Hi o] of
Nl BEYA ] FATEIE 0] opd A gtk A
N ARHe S BHasAw FARE 2 S Dasjths

(3) A=A

v= el HAIEMPEP) S -2yt dEl ok AAIE el vasks
ollM “T1e/dA" el on|7t glolal ARG o7t FoljIAE
Aeojete ARG V3T FABEI]E"0] ofd SR AREEEA
AA FE8k= Ao R =F e 88ttt EE} At AdekE 3
HAS Ads)
At At g

1
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54) W]=531%, MPEP 2144.03 provides that Official notice unsupported by
documentary evidence should only be taken by the examiner in limited

circumstances, for example, “where the facts asserted to be well-known, or to be
common knowledge in the art are capable of instant and unquestionable
demonstration as being well-known,” The same section further provides that “[ilt is
never appropriate to rely solely on ‘common knowledge’ in the art without
evidentiary support in the record, as the principal evidence upon which a rejection
was based,” citing In re Zurko, 258 F.3d at 1385, 59USPQ2d at 1697.
55) B|=-E-3]3, MPEP 2142 Legal Concept of Prima Facie Obviousness,
56) ke, kel A, 3651,
57) o] dEA o R T A AAN AL A% TA A FholA FATETE
<8 F7F, A8, A ol Baste] =g &3 o] gla, W 7he] Apo| 7} it
o] Aol AAHR AFFE wAA e Hlix‘ﬂ APSMII E35E B¢E EIT
€ 2003.2.26, 4131 200151624 #A Fx). [5814, "53] - AL AAPIE, 58
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detel 71434 e Fatshel Aa7|% AA 7% gre] AGe] Gol e B
@ahe BV} o Basit® & o FAH o Ayshad 55.azle A
eollA] 7%l e B /147 M8 & ol AN EOR A

B97h Bk, A4 BekolE R4 BekolE A& e RTY 1A B
o) seheha wgel SA)olt A7) ALY A H Y AR
sfe )4l 53k Hol] AHslE Rl B3tk 21y TerolA
£ 8 WA O Vot A% ol 4 BEE u /1&42e ol §dte]
ol j7k 9HA, 57 5] A7 EHel A Hol glEA
= wlolE ARG 00 mebA) AT AR S Bestel glolx

4, 2020, ES 32221:4]
58) A, & &, 369-3769,
S0) BAE FHE. 1141%01 H|eg e 2 64 54 ok BEelolA] el A ALt 2l
ol Q= e ojujshn] 1 FAH el 71x5te] B G of
24 Ale] 7124208 FAse] 1 BAR WEo e T4l /=4
g 5 Qe AT BAE A0 B oo 7xste] wige SR
A @Ak MAZIET, B5H, 2020, 5 32201]. B 3l 7]
Bek oA b5 5 otk T B@w /e e AT A% ol oo
}. o ASol ARIFs Aol BASA Bt 2ot £
QoA HAsels AP Bl N ek AR
a»}a} 5912 415l ey dihigel iy
= TS 45 AFAAAN BUG 5 Qo 1 7
2 Aol 59 4 A7} %010}741 3 2 Qlka Qg EE Hgo o
S Q= Az Aol S AFe Stk ofe] ABIEE
A1gE gugel ol 1 Qe /e AT Tl el
L ob), 7] So] A aRAd] A Ho] ] onE T 3
ok, 194 gehs ge) 2] 29 GAle] A&, 1%
ohe] 712 B, A A, A GAle] 8T Sl u]Fo] Kol 1 7]
= %OFOH Sbo) 242 72 AL golsbal 1oh e AR oI & alcka 24T
5 9= Ao 06H wfu ARAS 848 5 gk (e 2007, 9. 6 A
200553284 B A2). (5517, "S5 - @%m APIE" S8, 2000, 553204
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2o) o] &3} Ao Hria]d a7t Ak, 71E42S nEEE Fo] A
FHOR 3] HastAw, I FA oA ApFaige] W 5 Qb 1
EAE Aofstr] gk A=A A7} d asit.

5. 878 2] 7 A] &7 (Disclosing requirement)

AR71E27E g 2 e ez ofsfstal stetstyd Ad7]e
2HE F7& 714 2ol A Thssfok fvhs AA7Fs 2.7 (enablement
requirement)& REE3Foof it} oD o3 e AL M= =& FH,2 ¢
=, A& T T F7kelA ashs adolvh vt vl A E A
F7)zo] AY7se A97F AR HE I ArFe oS HEee e R
FAEHEE o]& FAsh= FollA FHstofoF dtt. 09

Selve} oA vEa} o7k 2 A 7)%e) AN E AR shebatel gl
olx] BEA thire] Ak FFo] ANT F gl o] o2 FFEoR )
AlElolo} gt} 2174 BrolA] W= a4 TARA B} 4

ofo} heh 21417}

AN Vs £EOR ANE Shte] dYEAL 2A%

58 % (Enable requirement)> A¥FAZo|t} o % T A ()] AAE

61) Sanofi-Synthelabo v, Apotex, Inc,, 550 F.3d 1075, 1082 (Fed. Cir. 2008). ; In re
Hafner (1969): enablement 8719 tsixe H<=A), TmZESH,, HEA}L 2011,
194-197H =,

62) EPO, “Guidelines for Examination”, 2019.(“Where a prior-art document discloses
subject-matter which is relevant to the novelty and/or inventive step of the claimed
invention, the disclosure of that document must be such that the skilled person can
reproduce that subject-matter using common general knowledge (see G-VII, 3.1)).

63) A3 71222] enable requirementi= FAEERE o] FAS 7 53] ¥ A7} enablement
requirement &2-& F33}3 ZFWg3}Fejo} g1t} (In re Antor Media Corp,, No, 11-1465
(Fed, Cir, 2012)), 1|3 AJA}7]S MPEPOJA = 2141.01 Scope and Content of the
Prior Art [R-11,2013] II, SUBSTANTIVE CONTENT OF THE PRIOR ART See MPEP
§2121-§2129 for case law relating to the substantive content of the prior art (e.g.,
availability of inoperative devices, extent to which prior art must be enabling, broad
disclosure rather than preferred embodiments, admissions, etc,)2t3l X13]7]& 2]
enablement 2718 {73} gt}
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64) I 1996, 1. 23, A 3L 9451688 #2 FhaL,

65) TOPLIFF v, TOPLIFF AND ANOTHER. Nos, 220, 277. Supreme Court of United
States. Decided May 2, 1892.; Elan Pharm., Inc, v, Mayo Found. For Med., Educ, &
Research, 346 F.3d 1051, 1054, 68 USPQ2d 1373, 1376 (Fed. Cir, 2003) ; ZL2u} X13)
71eEde] 2798 AT F glohd o] AL enablement 8318 &S A2 oYt}
[Bard Peripheral Vascular, Inc, v, W.L. Gore & Assocs., Inc,, No, 10-1510 (Fed. Cir.
2012)1.

66) ASTRAZENECA LP AND ASTRAZENECA AB, v, APOTEX, INC. AND APOTEX
CORP,, 2009-1381, -1424 (Fed. Cir. 11/01/10) ;In re Gleave, 560 F.3d 1331, 1335-36
(Fed. Cir, 2009)(“[A] reference need disclose no independent use or utility to
anticipate a claim under § 102."); Bristol-Myers Squibb Co, v, Ben Venue Labs,, Inc,,
246 F.3d 1368, 1379 (Fed. Cir. 2001) ; Rasmusson v, SmithKline Beecham Corp., 413
F.3d 1318, 1325 (Fed. Cir. 2005), ; In re Hafner, 410 F.2d 1403, 1405 (CCPA 1969)).

67) 52 o] 3ol 71eA7t o] Abd A1e g e] AdekAi % A =HA
7 BEAsE V1A 298 g4 F Qlvke AS o ¢ glenE vighg B

2 B 5 glvha #ea ARkolx] nlghguel] tiaiA 2442 BEg welw gtk
2 o) skt okold] B0 A4S 7 AR elst B 714 e achel
WHE A S gla, W] BASHE /167 Aol B4 b5 A e e A
w2 A4, ARHer P e wye ARk wojol g ol
FAHAEAE JPUNE /1202 29U P VS5l thet e 4o 7]
A A B, P, AGEA 52 AAH O Hefste] Bekstolol sk, WA
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AAEe] Sithd 87| AHE 2= ot 5
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H s dol dPEEs S golatAl shetd ok AlghE W9
Wellds A 7]ee] 2195 zheths ddeltho® whof ojmeh it 714
Q27 FES] NAIEA ol AT F YES AAE AP 18
wko] MPEd o ARG F ot At e YA we] A
#Fo 2 AHEE = gls Aol vk R A AdoX = V)3 S o] &
g Aghe] Tl FElAel 26l s BEFF 5 slofw EE 7] glo]
713t e 2 AAHA e A0 BAE RS £ flvk tEkA &
olatA| shetdt = gAY S Bt A ANAIEA il R

~

(ambiguous) 7AA|S}FIL Qthd A8 7| <3 thAt W o] & U (anticipating) 5T
HEOZ 3|

38 5 gk 0 An e

el A Fo FAA AAld ol g =] A== B oyt 2013, 2, 14
A3 201233312 B4, H 9 1993, 9. 10, AL 9231806 T4 5 F2)ehE HAIS
SaA 7 migkd wolElal B A el HEE F3 A o2 Ho| vk, njghddt
Holghs MES B3l R obytt, vy of o] dchol] glojMx Wy o] Ak
Ardg o} it} AE =Fo g AW AT ol oM AR A
o] Z=lol &3t 22 U A 24 F o5 Alelele] vl HE, TR A4k ATy,
97 235.(2014), 444,

Y

08) M9 B¢-& B APEFo] 5d F e FAE At ot dPEF
o] BE FALAE Ak kA 2 9] WA 188 o] X917t Uk [Even if
a reference discloses an inoperative device, it is prior art for all that it teaches,”
Beckman Instruments v, LKB Produkter AB, 892 F.2d 1547, 1551, 13 USPQ2d 1301,
1304 (Fed. Cir. 1989). f-gjuetz 18 7|so] nghAd whgo] Ayt B3lo] B3EstA
v e A5 ygol 2o At et 23] TlsAt Z1ed Aol A A o
et Al (53] &olstA) 71e &S stetd 4 v JuA ko] ] e
2188 4 ot (Y 2008, 11, 27, A3l 20065 1957 A-2; thH 4 20006. 3. 24, A
I 2004%2307 #E; 5399 2006, 4. 7. AL 2005512182 FAH; 531 2019, 5.
30. 2131 2018518210 ¥4). Thrt, 20113 thy el AN = "F3] &ola] shete] 7}
73972 At Aoy 2013t A A= ©A] “golgtA Bt 7hsd 7

s)

2 @Ak ok, S A #E A 53] §olstA gete] Tkt BTRE walE

S 9l © 3] “golshl stetel F5d B9 BAIG 9= Ak,

69) “a non-enabling reference may qualify as prior art for the purpose of determining
obviousness under 35 U.S.C. 103.” Symbol Techs. Inc, v. Opticon Inc., 935 F.2d
1569, 1578, 19 USPQ2d 1241, 1247 (Fed, Cir, 1991)].

70) WASICA FINANCE GMBH, BLUEARC FINANCE AG, v, CONTINENTAL

=
]

[e]

T
73
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(1) & 2

$RIE VTl E A7) FEHe " Wrkolth, 215 Teko]
A% QLguEs) o wHe) ‘AR FAe) vl $U4 Bte] o] Foizl
o ohe ol Qirhd $elveks Aa71%st vlg e hel “aRH0 B
Qe Bt WE Bekel W, nFL A% i wo] EAlshe
Aoz olshsA o] that A4 Helolth. & Qlguge] 54 WA F
Qo] Qg ¥ 47} BerEh

AUTOMOTIVE SYSTEMS, INC., SCHRADER-BRIDGEPORT INTERNATIONAL, INC,,
SENSATA TECHNOLOGIES HOLDING NV, SI INTERNATIONAL (TOPCO), INC.,
2015-2078, 2015-2079, 2015-2093, 2015-2096, (Fed. Cir, 04/04/17) [‘Anticipation
requires that a single reference ‘describe the claimed invention with sufficient
precision and detail to establish that the subject matter existed in the prior art.” For
this reason, it has long been understood that ambiguous references do not, as a
matter of law, anticipate a claim. "] £ 3742 B3] 7A€ AP 7|&d FTEH 9
FYA A HEFIAeZ Btk & o] JE3HA= Enablement requirement
= Ag71eo] AAd g Ad e HERGAEeIT

7D vt Y948 AT A A, AR 8Ee] B2 EE &Y
Folol| Uit FBEFFA BHEY A36), AU Al S (& At &
o) (53 A20% @)ol & Ak, mlE Aol theh FieA Sl e AHEH
Ao2z ALAA ] T A33x A1F B ol AHgETt 53 A20x A3%
o] A 9le] Fo (e A el Beh k) A date] T4 A
Be] W9 st A EThE Hel lov fEjvete Y4 deEt 7hssit
W, AT U APres AEe 28 B A dArere AH8E 5
UTh. AR AR X BA S G & ATt oyt $-Elvkehs B A (nven-
torship) 7 SAFHAE ] nu| 2 By A7} ofd Ao] Z4& FEAMTE EFA
717 FakaL ebele] S Bt Eddte AS TUA ATk oE3te 3o
of 3l &AL k. ol gk ghAloll thet Wil ® TUA Aeko] HAFl FAA At
o2 A d A IA oldirt "k, A elel 22 A5 AnE £ B
Toletal Faea 9] By, A Ao AR J|AE At AHle] At
BAERE Abde] st 7 Bl FEAUS A d BN E FURl0] B3E
WS 5= 9l AR E 7FRAA] oY A 332 A1d B o] frte g Adx 7153
I FAE Jhsettt Zo] AR gzl dgd U4 Avkdwt X g da gtk
St YA Addelx] XA Athe] J oo AEr|Es ALt YA SAE
SHEstele AN welrt e Aol ohd Aol theh of 741 v A g 4= gltt,
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(2) PE|-tEteE 0|=ef Bl

D=

&Y (anticipation)> /¢ 71&A7t dXd we] AFE 7|Ale &
TARAE Ad)EEHeRRY el o ojsa i shetd 1A
tha ghekoleh 2 Wme] AW FUg Teko] Bt ¥l

Fagol 4Yg
AT S A
A g A2 7}%@xl<predicmble>oﬂ g wAF ohle 54
o] 71447k BTG AR BE T LT A 71EE Al A Ho] o)
A8 A% %vazﬁﬁr B FeHoE olssAL shete 4 YA
#Ao]ch. 79 %:Lfﬂ o] EAah=A ol thg AL e] EAl o]}, metA] of

AA R AN LS B o) el
71%4 4l %%@~E et 1 oed A%E o

vt o] g FAJo] Aoy o g EA sl o]s

el

fljd

o] g A7} giek.
n ol oA AT ol el Aa7)estel tulE 8 WA

A4 2 YAE SAA EAE= AFEA (mater of facyo|t} 75 A& 7]<3}

E

72) In re BAXTER TRAVENOL LABS, 952 F.2d 388 (Fed. Cir. 12/31/91).

73) ASTRAZENECA LP AND ASTRAZENECA AB, v, APOTEX, INC. AND APOTEX
CORP,, 2009-1381, -1424 (Fed. Cir, 11/01/10) ; In re Baxter Travenol Labs, 952 F.2d
388, 390 (Fed. Cir. 1991)). o]#& =g]ol whe} Aol thek HulA(teaching away) A
o] XA AH 9 F2% ZAR AMEEE AT 2] JaA(teaching away)E 5
A(anticipation) 9] Aglo] Z&E A =t} (CLEARVALUE, INC. AND RICHARD
ALAN HAASE, v. PEARL RIVER POLYMERS, INC., POLYCHEMIE, INC., SNF, INC.,
POLYDYNE, INC., AND SNF HOLDING COMPANY, 2011-1078, -1100 (Fed. Cir.
02/17/12)).

74) Schering Corp, v, Geneva Pharms,, Inc (2003): In the context of determining the
validity of a patent, inherent anticipation does not require that a person of ordinary
skill in the art at the time would have recognized the inherent disclosure.

75) n]=+535]3, MPEP 2112, (“The express, implicit, and inherent disclosures of a prior
art reference may be relied upon in the rejection of claims under 35 U.S.C. 102 or
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g o] 2po|7h vl A A Q] Fitolgt e FUAS 1A HA| 470 419
Z1&o] v g Ao g FUsItE FAL AR ko g7 A}
SFargo] 7S Adk ), ol 71X XE A FHA e 2L ofx
2 aleAbeke YA At d-o] gla A 7)so] BlfFA s olgt A v
oAbk of] thk A A WA (teach away)BHETF A8 7)<o] thAF W o] 3
ARAE Q1A8HA] Zatthe T4 Y48 A Aol gtk 18
B2 A4 ddoa A 7eS hobd o A riee] FAA8AE A7)
o] 7Rt = IR o EA s dstela d=Alol gk s AdA
AelA ol of AbFa s 9 4= ot

T3 vm U A HI #ste] da7)eo] i EET o
R E AT 7S W) 2 A T|o] tid S Hslske AolztA
& Y3 (anticipated) W2 £} 78 dvg ‘GR35 H2EZ AR 3t 79 1
D Rs) 712 MR £ A%, F el ATl HAYlE
2 TR RoH APolE BUNE WIS AR} g 2 oh

103, “The inherent teaching of a prior art reference, a question of fact (A} ] &A)),
arises both in the context of anticipation and obviousness.” In re Napier, 55 F.3d
610, 613--7).

76) Structural Rubber Products v. Park Rubber, 749 F.2d 707 (Fed. Cir. 1984) (] 21-&%]
: Donald S. Chisum, “Patent Law Digest (Chisum on Patents— Abstracts of Supreme
Court and Federal Circuit Decisions 1982-2007)", January 1, 2008, Volume 1,
Volume 2, Volume 3).

77) Jamesbury Corp, v, Litton Indus, Prod, Inc,, 756 F.2d 1556 (Fed, Cir, 1985) (A2l
€3] : Donald S. Chisum, “Patent Law Digest (Chisum on Patents—Abstracts of
Supreme Court and Federal Circuit Decisions 1982-2007)", January 1, 2008, Volume
1, Volume 2, Volume 3),

78) That which infringes, if later, would anticipate, if earlier [Peters v, Active Mtg. Co.
(1889)]. Arthur VANMOOR v. WAL-MART STORES, INC, , etc. Nos, 99-1190, 99-1256.
(Fed. Cir. 2000). (Although Wal-Mart and the manufacturers bore the burden of
proving that the cartridges that were the subject of the pre-critical date sales
anticipated the '331 patent, that burden was satisfied by Vanmoor's allegation that
the accused cartridges infringe the '331 patent.).

79) Lewmar Marine v, Barient (1987)(,“That which would literally infringe if later in
time anticipates if earlier than the date of invention,”).
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o} 80 v At ke FdA AeledlA did W el T A8 A
(limitation) & THE3L7]  fJallA] (e W)= oJof d=(must be
modified) A8 7]&2 A7 L7} FU(anticipating) 31 4] GEths Y2 0]

sh31a)e} 50

d871e3 e el 2ot vl 2l FEoltts UL A H
A a5 g T)ee] thd W dEH R Fdsiths FAE A H
A =8 o] 5 FallA] o] Bl o] AL AT EY, £ AR T]E
o) WA = WA AL e 2 Y fejH o R ofs E ALY vtetd
A= 78] ol glojof s dsirtal Zr= AolA, thd g ez o] 7]
A AR7ee e olete FAstefok k= o= At Aol of

Ueba et

n| = WILSON AFAsd oA elukal A 9
w3l7] Ysle] 21 8H AEI} A 2o @A Z7(extrinsic evidence): I
Gapoll A AP rlsEddo] $4e ZIEAtdA TS onls=AlE 7HEX

o)

80) Titanium Metals Corp. v, Banner, 778 F.2d 775 (Fed. Cir. 1985).

81) In re Chudik, 851 F.3d 1365, 1374 (Fed. Cir. 2017) (“Prior art that ‘must be
distorted from its obvious design’ does not anticipate a new invention,” (quoting /n
re Wells, 53 F.2d 537, 539 (CCPA 1931)). [ENPLAS INC., v, SEOUL
SEMICONDUCTOR COMPANY, LTD., 2016-2599, (Fed. Cir, 2018)].

82) Structural Rubber Products v, Park Rubber, 749 F.2d 707 (Fed. Cir. 1984)
(“Anticipation is not shown even if, as the infringer argues, the differences between
the claims and the prior art reference are “insubstantial” and the missing elements
may be supplied by the knowledge of one skilled in the art or the disclosure of
another reference.”).

83) Jamesbury Corp. v, Litton Indus, Prod. Inc., 756 F.2d 1556 (Fed. Cir. 1985)
(“Anticipation is not shown by a prior art disclosure which is only “substantially the
same” as the claimed invention.”).

84) JOHN R, WILSON, v, GREGORY ROGER MARTIN, ALLISON JEAN TANNER,
2018-1980 (Fed. Cir. 2019) ; “ The purpose of extrinsic evidence in an anticipation
analysis “is to educate the decision-maker to what the reference meant to persons of
ordinary skill in the field of the invention, not to fill gaps in the reference.” Scripps
Clinic & Research Found, v, Genentech, Inc,, 927 F.2d 1565, 1576 (Fed, Cir, 1991),
overruled on other grounds by Abbott Labs, v, Sandoz, Inc., 566 F.3d 1282 (Fed.
Cir. 2009).
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Astolof & A, 742 T4 Aol7k ek Steleh 1Ao7} Al
ol 74 #8710 Boh, A, W Foz A

=8 fstke] Wae] gl Aol vAS stolo] Batsirhd o wrle F

85) th ¢ 2011, 4, 28, A1 201052179 2

ﬂi

%%% (SN A29% A3 7173}
Lol B4 a8 B gde e & TABt] 2 23S AR
712 sk AR f1s 29 5 Jvke AHolA ARl 97E Eole
e 2 ook ol FARLVES AHEte] e T AE HIdshs
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86) THH Y 2003. 2. 26, 2131 200151624 A4,
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87) tix ¢ 2001, 6, 1,413 9851013 T4,

88) th'H Y 2014. 7. 24, X131 2012%1132 B4,

89) Tyl ¢l 2009. 6. 25, A3 2007%3806 A (F-2lvhz} tiH -2 2000, 7. 28, A3 97
52200 HANA Aoz AN AHaE WAHSE AASHYAL, o] F iy
9 2009. 6. 25, 431 200753806 Al FASN A AE] o] FLA dehe] FAHHQ] 7]
Fo] Ao, o] EARES FE8 o A FAH A o] F oA of sh=A] ¢}
Ut 71&3 APFRA A o] Fofx ok Sh=A o gt =S 7FAska i 9 2014, 7.
24, 3L 201291132 AL FA7|FoA w=eho] ¥ BEAHQ] B EAH A
ol 8o & AAIEAL 71EH APFHH A FAS AL E] e TUS el
71&S FAsHAh.
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&1 3a Aetollr FLA dko] vh=EA] Ax|stefof =7}l it oE k=
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Q) MV |=0l HA|= K| = FHRAE J|sdAez ESE 5+ AU
x| o8

AP 7)zo A EHA e THRLE 7SR 58 F AeA
ke 20101 8€ 10, A= AR U2 Arendi v. Apple 7920114
Z1H A (obviousness) HEHS £ 8F A2l (common sense) @] Z]-8-of ths}e] o}
o] 37}A] F2 & H(cavean ol ti3le] oJn] &= 7= AAEFALE. BHE
13 dcte] Bk AAo| AN I Hee 8RS SA%e VIES TH
sk tlelle Fard whatet,

90) JOHN R, WILSON v, GREGORY ROGER MARTIN, ALLISON JEAN TANNER,
2018-1980, (Fed. Cir. 10/21/19).

91) In re Chudik, 851 F.3d 1365, 1374 (Fed. Cir. 2017), In re Wells, 53 F.2d 537, 539
(CCPA 1931). ENPLAS INC., v. SEOUL SEMICONDUCTOR COMPANY, LTD., 2016-
2599, (Fed, Cir, 2018).

92) ARENDI S.A.R.L. v. APPLE INC., No, 15-2073 (Fed. Cir. 2016).
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1) AA+= A2 (common sense)E YR AFH o 7 & oAt FR|7|EL X%
3l7] Y3t &4l =7](a known motivation to combine) 4] AFE-E & A=
AolA], A F-ate] F2HE F48 A(claim limitation) 2 2| ¢ Y 52 AR

& 4 9o & APl A% Beke TH st e Asks THad)

71D A8 183 13 Bl A AT 7IAE A ¢l_EE 271 &
AN A, B3] 7eAt dFelx Ajte] 28 FAHos Az d
At Age] F717F BAE A futE Ao F717F dAE S
WEH Ao =2 04T 7 dvke AolA, A 847 v = Q82 d 1%
EAE BB 8AE O E BT gtk

2) EA, Tt g d oz FetE H 7 A Q A (claim limitation) 9} 3

H 927t YA destal 53 71s A o2 3 4-¢-(unusually simple
and the technology particularly straightforward)ol] 42o] A 3§ ¢lgEd e e
Y FetE A7 FAEeAE BT vk A oal 23S 5 e
T8t AT EelA fF71HQ] 4EE sk glojA I aavt glo
AT dA Y HEo] A Fojnlafd HE(the claim would be almost void
of content)7} ofHjolof gt} ol & o] H73ell A, B, C, D o sFa= o
A7} Q1= dl, o] F FehE P29 DYAVL A, B, C 9IS e
g Brnka wkasle Aolehd Fde] Z1eAt Yol denutRolEe 4
202 DEAIE BFE 5 Jlvke Aotk
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93) FA|gk, “H|A}78 4 (NON-OBVIOUSNESS) el 2]t A-o|f7F 2% £ uf”, Hellol
PLaw &%, Sughrue Mion PLLC, (2016.10.04) ¢http://www.helloiplaw.com/130),
A 1 2019.10.29.

94) FA&, 919 B2 Q1§
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The requirement “at the time the invention was made” is to avoid impermissible
hindsight, See MPEP § 2145, subsection X, A, for a discussion of rebutting applicants’
arguments that a rejection is based on hindsight.
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taught -+ about the claimed invention and cast the mind back to the time the
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in the art---,
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within the level of ordinary skill in the art at the time the claimed invention was
made and does not include knowledge gleaned only from applicant’s disclosure,
such a reconstruction is proper.” (In re McLaughlin, 443 F.2d 1392, 1395, 170 USPQ
209, 212 (CCPA 1971),
Applicants may also argue that the combination of two or more references is
“hindsight” because “express’ motivation to combine the references is lacking.
However, there is no requirement that an “express, written motivation to combine
must appear in prior art references before a finding of obviousness.
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99) Mintz v, Dietz & Watson, Inc, No 2010-1341, 2012 US App 10884 (Fed Cir, 2012).

100) Macedo, Charles R. et al., “The Dangers Of Hindsight Bias In The Context Of
Obviousness”, Journal of Intellectual Property Law & Practice (2012) 7 (11): 779-781.

101) 1. Requiring that ‘common sense’ be articulated;

2. Avoiding the use of the patent itself in defining the problem the invention solves; and
3. Emphasizing the need to analyse the objective indicia of non-obviousness.

102) "The Federal Circuit concluded that ‘with little more than an invocation of the
words “‘common sense” (without any record showing that this knowledge would
reside in the ordinarily skilled artisan), the district court over-reached in its
determination of obviousness.’
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105) Mintz v Dietz & Watson, Inc, No 2010-1341, 2012 US App LEXIS 10884 (Fed Cir,2012).
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o4 - A4 — AU BT o] AT TS| BAS T3] 918 ek Aaksh 7ol ek A 39

S glutale] WYL 2214 1 AFsH2nd consideration)ol] #E A= H1
AWz eAlgelgta B Ao BRIt 100 Iyt A=l ARE
2244 aejatatoletal rsiA] 29 A Al FREE THvE oy
7} ot g} ©@A] AIZEA o2 F gtk o]}l ], o] & 2344 LeAbEkE B
THOR B A2 BEehA] A 19

0= AlgAl deboluyt YA weko] ARAEA oY -Elydhs HERE

Alolch, -ehtere] 414 FUA }
Adsta ot ke Ave wess F94 u&% Aol AL v
AR ekl 7Hgeh mebA] o] 34 el $U4 el

s A vmeha S el g Aol e P48
o] B} Al 54 wko] ol Arg kel Wl o] A5

O
zl
HT
©,
X,
r )
EV)
rlo

Lo

(o
e
rlr

=l

107) &9 AFo] AR A3t YAZKE 5= % okt Ay e &
2 ol 2Bt AAHT Aol GIW F ol AL 451 aptol
823 AREA FAT 3 stk th, olele 4P BN Jea @ 5
C 9 AR $AH o YA A E g %, dle] B, P4 L ERE E
2 gherEolo} s, AR1H Aol Wil 7&H B4 oz RE wH o] ohy]
o Ehe 03], o Sol 7)ol Aol B0 43 el ol ol Aol
wBA e FoAas AL 2 QTH200633472, 200533277, 2004%- 2819, 20043
1090, 965559, 20046111) "

108) 444 ¥ 2 272l S A (objective evidence)Z 2242 118 & 2 (secondary
considerations)2t L% T}, B0 oA 2 QaEtaL = AL 22 o] R4l 1
7} ob gt Bloftth, A7 R e 2 m#r} JeRdthE ofn|oltt [Truswall Sys,
Corp, v, Hydro-Air Engineering, Inc,, 813 F.2d 1207, 1212 (Fed, Cir, 1987)]. Tt}qt 2
A7 nelase] AYe F2 ARIH 4E A7 714 wEsel A28 (nexus)olt),
2 9| oA Al 4 98 dom 2 2o U Faio

H #Aae 53] Btiin re Cyclobenzaprine Hydrochloride Extended-Release
Cdpsule Patent Litig., 676 F.3d 1063, 1079 (Fed. Cir. 2012); Apple Inc, v, ITC, 725
F.3d 1356, 1365 (Fed, Cir. Aug. 7, 2013)], Transocean Offshore Deepwater Drilling,
Inc, v, Maersk Drilling USA, Inc., [699 F.3d 1340 (Fed. Cir. 2012); Plantronics, Inc,
v, Aliph, Inc,, [724 F. 3d 1343 (Fed. Cir. July 31, 2013); Leo Pharm, Prods,, Ltd. v,
Rea, 726 F.3d 1346 (Fed. Cir. Aug. 12, 2013); Osram Sylvania Inc, v, Am. Induction
Technologies Inc., 701 F.3d 698, 708- 09 (Fed. Cir. 2012); FOX FACTORY, INC,, v,
SRAM, LLC, 2018-2024, 2018-2025 (Fed, Cir, Dec, 18, 2019)(%F SRAM A}71-& Nexus
requirement®] F4& WA A7),

o>4

s <l
gl

[‘N )fh‘u O_L, ON

=7
A=R
B



40 AAAAAT A15H 22520201 69)

A w5 sl W) ek ek e F4 ¢

s gL g 1)

WAel 27 A2 A Aelohes )

R (] IEZ]—"‘I =
Aolth, Thet 1w ARAQ] FA% SN sholof Ft, AT
R el 2 Bk A7l A ) Pk a2

é
R
2
o
N
o)

s}, wheba) A A 28 T ol ATHAY Bkl
A el A Aok Sof 244 neAlgo] AR FAR A

109) tiH 9 2011, 4. 28. A3 201052179 #HZ [GE2FE(H)] (‘e &gl &3t +
53172006, 3. 3. HE A|78715.2 /WG =] Mol ) A29z A3 g5k
ol FUAL B MEATE FHEE Ao2A T U] 7|& FAo] FYg
7} ol o3ty Wyl aHe Fzbste] B Ald], 71&3 74 o)zt Y

= 3 zo)7t FANAE % FAF FdolA FR - FEI€S Bt - A - ¥
T AYA ol M= &7 DA} A g A= AlAg Zo] ¢ B3ittd
T e A2 AFAF0 2 FYtta & Aoy, F e Jled T Aolrt ¢
9l 22 FxE& gojdthd A} 2 Xpol7t |G @ o] &3 7|ERokdA 5439 A
A& 7HR Aol HA =28 & v WY g sitjEie & UEE Tt g
F .



o[ - ASA — SIS Sohs I M AT HAS Js}y] A3 ek AAie} 71E ) tha fet 41

A7F 58 AT 714 783 A (nexus)o] k= ARE &

S e FAZ Ageta e /2S48 Bt ek

o K
o
W
rot
ofN

5.91gue] 54 9 BA4 BA7Fe] 4

e

AEUH S AL W A EAG A A Ho] YA ot 7 eaHAl S
sho] Flsitin AZEE TS Frlhs A 9] gle] Basht) A
WozrE "o fAHe] drkn 2 )
2 Qlguhdol] EatEo] Qrka B Aoht 714aAe st Felaltha

AZEE FAe) Brhe Aua dekdd AR gol4e W Bue:

2 A77} et nEAY AFA RS AL FAL vk o g
W9 B T4 $UY Bar)Eo] et avle] Aastch Teht of
AYE FUA el Q1guES S Grsk A= $UY @
ZolH Fu3to] 7ol AgEE g ThE

o

110) GRSt olA]) “2l e Qg3
Zeg sherata, 37 7
sttt s AnAlsl E3hE FA0.
£ Agugel 4% gl JAE wgoz shetE iy wel e tus
of oJzre] Fe] AR [ Aol H e FEeholn Beksih, FFol 7)A€ wrz ol

=

i,
oz ot

of

flo ik



42 AAAAT A15H 22520201 69)

< 9% ATANDEX)E 7itale] uj
AP R AR A EE Y 5 JS AeR Azt A
L OR8] E2F 14 Ashley Allman BoltZ} A A3 &S e wksi}
A -

Aol ARt H20 2 A FFhc} 11D

WE AFade] BAe Ang BT Yedt Azkelr) 4.

a2y At dEeME ddree] A4 Al Zledde A i W

|argel A 2ol o] e AFolle ATl 7l g2 Aol e B

o™, xoldo] §low Alqtdol fle drgolth(a 9 “HdZ ] T #F
T AHAD.
(F7h 714 Q-8 o] s AxAe A= g g
= ¢ =, ARl ARATE AR Q18 ol A
e Z1eAte] e ol vlFo] AE Aeke 2EEE 3 & T 0] dA sk
AE T 71 AT H e R T et s Ao 2T Y T 7 ws
o] FAsHA ol HAY Tt = IeAE 7IE LR Addith

111) Bolt, Ashley Allman, “Combating Hindsight Reconstruction in Patent Prosecution”,

Emory aw Journal,{http://law.emory.edu/elj/content/volume-64/issue-4/comments/
combating-reconstruction-patent  -prosecution. html) , A< : 2020, 2, 28,
(1) the degree to which the combined references show or suggest all elements of the
claim being examined; (2) the degree to which the rejection is based on a clearly
articulated, reasonable rationale to combine references; (3) the degree to which the
results are predictable; (4) the degree to which the combined references are
compatible; (5) the degree to which the examiner has analyzed each of the
references as a whole rather than picking and choosing key phrases; (6) the degree
to which combining the references would change the principle of operation of the
primary reference; (7) the degree to which one or more of the references teach away
from the combination made by the applicant; (8) the degree to which the cited
references are analogous art to the application; (9) the number of references
combined for the rejection; and (10) the degree to which the examiner cites to
inapplicable case law.
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A Study on the Improvement of Procedures and Standards
to Avoid the Hindsight bias in Determining the Scope of

Disclosure in a Prior Art Reference as Citing it

Lee, Chinsu & Choi, Sungjai

Hindsight bias often occur in the obviousness determination, however
may occur in the non-novelty determination. It is not too much to say
that whole process of the patentability determination is a combat against
hindsight bias. We have to determine what is disclosed in a prior art
reference during the novelty determination as well as the obviousness
determination, and only differences between them are whether each and
every element of the claim is disclosed in one prior art reference or some
element of the claim is disclosed in one prior art reference, We see, in
fact, that hindsight bias took place in the determination on whether some
elements of the claim is found in a prior art reference through Korea
Supreme Court Decision 2006Hu138 delivered on August 24, 2007, Korea
has opened up hindsight bias in the determination the scope of
disclosure in prior art reference, because a judge and an examiner
consider technical common sense. That is why we have to establish
standard methodologies to reduce the risk of hindsight. In this paper, we
have presented efforts to avoid hindsight bias that may arise from a
specific stage citing a prior art or from the determination of substantial

equivalence,
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