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43) A=tz 9] 291, o] 745 11)9] =i, 6784,
44) DANE, “HHE S AR ofn] 9 Q1A V| gk F % 2012, 12, 27, A4l
2011t}67705, 67712828 Ao 2" Talsl 7| dF | A227 A335.(2016), 30,
45) FENF 9] 291, “H T A —&%E%‘ﬂ sehiy stol=glelel] #AgE A, Fx]4]
A2k, A1 #25(20006), 23,

46) 71713], oke] 7k 42)9] =1, 808™.

47) 2719, 9ol 4 38) 9] =42, 291,
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49) i 2011, 7. 28, AL 2009t}75178 HA; thH Y 2012, 12, 27. A 2011t}
67705, 67712 H4,

50) T ¢ 2005, 3. 25, A3 20035373 T4,

51) th¥ 9 2011, 9. 29, A 31 200932463 A4,

52) 4713, ko] 74 42)9] =7, 8111,
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54) Ao - AR, e o] WA EA- digh A, PR A2k, A0 Al
.(2015), 644,

55) thsl ¢ 2011, 7. 28, A1 2009t}475178 #; tiy ¢ 2012, 12, 27. A3 20116467705,
67712 4,

56) 35 USC §100. Definitions When used in this title unless the context otherwise
indicates—(a) The term “invention” means invention or discovery,

57) 35 USC §101. Inventions patentable Whoever invents or discovers any new and
useful process, machine, manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefore, subject to the conditions
and requirements of this title.

58) W= Ao Feolx] AAE 2 AAE WH A A Qlsl= 7Ee] S E] Akt
4, ol A4 9)¢] =1, 8121).
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60) 35 USC §100. Definitions When used in this title unless the context otherwise

g

indicates—(f) The term “inventor’ means the individual or, if a joint invention, the
individuals collectively who invented or discovered the subject matter of the
invention,

61) 35 USC §100 Definitions When used in this title unless the context otherwise
indicates—(g) The term “joint inventor” and “coinventor’ mean any 1 of the individuals
who invented or discovered the subject matter of a joint invention.

62) 35 USC §116. Inventors (a) Joint Inventions, —When an invention is made by two
or more persons jointly, they shall apply for patent jointly and each make the
required oath, except as otherwise provided in this title, Inventors may apply for a
patent jointly even though (1) they did not physically work together or at the same
time, (2) each did not make the same type or amount of contribution, or (3) each
did not make a contribution to the subject matter of every claim of the patent.
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Ho] = AbEletaL & ¢ Qioh

Falanat Kent State University2] Kent Displays, Inc, (KDoA AL S
2 1g=o oY 714 gES e WS Akt Falanazl KDI
E Hyd o]F o] KDI GFYUEL FalanaZ} 73 vbH o 2 wlE 315HEof
Hste] 58d& g5at9er, S318AA ol Falana7} 7idgt S15HE A
Z WS A7 7IAE e Alx wRer ATEkd. 2y

FalanaZ 52 7] A81A] @gkar, o]dl] Falana: E3]% #256%65

63) Cohen, supra note 8, p.395.
64) Falana v, Kent State Univ,, 669 F.3d 1349 (Fed, Cir, 2012),
65) 35 USC §256. Correction of named inventor Whenever through error a person is
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Aol stehEe] 2ol gk A4
Wl = Azt Wi digk 22| B astrha A8t
At 60 o]i= AH o] Burroughs Wellcome Co. v. Barr Labs., Inc, $+43}
0]%-9] Fina Oil & Chem. Co. v. Ewen A Al A& a2 o]t} 67) HH L]
o] Az ol Bae] NS 7HL Aol AR A ol e
olgtd I Az We] e setE AR o WANkE Fa%k 7oAl
A8 ST 08 whekA] FanalaZ} Zg7-3oll 71 sheh= AHA o] o 7]
ShA= e kAINE, 1 3leES e W ol tigh Fanalad] 7]oe 3
A2t 2 /IR e 2318 Skl A8k
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Florida State University v. American Bioscience, Inc,69 -2 || 3}5HE-9]
2tk W ole] 7)od tiste] o2 AL A|A]SFYTl. Florida State
University(FSU)&] #StAE3} WAL 3 37 A7 Taos A A7 &<

named in an issued patent as the inventor, or through error an inventor is not named
in an issued patent and such error arose without any deceptive intention on his part,
the Director may, on application of all the parties and assignees, with proof of the
facts and such other requirements as may be imposed, issue a certificate correcting
such error. The error of omitting inventors or naming persons who are not inventors
shall not invalidate the patent in which such error occurred if it can be corrected as
provided in this section. The court before which such matter is called in question
may order correction of the patent on notice and hearing of all parties concerned
and the Director shall issue a certificate accordingly.

66) Conception of a chemical compound “requires knowledge of both the specific
chemical structure of the compound and an operative method of making it,”(Falana
v. Kent State Univ., 669 F.3d 1349, 1419 (Fed. Cir, 2012).)

67) Burroughs Wellcome Co. v. Barr Labs., Inc, 40 F.3d 1223, 1229 (Fed. Cir. 1994);
Fina Oil & Chem. Co. v, Ewen, 123 F.3d 1466, 1472 (Fed. Cir, 1997).

68) Where the method requires more than the exercise of ordinary skill, however, the
discovery of that method is as much a contribution to the compound as the
discovery of the compound itself, (Falana v. Kent State Univ., 669 F.3d 1349, 1420
(Fed. Cir. 2012).)

69) Bd. of Educ. ex rel, Fla, State Univ, v. Am, Bioscience, 333 F.3d 1330 (Fed. Cir, 2003).
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olol] FSUE il A& A5 2] SR AL A 95 ATk 253 A
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Al 2 skgEe] Az R ol iEk 7olE ayshs Aol Aesklthal
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70) Moreover, general knowledge regarding the anticipated biological properties of
groups of complex chemical compounds is insufficient to confer inventorship status
with respect to specifically claimed compounds. (Bd. of Educ. ex rel. Fla, State Univ.
v. Am, Bioscience, 333 F.3d 1330, 1338 (Fed. Cir, 2003).)

71) As we have indicated, the '653 claims just three compounds: it does not claim any
method of making those compounds. There is no indication that Nadizadeh directly
contributed to the conception of any of the claimed compounds, and we see no
other basis for regarding him as a coinventor. (Bd. of Educ. ex rel. Fla, State Univ. v.
Am, Bioscience, 333 F.3d 1330, 1341 (Fed, Cir, 2003).)
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72) Fellmeth, Aaron X., “Conception and Misconception in Joint Inventorship”, New
York University Journal of Intellectual Property & Entertainment Law, 2(2012), p.135.

73) Claims limit the protectable aspect of the invention; they do not “define” the
invention, as courts frequently asserts. (Id. p.127.)

74) 1d. p.139.

75) 1d. p.139.

76) Dana-Farber Cancer Institute v, Ono Pharmaceutical Co,, Fed, Cir., No. 19-2050,
7/14/20.

77) Narton Corp. v. Schukra U.S A, Inc., 558 F.3d 1352 (Fed. Cir. 2009).
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78) However, the contribution of the extender is insignificant when measured against
the full dimension of the invention of claim 11, not just because it was in the prior
art, but because it was part of existing automobile seats, and therefore including it as
part of the claimed invention was merely the basic exercise of ordinary skill in the
art. (Narton Corp. v. Schukra U.S.A. Inc, 558 F.3d 1352, 1356 (Fed. Cir. 2009).)

79) Ethicon, Inc. v, United States Surgical Corp., 135 F.3d 1456 (Fed. Cir. 1998).

80) Cohen, supra note 8, p.408.

81) The contributor of any disclosed means of a means-plus-function claim element is a
joint inventor as to that claim, unless one asserting sole inventorship can show that
the contribution of that means was simply a reduction to practice of a sole inventor’s
broader concept. (Ethicon, Inc. v, United States Surgical Corp., 135 F.3d 1456, 1463
(Fed. Cir, 1998).)

82) Ethicon, Inc. v. United States Surgical Corp., 135 F.3d 1456, 1467 (Fed. Cir. 1998).
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83) All that is required of a joint inventor is that he or she (1) contribute in some
significant manner to the conception or reduction to practice of the invention, (2)
make a contribution to against the dimension of the full invention, and (3) do more
than merely explain to the real inventors well-known concepts and/or the current
state of the art.(Pannu v. Tolab Corp., 155 F.3d 1344, 1350 (Fed. Cir. 1998).)

84) In re Verhoef, 888 F.3d 1362, 1365 (Fed. Cir, 2018).

85) All of the cases in which an inventor has been successfully added have been
classified into four categories, in which the putative inventor: (1) identified or solved
an unrecognized problem within the team, (2) solved a problem that other
collaborators could not, (3) added a nontrivial advantage to the invention that other
collaborators did not contemplate, or (4) possessed skills that other members did not
have.(Cohen, supra note 8, p.406.)
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A Comparative Study of Korea and US on Joint

Inventorship

Kwon, Inhee

Products of research collaborations can be protected as joint inven-
tions. There is no article in Korean patent law except that joint inventors
are jointly entitled to a patent of joint invention, Therefore, joint
inventorship was studied with cases of the United States which has an
article of joint inventorship.

Joint inventorship analysis must be conducted on inventions disclosed
in the specification, not on claims. Claims limit protectable aspects of
inventions, and do not define inventions. Analysis of claimed inventions
may result in erroneous judgements on joint inventorship. In chemistry
distortion of inventorship could be severe when analysis is fixated on
claims,

A joint inventor is a contributor who conceives an invention, reduces
to practice, or provides a solution for the completion of the invention, A
joint inventor is a person who (1) contributes in some significant manner
to the conception or reduction to practice of the invention, (2) makes a
contribution to against the dimension of the full invention, and (3) does
more than merely explain to the real inventors well-known concepts
and/or the current state of the art,

It is desirable to have a detailed guideline for joint inventorship to



110 A2 AAFAT A5 A35.(20201F 9Y)

encourage research collaborations and to prevent related disputes.

Keyword

joint invention, joint inventorship, joint application, co-ownership of patent, specification, claim,
35 USC §116




