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2) Uniloc USA, Inc, v, Microsoft Corp., 632 F.3d 1292, 1312 (Fed. Cir. 2011) (“A
reasonable royalty is the predominant measure of damages in patent infringement
cases.”) (citation omitted); Cf 2018 Patent Litigation Studly, PricewateRHOUSE Coopper(E-
SAAE w2 534 ol tigh Eafui AT AR T Feld AA s 2%
Z70] 60%, Aao]olol BAG 3L 19%, el A 2106 A4o]el7} el d A=,
Z B2 (mixed calculation)ol] <738 F3o]3dt}.). <https://www.ipwatchdog,
com/wp-content/uploads/2018/09/2018-pwc-patent-litigation- study.pdf) (Dec. 23,
2020).
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3) HARKMMPEM R € v & —HIRHPIE 7 7 2= 7 b5 — &) “FrFHES OS2t 2440
BETF P OWT, 2018, 12 ELCIE DD THE, P 104E (19984F ) Fr R i E
I X 0 10225255 (B3 h O T O FF 8 W 0 J2 e LSl wy 203 5 < & 488 0B Al
B2 HOGE 55 TlH ) OmEABIRI 2 LiC X b, AR S LIEH
L0 L EVHERIRA DB Z ENEC 2 e EMBII N D 2 Ep%\, LhL, K
EENufT# OFPIFNT B\ T, TEANCIE L Tale b @120 & Lclnl tRIEIE S
4), 10%2381:(FIFIFES1, 6, 30, 38, 46, 48, 51, 67, 71), W, 0.5%23 115 (PIBIFES75),
0.7%n2F(AIGIF 512, 414) 03B b, SRAEMAIE 2 To S\ 2 B 7%, RIRIEH ORS
DT DM T TIII3.8% &> TWB I En b, ke LT, dUERicL T
BERENHFLC EnofcbnTEEEIbE D IVOTE VL ELLRS.T).
¢https://www. ip-adr. gr.jp/news/file/20180702. pdf) , A Y: 2020, 12. 23,

4) B =12 53 A128% Al53e] /MH e 84 9 1 ofu)E 3] o= Aol TS
i, el *E‘AIEOH AT FAA Eudd A FF AFIAE GA F
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Zo] ol el 44 L A 8L A Eahadrh riFola ) gl 2w
AR AR £l g el Bak 24 2 el g Wbl
g3k F& AFE tpydltl; Compare Roy Weinstein et al,, Taming Complex
Intellectual Property Compensation Problems, 22 Fed. Circuit B.J. 547, 553 (2013)
with Jonathan S, Masur, The Use and Misuse of Patent Licenses, 110 Nw, U, L. Rev,
115, 124 (2015).
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Access with Patent Protection, 25 Pac. McGeorge Global Bus. & Dev. L.J. 309, 317
(2012) (“It is not a free taking; the invoking nation must pay a government-imposed
royalty rate that is usually well below the rate a patent owner would have negotiated
for.”).
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20) 35 U.S.C. § 284 (2011) (“Upon finding for the claimant the court shall sward
damages adequate to compensate for the infringement, but in no event less than a
reasonable royalty for the use made of the invention by the infringer, together with
interest and costs as fixed by the court.”),

21) Lucent Techs,, Inc. v. Gateway, Inc., 580 F.3d 1301, 1324 (Fed. Cir, 2009) (“Two
alternative categories of infringement compensation are the patentee’s lost profits
and the reasonable royalty he would have received through arms-length
bargaining.”); Mars, Inc, v, Coin Acceptors, Inc., 527 F.3d 1359, 1366 (Fed. Cir.
2008) (“Despite the broad language of § 284, patentees tend to try to fit their
damages into the ‘lost profits' framework, or else fall back on the statutory grant of a
reasonable royalty.”); Dennis S, Corgill, Competitive Injury and Non-Exclusive Patent
Licensees, 71 U, Pitt, L. Rev, 641, 646 (2010) (“In practice, courts award two kinds
of compensatory damages-a reasonable royalty and lost profits damages.”).



12 A2 A AFAT 2158 A435.(20208d 129)

AAR= v 53 A284x%9] 1] & S SEE T 5 =
ol o3l E3jul g AbgLe dheld AARE
reasonable royalty) 2 3}HAA] 1 o]Fo] &aju)dlS AgEE AgdS

88 39l )

3}8FA (in no event less than a

—~

ot

HERONER PN

2)

H T A FelH AAsel o Eaful gl e gl glojA thaka
PEE QRS o3 ek 3 WEE ke shiel e Sy

(established royalty) & 7|52 2 &3 uj A HS AL 5= W o] a1 24) &
shu o] W& 7ato] AA A 2k A (hypothetical negotiation)& A3 & gt

2|4 A A| R (reasonable royalty) S Zto}7l= W o]t} 2920 St HA|F 9]

o

22) Rite-Hite Corp. v. Kelly Co., 56 F.3d 1538, 1544 (Fed. Cir. 1995) (en banc) (“The
statute thus mandates that a climant receive damages ‘adequate’ to compensate for
infringement.”).

23) Id. (“The statute thus mandates that a claimant receive damages ‘adequate’ to
compensate for infringement. Section 284 further instructs that a damage award shall
be ‘in no event less than a reasonable royalty’; the purpose of this alternative is not
to direct the form of compensation, but to set a floor below which damage awards
may not fall. Thus, the language of the statute is expansive rather than limiting. It
affirmatively states that damages must be adequate, while providing only a lower
limit and no other limitation.”) (internal citation omitted); John S. Torkelson,
Calculating Reasonable Royalty Damages for Infringement of Early-Stage Technology
Patents, 4 Sedona Conf, J. 47, 53 (2003) (“The purpose of the reasonable royalty
alternative remedy in Section 284 is to set a floor below which damage awards may
not fall,”) (citing Rite-Hite Corp. v. Kelly Co., 56 F.3d 1538, 1544 (Fed. Cir, 1995));
Ze oA FxE - A, TS| EsuldEs, SRS, 2016, 183HCE A
Ar ol ogh Eaulg g2 7 gejd] AARE Fe Aol okyEl, 7
FeHQ AARE Fobx] AAS AL R st I o) e &l S R s=
Zeleltt).

24) Tektronix, Inc. v. United States, 552 F.2d 343, 347 (Ct. Cl. 1977) (“Where an
established royalty rate for the patented inventions is shown to exist, that rate will
usually be adopted as the best measure of reasonable and entire compensation,”)
(emphasis added).

25) Versata Software, Inc, v, SAP Am._, Inc., 717 F.3d 1255, 1267 (Fed. Cir, 2013) (“A
reasonable royalty may be calculated using one of two baselines: ‘an established
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a3 Al EAEE A9e =851 adA ez AAs Her =4

3,

1) &Y A A F (established royalty) o] 2]+ 3H2]& A5 A HEMH
W% ARe SYE AR ST G AR APEAL AP

&7 shol ther sl el 41 ; ANEA} B 5
Zl

royalty, if there is one, or if not, upon the supposed result of hypothetical
negotiations between the plaintiff and defendant,”) (emphasis added) (quotation
omitted).

26) Monsanto Co. v. McFarling, 488 F.3d 973, 978-79 (Fed. Cir. 2007) (“An established
royalty is usually the best measure of a ‘reasonable’ royalty for a given use of an
invention because it removes the need to guess at the terms to which parties would
hypothetically agree.”) (emphasis added).

27) Trell v. Marlee Elecs, Corp., 912 F.2d 1443, 1445-1446 (Fed. Cir. 1990) (‘A
reasonable royalty ‘may be based upon an established royalty, if there is one, or if
not upon a hypothetical royalty resulting from arm’s length negotiations between a
willing licensor and a willing licensee,”™) (quoting Hanson v, Alpine Valley Ski Area,
nc., 718 F.2d 1075, 1078 (Fed, Cir, 1983); see also Clark v, Wooster, 119 U.S, 322,
326 (1886) (“It is a general rule in patent causes that established license fees are the
best measure of damages that can be used.”) (emphasis added).,

28) See Benjamin M. Cole et. al., Food for Thought: Genetically Moditied Seeds As De
Facto Standard-Essential Patents, 85 U, Colo, L. Rev. 313, 337 (2014) (“An
established royalty is what others actually pay for the right to use the patent.”).

29) Eric E. Bensen & Danielle M. White, Using Apportionment to Rein in the
Georgia-Pacific Factors, 9 Colum, Sci, & Tech, L, Rev. 1, 34 (2008) (“In 1889, the
Supreme Court articulated the applicable standard: In order that a royalty may be
accepted as a measure of damages against an infringer, who is a stranger to the
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license establishing it, it must be paid or secured before the infringement
complained of; it must be paid by such a number of persons as to indicate a general
acquiescence in its reasonableness by those who have occasion to use the invention;
and it must be uniform at the places where the licenses are issued.”) (quoting Rude
v. Wescott, 130 U.S. 152, 165 (1889)); Monsanto Co. v, McFarling, 488 F.3d 973, 979
(Fed. Cir. 2007) (“When the patentee has consistently licensed others to engage in
conduct comparable to the defendant’s at a uniform royalty, that royalty is taken as
established and indicates the terms upon which the patentee would have licensed
the defendant's use of the invention,”); Mobil Oil Corp. v. Amoco Chemicals Corp.,
915 F. Supp. 1333, 1342 (D. Del. 1994) (“In order for a patentee's negotiated
royalties to constitute an ‘established’ royalty they must meet five criteria: (1) they
must be paid or secured before the infringement began; (2) they must be paid by a
sufficient number of persons to indicate the reasonableness of the rate; (3) they must
be uniform in amount; (4) they must not have been paid under threat of suit or in
settlement of litigation; and (5) they must be for comparable rights or activity under
the patent.”) (citation omitted); Gregory Sidak, Bargaining Power and Patent
Damages, 19 Stan, Tech, L. Rev, 1, 14 (2015) (“A royalty is ‘established’ for a patent
if enough industry participants have agreed to pay it that their acceptance constitutes
‘a general acquiescence’ as to the royalty’s reasonableness.”) (citing Hanson v,
Alpine Valley Ski Area, Inc., 718 F.2d 1075, 1078 (Fed. Cir, 1983) (“For a royalty to
be ‘established, it ‘must be paid by such a number of persons as to indicate a
general acquiescence in its reasonableness by those who have occasion to use the
invention,”) (citing Rude v, Westcott, 130 U.S, 152, 165 (1889)).

30) Nickson Indus., Inc, v. Rol Mfg, Co., 847 F.2d 795, 798 (Fed. Cir, 1988) (“Where
an established royalty exists, it will usually be the best measure of what is a
‘reasonable’ royalty.”) (citing Hanson v, Alpine Valley Ski Area, Inc., 718 F.2d 1075,
1078 (Fed. Cir, 1983)); Kerr & Troxel, Damages Measured by a Reasonable Royalty,
in Assets anp Finances: Carcuiating Intenecruar Properry Damaces 229, 303 (2011) (“If there
truly is an established royalty, it would seem that no further examination is
necessary,”); Mobil Oil Corp, v. Amoco Chemicals Corp., 915 F. Supp. 1333, 1342
(D. Del. 1994) (“Moreover, if an established royalty is shown to exist, such a royalty
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is generally deemed the best measure of damages for infringement.”); Layne S,
Keele, Res"Q’Ing Patent Infringement Damages After Resqnet: The Dangers of
Litigation Licenses As Evidence of A Reasonable Royalty, 20 Tex. Intell. Prop. L.J.
181, 187 (2012) (“The Federal Circuit now considers {aln established royalty [to be]
the best measure of a reasonable royalty for a given use of an invention because it
removes the need to guess at the terms to which parties would hypothetically
agree.”) (alteration in original) (quoting Monsanto Co. v. McFarling, 488 F.3d 973,
978-79 (Fed. Cir. 2007) (internal quotation marks omitted)).

31) Mobil Oi Corp,, 915 F. Supp. at 1342 (“Because of these stringent
criteria, few courts have actually found an established royalty.”); Kerr & Troxel,
supra, at 303 (“However, . . . an established royalty is a rare sighting.”).

32) Mobil Oil Corp., 915 F. Supp. at 1343 (“Almost all courts recognize, however, that
an established royalty may be too low to be ‘reasonable’ under certain
circumstances.”).

33) Id. at 1342 (“While the Third Circuit seemed to indulge a presumption that an
established royalty, if proven, is the proper measure of damages, other courts have
been less clear about their treatment of an established royalty.”) (internal citation
omittted).
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34) Versata Software, Inc, v, SAP Am,, , 717 F.3d 1255, 1267 (Fed. Cir, 2013) (“A
reasonable royalty may be Calculated using one of two baselines: ‘an established
royalty, if there is one, or if not, upon the supposed result of hypothetical
negotiations between the plaintiff and defendant,”) (emphasis added) (quotation
omitted).

35) Dowagiac Mfg. Co. v. Minnesota Moline Plow Co., 235 U.S. 641, 649 (1915) (“If
there had been an established royalty, the jury could have taken that sum as the
measure of damages. In the absence of such royalty, and in the absence of proof of
lost sales or injury by competition, the only measure of damages was such sum as,
under all the circumstances, would have been a reasonable royalty for the defendant
to have paid.”) (emphasis added).

36) Id, at 648,

37) Christopher B. Seaman, Reconsidering the Georgia-Pacific Standard for Reasonable
Royalty Patent Damages, 2010 B, Y. U, L. Rev, 1661, 1670 (2010) (“In 1922, Congress
amended the patent laws to codify the Dowagiac decision and authorize the
recovery of a reasonable royalty for patent infringement.”) (internal footnote
omitted).

38) David O. Taylor, Using Reasonable Royalties to Value Patented Technology, 49 Ga.
L. Rev. 79, 99 (2014) (“In 1915, however, the Supreme Court, in Dowagiac
Manufacturing Co. v. Minnesota Moline Plow Co., ultimately clarified that
reasonable royalties may be awarded in the absence of specific evidence of lost
profits or established royalties.”).
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39) John C. Jarosz & Michael J. Chapman, The Hypothetical Negotiation and
Reasonable Royalty Damages: The Tail Wagging the Dog, 16 Stan. Tech. L. Rev.
769, 782 (2013) (“The most important, and lasting, impact of Georgia-Pacific . . . has
been the elevation of a hypothetical negotiation construct as the primary tool for
considering reasonable royalty damages.”).

40) layne S. Keele, supra, at 189 (“The proper measure of a reasonable royalty
standard remains elusive. How does one prove the royalty that would have resulted
from a fictional negotiation in which both parties are willing to enter a license
agreement but neither party is compelled to do so? That is the daunting task set
before the parties disputing a reasonable royalty. To aid this determination, the court
in Georgia-Pacific v. United States Plywood Corp. surveyed the case law and set out
a list of fifteen factors potentially relevant to the reasonable royalty calculation,”).

41) Dow Chem. Co. v. Mee Indus., Inc., 341 F.3d 1370, 1382 (Fed. Cir. 2003) (“Should
[patentee-plaintiff] prove infringement of claims 23 and 24 the district court should
consider the so-called Georgia—Pacific factors . . . in detail ., . . .”) (emphasis added)
(internal citation omitted).

42) See Robert Harkins, Shift Sands: New Developments, Trends, and Strategies in IP
litigation, 2011 WL 2532986, at *14 (2011) (“Damages are always difficult for plaintiffs
to prove, because the reasonable royalty test is completely hypothetical and rarely
backed up by actual licenses for the same technology at the same time,”).

43) ZAol-H{AH 157) 84 = A18 427 FHE HAAEZ @3}, Georgia-Pac, Corp,
v. U.S. Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970) (“1, The royalties
received by the patentee for the licensing of the patent in suit, proving or tending to
prove an established royalty.”).
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44) Bio-Rad Labs., Inc. v, Nicolet Instrument Corp., 739 F.2d 604, 617 (Fed. Cir, 1984),
abrogated by other grounds by Markman v, Westview Instruments, Inc., 52 F.3d 967
(Fed. Cir, 1995) (“Though established royalty rates are normally applicable, they do
not necessarily establish a ceiling for the royalty that may be assessed after an
infringement.”).

45) Nickson Indus., Inc. v. Rol Mfg. Co., 847 F.2d 795, 798 (Fed. Cir, 1988) (‘[Patent
holder-Plaintiff] correctly states that a royalty ‘reasonable’ under 35 U.S.C. § 284 may
be greater than an established royalty.”) (citing Bio-Rad Labs., Inc. v. Nicolet
Instrument Corp., 739 F.2d 604, 617 (Fed. Cir. 1984)).

46) See, e.g., ResQNet.com, Inc. v. Lansa, Inc., 594 F.3d 860 (Fed. Cir. 2010).

47) QtIE, gho] =8, 2119,

48) W] =r2] established ‘S H'olgfal WA &= Th2 AM|: o] F3t, o] =i, 232,
Zb 26("E i AA R ofgh FejAl dAlg e A S AAT) v A
HAEZFEH FARE S AARE B9k 49l o5 FefHl AAsR st
= "y o|th(Donald S, Chisum, Craig Allen Nard, Herbert F, Schwartz, Pauline
Newman & F. Scott Kieff, Principles of Patent Law: Cases and Materials, Foundation
Press, at 1300 (3d ed. 2004)").
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49) Layne S. Keele, supra, at 187 (“Over time, the reasonable royalty standard has
effectively swallowed up the established royalty standard, and the established
royalty has become less important,”).

50) Erick S. Lee, Historical Perspectives on Reasonable Royalty Patent Damages and
Current Congressional Efforts for Reform, 13 UCLA J.L. & Tech, 1, 20 (2009) (“A
number of cases have further illustrated this shift from using established royalty rates
to general circumstantial evidence of reasonable royalty as the primary means of
finding damages.”).

51) Layne S, Keele, supra, at 187 (“The Federal Circuit now considers “[aln established
royalty [to be] the best measure of a ‘reasonable’ royalty for a given use of an
invention because it removes the need to guess at the terms to which parties would
hypothetically agree.™).

52) Amy L. Landers, Let the Games Begin: Incentives to Innovation in the New
Economy of Intellectual Property Law, 46 Santa Clara L, Rev, 307, 327 (2006) (“The
patentee’s past licensing practices are given considerable weight in the analysis.”).

53) Paul M. Janicke, Contemporary Issues in Patent Damages, 42 Am. U, L. Rev, 691,
715 (1993) (“The foregoing cases seemingly clarify that an established royalty is now
predominantly regarded as one possible species of reasonable royalty.”).

54) Layne S. Keele, supra, at 187 (“But an established royalty is not the only measure
of a reasonable royalty; evidence that does not meet the traditionally rigid standards
of an established royalty may nevertheless be probative in determining a reasonable
royalty.”).

55) David O, Taylor, supra, at 97 (“Courts developed the remedy of reasonable
royalties in patent infringement cases in the late 1800s and early 1900s to avoid
injustices associated with awarding nominal damages and established royalties.”).

56) Id, at 101 (“Courts also began to use reasonable royalties to avoid awards of
established royalties in cases where there was widespread belief in the invalidity of
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the licensed patent.”).

57) Id. at 103 (“In short, Judge Hand’s rejection of the established royalty effectively
adopted the value of the underlying patented technology as the appropriate focus of
a reasonable royalty calculation.”).

58) John J. Barnhardt, IIl, Revisiting A Reasonable Royalty As A Measure of Damages
for Patent Infringement, 86 J. Pat. & Trademark Off. Soc'y 991, 997 (2004)
(“However, even these cases recognize that an established royalty is not necessarily
a ‘ceiling’ for the ‘reasonable’ royalty that may be assessed at trial.”).

59) Id, at 1004 (“A reasonable royalty is often higher than an established royalty for the
latter is usually based upon agreements negotiated before the patent stands the test
of judicial scrutiny.”),

60) ¥ 531 A102x A3FL 19599 S5 /NAE Ssho] A H Zojgtar g
Anlg, B tigk Esudd oz AAs g, Terebst, A|37d
(2012), 660-661
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71) Sabine Agé et al., Patent Litigation in France: overview, Thomson Reuters (2020)
(“However, the court can, as an alternative and on the injured party’s request, award
a lump sum as damages. This sum must be higher than the amount of royalties or
fees which would have been due if the infringer had requested authorisation to use
the right that it has infringed. This sum does not exclude compensation for the moral
prejudice caused to the injured party.”) (emphasis added). (https://uk.practicallaw,
thomsonreuters, com/5-622-0668?transitionType=Default&contextData=(sc. Default) &f
irstPage=true&bhcp=1) (Dec. 23, 2020).
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A Study on Impact of 2019 Amendment of Patent Act
Article 128(5) — Whether or Not There is Any Change in
the Methodology for Calculating ‘Royalty’ Damages

Hwang, Sungpill & Jung, Chaho

In 2019, Korea Patent Act Article 128(5) has been amended, which
‘usual’ was substituted by ‘reasonable,” Thus, this paper seeks to find the
implied meaning of the amendment. After scrutinizing a legislation
history of the amendment, the opinion of KIPO, 2003da15006 decision of
the Korea Supreme Court, transition history of the U.S. reasonable royalty
jurisprudence and revision of the corresponding article of Japan Patent
Act, this paper summarizes the intent of the amendment of the provision
as follows: (1) the purpose is to increase reasonable royalty damages for
patent infringement, (2) it aims to avoid a usual practice in heavily
depending on industry-wide average royalty rate to the related invention
when evaluating value of the invention in suit, (3) it is to have the courts
consider individual and specific value of the patent in suit as more
important, (4) it is to more actively accept the U.S. reasonable royalty
damages theory to improve the current law of Korea, Given that intent,
this paper asserts it would be necessary to deeply study the methodology
of calculating reasonable royalty damages under the U.S. jurisprudence.
This author will try to publish a paper on the U.S. jurisprudence in the

near future,
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