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= Ao Jo W, due B9 Seiteel nprtAz A
whgolels golsl Saliel WEo R F45o] g AL ohiAR B3]
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3, 2020, 3316-33174.
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W 737, A et o] A, A=A, Al463(2008), 6-7; 44 9] 291, A

AR AHCF) g, A7R, SHAL, 2005, 244%; P 2017, 5. 11, 4131 201451631

#4; g9 2014, 5. 16, A3 201253664 #4245

6) AIPPI, “Summary Report of Question Q209: Selection Inventions — The

Inventive Step Requirement, Other Patentability Criteria and Scope of Protection”,
AIPPI, p.2, <https://www.aippi.fr/upload/Buenos%20Aires%202009%20Q194%2020
8%20 20 9%20210/sr209english. pdfy, M : 2021, 9. 30, (el tjs] Mo
Ad7ES HL3t Y vUike &5, L2EEo}, S, b, dE, 5 5 IR =
7VEolaL, A F7ks HEe] 71 glo] drbigdt o] AF38taL vt

7) s, TSN, AR S EANTA o, Al13%, tlFA ", 2000, 1459,

8) European Patent Office(EPO), “Guidelines for Examination”, G-VI.8(“Selection
inventions deal with the selection of individual elements, sub-sets or sub-ranges,
which have not been explicitly mentioned, within a larger known set or range.”),
EPO, 2021; WIPO, “Further Study on Inventive Step(Part I11)”, Standing Committee
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on the Law of Patents, 29th Session, 2018, p.10. <https://www.wipo.int/edocs/
mdocs/ scp/en/scp_29/scp_29_8.pdfy, ZAAMA: 2021, 9. 30, (‘In general, a selection
invention may involve, for example, the selection of individual elements, sub-sets or
sub- ranges, which are within the larger set or range in the prior art but have not
been specifically disclosed in the prior art.”)

9) USPTO, “Manual of Patent Examining Procedure('MPEP’)”, USPTO, 2020, §2144.08
("]=53]3 MPEP9|&= ‘Genus-Species Situations' 88 53 ¢ utg 3} shod ] 712
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10) HEREM, Skeo] A(F 7), 128%.
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webd] 5514 fetol o] Julzk i AL FHoR APug £F
= Tre) 2, da7)%d A Ao Fejo] whe @ Aehdozy
Bo Ay (olst ALY oleh Behst @ thae] AR o] Auu
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o4 A e ofi= shtoltietm JlAlse] g AR, e FHE 2U7) F
oI @ag7} 374 olskel G717 AeAZ A4 Ho] glet.

16) B2 FAFAL ] B9 FALHo] ABA) 3] ) FolH AnE A}
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71%zo] AeHE Ak sk NS AR 2R ANAISEA] Al o
Al(olat ArgzAelet deh), A, Ao E3tE= sHe/iEE 257t
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ATt el AR El X112§1L§ %JE*U AR EI_’,ZO) ey
i

ol 7]z e] 7l 32l AL ofs) k.2

18) A2 o] Aol A9 A9 WA FHE Ade] Ealoh el Aol the
E37 24513 glohd ol g9 i Hele] FAE 9l 4 u 53] Aol Ae
w9 Be YPEol Y2 5 Aok, ol AFANE B34 27 F A L A

Aol s A RE HES = St

19) 5314, % - AG2e MAIE(F 4), §31A, 3316-33179H; tiH Y 2002, 12, 26,
231 200152375 #4; thH Y 2009, 10. 15, *4J_2008-r736 743 34; g Y 2010.
3,25, A3 200853469, 3476 A4 5 =,

20) Aadge A28 31e FEstofof B o 24 ZRA7E gl Aol BE Al18X, A2a

A% PR BT AT % ARAS FAI0) SEHE 87102 ojo Qeks s
ke slov, Seados At e ge oSl Rids Adlz o
= e W2 Jol7} gleiehs AEel Agolw A 803 AN 2 AL B
= =

T FZ3) o) g}
21) 27, o] =8(F 5), 15-16W; F 199 A7) #eElE =,
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ol 21 Eje} Mo vhE Eaprh YA, AHQ Ffols} GriEhE
o2 @A zpol7} glofof sar, ofu) AeiEre] WAA F $ige] Mg
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el ol H1% gl TAF o, FHom AXF Zfol7} 9}
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g ol B8 A4S S92 AT A 549 Dt Uk )
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(2) MEfTiO| AP FEF 45
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R B ER S RES EREE R ERERE

24) 537, oko] B3] - A& AAIE(F 4), 32019,
25) 9 2006. 6. 30. A3 20043%-3409 T4,

26) <] 1995, 6. 9. X131 9331940 -4,

27) Y 2004, 10, 15, A 3L 20035472 T2,
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1) FrE531H EPO)
YA Hol| M = FF A, AFE & 7]]4-‘4 W o7 F3o
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28) tiH ¥ 2010, 3. 25, A3 2008%-3520 T4,

29) 853 g 2F(European Patent Convention: EPC) |54,
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42) Graham v, John Deere Co., 383 U.S. 1(1966). (“Congress may not authorize the
issuance of patents whose effects are to remove existent knowledge from the public
domain, or to restrict free access to materials already available.”); Mueller, Janice M.,
oko] M (F 34), p.122. (“A key policy concern expressed by 35 U.S.C. §102 is that
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02 8 % Qe AR, ol AANES FHLLE s Ay
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B dE Fas) 2H, vid ez dA7Iks TSk e A
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A Aol WA WA 2 Aol gled sheizid & of| Aozt At
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SRR
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A 8E B 92 ARE B AAHo 2 FARA o
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2 etola FARE 7lee] dwed Bt A, AR Sl Bt Az

4
& & 2ol YU, g ko) Apolh o) Aol WA G
AR = vl ARl 2HeE Aol AlgtAde] slthal Bl g9la i
wel E k

46) In re Schaumann, 572 F.2d 312, 316-317 (C.C.P.A. 1978). (‘)b waxe] ‘&4 ghr]
Zolghz 71Ae] $243S 7kl B Mguye Ao 2 A2 Uyet 5o SlhETt
< T3 Hojof 3lar, AP 7} 8l5kEe] o] dAH Aoz B 43l

47) 5313, o] 53 - Ag208 AAZIEF 4), 3222,

48) 9 2013, 5. 24. A3 201132015 4.
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that such

49) EPO Board of Appeal, 1991, 9. 10. T666/89. (“It needs to be stressed ---

a particular effect is neither a prerequisite for novelty nor can it as such confer

novelty; its existence can merely serve to confirm a finding of novelty already

achieved.”)
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Aol 419 Wgol slakel 47 WHT £ YoW E51E B 5 g
eha e glek. 50 SN oldA ABA 271E 2T Y= of
FE B A1t FUsA Qo Aol Auleks T Fgol Y=
Pt vmske] 1 71 20} vl A9 5318 Pels Hu
7149 WRol 7]eistA e Aol SAMEEE Folahs 2ed 2

A7h e Aoz AYEAE Adfsty] wiEeltt. s

S AN 2R 8332 vl= i 2le] Bl E Fal vbEolzl Ao w52
19521 wl=re] 7§ Sl A5o2 8k 0t. Hotchkiss 2] <l
FABHE AR Y B8 AT o] o] 1 F-8lo] QP (patentability requires
something more than novelty) =W, 3] 7]< HololA BAle] 7jeairt o
o2 7k Ve e s AR jEEolAlE Ve H i A
B33 ol 5517 AR HA Fer )

(2) MEfEo| Ty EEH A

Adepdrgel A2e el MEA Ayt gdsiA vl S A
rgo] ME o] FAEA| &47] HaiM = AL Aoz a2y ¢
Aoz FAg mao] Apol7f glofof star, o3 avg ey A%
gAML 1A At R AREEY tEAY FAT a3t v A
gl 71t of sk, o] & ffsi = AH < AolE AT U= T
A A WEolut FH o= AT Afo|7} e& AAS = AFH 7]
A7 D= As a7k glof Blad A JEA 23S A8kl 3l

ol

50) 53 A29= A2

51) 5373, ool 53] - A& AAIE(F 4), 33019,

52) Hotchkiss v, Greenwood, 52 U.S, 248 (1850).

53) 9lo] #a, p.266.

54) i€ 2007, 8. 24. A3l 20063138 #4; thH9] 2010. 3. 25. A3l 200833469,
3476 #4; g Y 2015. 7. 23, 4131 201352620 #HE 5.
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Zahd =5

(3) =2l B2

D) fr #5313 (EPO)

FHESAHY B a7 ke FAl A 2 (problem-solution ap-
proach)ol] Wt @ WA, 7P 273 A 7es A9staL, @ sfdstast
She ARE J1% BAE AT S, @ 24 HB71E3 A8H 1% 7
AE Az 4 20U Bael NEAdA AR oIHE Aue
TA R o] Folzitt, ojwf) A k2 o] En} ‘could-would approach’ol]
upel A8 7] e] ThA] AlRro] AW Ve AAE S T 7Rt
AP 7=s wAst sid Aol ol& 5 A k= A=A (not sim-
ply could, but would)& A#tc} = 2471 Ay 7es A8 WA
FBNA AT A el 2 Thsidol e AETE ofeEl, A
o] 7k23le] Fde] ZleAtelAl oH
AY7eS 74 WA hFeA g A2 &
7h HeAE Fast. Addree] 7tE3eo] whEA] WA A das gl
EAA oAU WAl Aoloj = FEstet.50

ojZg KA At 7F e el Aol a2 A&Hr 5

3

of Z1eA7t of " 7| E B olRlE ZItskuA JiAlE deviE e

of
%,
1
N
)

i=

22 S del SR EE Sune Nest $7)7} 26 glohd 12
s 3helzlde] Ao AmAdo] AT whof Aelo] S43t 7% az}
o} Belslo] Qla Bape] Aol Lelst Aele] o] & Sl ol B
o

55) ti ¢ 2007, 1. 26, A3 20055582 -2,
56) EPO, gke] 7ho]=&8}el(F 8), G-VILS.
57) EPO, k9] 7}ol=g}el(F 8), G-VII. 12,
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2) ¥ =
B Frol A R4 BE Graham FASHAA B Aol AAE Aol u}
2} o] %ojzith, @ B4e] 714 572 Aata, @ Ao Welel o
£ %491, @ A&7 A7E wge] Aol EAen], @ 1 o) 4
9H 4T 5 244 LSS FENN AuAS Badch 9 A97)%
3} BT Wge] 2ol 2 EAlah: v Qo] 714 Aol Hi 27 ol el 4
B71&S Agete] ATE W] o2 & Ao U B FoR A
ek 98] CAFCE A4 1122 A5H7] $18) 9147 TSM(Teaching,
o, W9l KSR RE0E %
TSM 7152 985 B 71ex £5 & o BN AnAe Bu

Y

Suggestion, Motivation) 7]&& 283

she oz WAEt

HjEe el ois) MEe] ThE J1ES A8stn X gone A
gryge] 9ol AuhEst BASHA Graham 717 H3te] 2RA
& gogd Fus deuge] 2 BAl} He sehiygel uy Be
o glof A71% SR T8 WY 2kl PEA FAe] IAHT 3
T8 AR AZY ol whug

W AR Aol 1A H} 6

58) Graham, ko] #+(5°42), pp.17, 18,

59) Mueller, Janice M., 92| (= 34), pp.171-194,

60) KSR Intl Co,, v. Teleflex, 550 U.S. 398 (2007).

61) In re Dillon, 919 F.2d 688, 694 (Fed, Cir, 1990).

62) YRESF|H “Ez] . AgA0AE, ARES A 2015, A3 A2 A4F 7.2.
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4aE

D ¢l& 7Fsg H 9 o139 713 714l o] lojof X1H A o] 1A et

A 2 AAY vz ESA =X XBA 8712 Hotchkiss #ElE &
3 Ao =AEAT.0 of ApAelA ml= i 2 vE gL g
o] Z7tEE Aol vk sttt EEtolo AAE 7] UFellA
E7] e 7|2 diAlehs A WS 0] AR AR
E T Se 7lsd WA EJ%??_ Aow Hi 5314& F

A
Hotchkiss & 313 7€ #oke] g0l 71z 7]&(skil) S oA

&3] dSEHE A= 7]"14 el e A= 538)7F Fold &= lem,
S3517F 1A =7 M= At oldel 2 Folo] add= Ae HE

3] el ek elA] 2 olwlzk ek 1A 278 Agow Auste o
0] 1952 3% A B4 B BIAE BT Zo] oWl EAITA

Qgkths AolA] 1 wro] Al2g Aolztw shrehe, vl 1 A=

63) 179019l A7 H x| v 53y Sl alo whygo] T3] f-&38tal $ad
A (sufficiently useful and important) S Q73 o, 17939 H /AL 53 S84
Qo] 2HAHol et 55| e e 2 A A (novelty) 3 &4 (utility)o] B3 Ao =
HA A}, Mandel, Gregory, “The Non-Obvious Problem: How the Indeterminate
Nonobviousness Standard Produces Excessive Patent Grants’, U.C, Davis Law
Review, Vol, 42(2008), pp.57, 80.

64) Hotchkiss, $o] 2H|(F+ 52), p.200.

65) Mueller, Janice M., 2+ 2(F= 34), p.169. Hotchkiss F+Z o] A}-&-3l 2R A Td'?‘j £

i invention' 0.2 o] F @A o] gofo] s Az} Aesir L EdE0] U
19524 E3]¥ 7§AS %3] ‘nonobviousness 0|2k -g-o]2 A %A}, ‘nonobvious-
ness2HE g0l #elv =& 58 53l vhExl 2e ohda 1952 5 A
Aol 21EA] 270 2 ‘invention requirement o]2h= §017} 2t = 23 A4S T

YHARIAE 0] FAlH 53] AR AME-HIL I &5 FellA] A4d3] deg A
o]t}, Mandel, Gregory, 92| =1(F= 63), p.83.

66) H.R. 7794, “A Bill to Revise and Codify the Laws Relating to Patents and the Patent



Mg — Adune] B34 Bkl ta AAE 103

o

Szl EAde] 8 3E mdetal dRistels AN & F A%
o Ergo] o] AR HT] M= 7ISdl L A% va2r=
ATt 213 HEe] Y ZIeEoke S

2
N

¢

:”

>.\1

o]

de] 717 RS 4 9l

WA A=g Holde 714 7R o] slofof gitt, o] 2
71 Aol O 2 A8 oo g}, ey olgtal st

Feid ez RE 54 shdS dgste] A%k dl oglgol

j o
G gl the o] A WA 45 Estt g Ao 1 2R ol
9

rr

2
A\
L N
N
ofr
2
B
o
o

2) KA T A TA e 2B L Holo} Hr}

Aeiie] 21H A gk A FA9] FEAE o] aglF ook =]l
&l =o] ik depdgde oln] Ae/d o R JiAE A FellA s
Neldt Aolmz ZEukg | gFale] 2oz Al Zekalo] oA 5
A o} 55ubg 4 QAN BF9IE o] Ao whE o] A o] AL} gojdt
BV} e AS deFoz 535 A Frhs I, Aey o
R AL Ao LHAYRE S5 TAHOR Ao} dtthi= Zlo] 1E<et
o] FRA Yol 53] AR o9} &It} 6D = 39|/ E ] W] T
@b el A9 ggEe] T2 §)o| ojn] MY e HEH & & YAW
o] 7] wjito] A FAol w2 o] F A = A3 AH} = Aol
ool og MRS g Yot

au o] e AR HE Wyl 2EA dte] V)R o o=
Aeolth, ¢-go] A¥rt 2aE T4 degdde] RS A= A

Office, and to Enact into Law Title 35 of the United States Code Entitled ‘Patents”,
House Report Subcommittee on Patents, Trademarks and Copyrights of the
Committee of the Judiciary, 1952, p. 7. <https://ipmall law unh.edu/sites/default/
files/hosted_resources/ lipa/patents/patentact/file10. pdf) , 742 L: 2021, 9. 30.

67) T 2017, 5. 11, A3 201451631 #2; tlg 9 2014, 5. 16, 4131 2012%-3664 3
Z; o 9 2010, 3. 25, AL 2008F3469, 3476 T4 T3 wkdqf, “Mew el 254 -
Eg e 9ek Azl M, TAAANAT,, A14E A45.(2019),
194-199 =z,
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Rethinking Patentability of Selection Invention

Seo, Eulsoo

In Korea, the majority of the court cases and the commentators
acknowledge that the selection invention is exceptionably patentable
despite of its double patenting. However, the selection invention is not
exceptional, but it is just one of the normal inventions. Whereas some
countries have special rules or guidance for the selection invention, the
majority of jurisdictions have no special rules or regimes for the selection
invention without recognizing the concept of the selection invention at
all. A key policy of the novelty requirement in the patent law is to keep a
patent applicant from withdrawing a technology or knowledge already in
the public domain. The same novelty requirement should thus apply
squarely in the selection invention. The normal criteria of the inventive
step should be also the relevant ones in the selection invention,

The selection invention is also one of the typical LMC strategies of the
pharmaceutical companies. The pharmaceutical selection invention
should be also subject to the same patentability criteria as all normal
inventions in order to prevent the pharmaceutical companies from
deliberately extending their innovation’s life cycle for the longer time

under their LMC strategy than its fair protection,

Keyword

selection invention, patentability, genus-species, Markush type formula, double patenting,

public domain, LCM strategy



