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11172% 4xd A FEFEASETHY, dHEAEF
P9 5 SASFTH KO ol 2o, v B ol sk ALl sleFaL
3l &) (false advertising),”) Ed|o] = =d| 2 (trade dress) 2132 $],8) 3] 3138 ¢
(dilution),? Alo]B] 2= B3l 9] (cybersquatting), 10 $] Z H & (counterfeit mark)1D)

6) 15 U.S.C. § 1125(a)(1)(A). v]=r A8 A1125Z (@) (DA “FTEA 4F, Ad)=
EE AEY 879 #ste] oW Al o Al Fe] AFAA, AAHA, AT
Al tiste] e #ApAle] AFolv Au|2e X, FUAA, Sl tgte] EE ERSL
o] FHA 5o viste] EF5S HASA A 2208 WA TE o w3 Tof, &
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o3 s itk vl AR Edels syl A elE w2 2AAAEA
H A2z A1 Y&l “YAEHE T 9" sl Fetet,

9) 15 U.S.C. § 1125(c). P55 FEH sldst Poje “2Ee &9 (dilution by
blurring)"¢} “T84d €248l 9] (dilution by tarnishment)” 2 UFo| 2t} Axl= v)=F A7
H A1125Z(2)(B) el <J3HA, F384871 71 2)E ":1—% £3A71E FAE onlst
ok, Sabe = AR A112520Q)(©C)d 23, 87437 71zl B34 slE 7t
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10) 15 U.S.C. § 1125(d). n]= AFEH A11252(d)(1)(A) 0l oJatH, Alo]H A Ed 9=
‘welvlde] HAYHE oulgtct, v)a FEHA Al AAY Y= 2] £8%
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g3t vl AR A117ER(@E &
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59 & givka 745 gk

20204 49¥ 29 Romag Fasteners, Inc, v, Fossil, Inc, AW ||A | v]=

11) 15 U.S.C. § 1116(d)(1)(B). 7= F3EH Al11252(d(D)B)ol 9314, =k
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12) 915 AR A7 a1 Bl Eal AR Qe ol aelel
RO 2pA B AR
13) 15 U.S.C. § 1117(a). Profits; damages and costs; attorney fees.
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When a violation of any right of the registrant of a mark registered in the Patent
and Trademark Office, a violation under section 1125(a) or (d) of this title, or a

willful violation under section 1125(c) of this title, shall have been established in any

civil action arising under this chapter, the plaintiff shall be entitled, subject to the
provisions of sections 1111 and 1114 of this title, and subject to the principles of
equity, to recover (1) defendant’s profits, (2) any damages sustained by the plaintiff,
and (3) the costs of the action.

The court shall assess such profits and damages or cause the same to be assessed

under its direction, In assessing profits the plaintiff shall be required to prove
defendant’s sales only; defendant must prove all elements of cost or deduction
claimed.,

In assessing damages the court may enter judgment, according to the circumstances

of the case, for any sum above the amount found as actual damages, not exceeding

three times such amount. If the court shall find that the amount of the recovery

based on profits is either inadequate or excessive the court may in its discretion
enter judgment for such sum as the court shall find to be just, according to the
circumstances of the case. Such sum in either of the above circumstances shall
constitute compensation and not a penalty.
The court in exceptional cases may award reasonable attorney fees to the
prevailing party.
14) Romag Fasteners, Inc. v. Fossil, Inc., Case No. 18-1233 (U.S. April 23, 2020).
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15) vl el Esjolo] 278 Esfujatel AL “disgorgement of the
infringing defendant’s profits"2}al & ¥ 3L T},

16) Tseng, Yen-Shyang, “The Role of Willfulness and Jury Trials in Trademark
Infringement Actions Seeking Disgorgement of Profits”, 62-JUL Orange County Law.
49, 40-41 (2020).

17) Howard Melanie et al., “Supreme Court Holds Trademark Infringement Does Not
Require a Finding of “Willful” Infringement To Recover an Award of Profits”,
LEXOLOGY, May 10 2020, https://www.lexology. com/library/detail. 1spx7g—7h6056
21-2be2-4217-b8as5-2f14fadd5e26 (A Y: 2022\ 39Y 24Y). T3 A TdA
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18) Romag Fasteners, Case No, 18-1233, p.2.
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19) Id. p.3.

20 1d, p.7.

21) Lebron-Dykeman, Christine, “Supreme Court in Romag v. Fossil Finds Willfulness
Relevant but Not Required for Trademark Profits”, LEXOLOGY, <(https://www.
lexology.com/library/detail. aspx?g=1b1398d0-9008-46ff-9604-4e91b1bce47a) , 714 .
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FEH A125%)7F s SHEEY S, slFuy Y, Edols =
Al s A7 A= A, i) vl= AEW A11252d)7F sk
Atolvl 27" 7F TSk A, iii) VIS FEY 1125207} sk
SN st f7h 9 are] “aole) ofstel” wAskE A, its @ ¥t of
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)= 1" B|X s 91 7F WA 7o, ool ek el els ety
3 27 qtAe] Fvt. 22|a o] g A Y i) AFeR" Fu
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(circumstances of the case)ll W} o]n] A H A B A1 Lafjul g o] 3”&
oA gz WAl o) ZAT 4 gl ek 29T 4 9
o= A, i) o)A 21 AF(exceptional cases) oA AP A K prevailing party)
ol A “ge] & 2l H S AH]-&(reasonable attorney fees)”& Q1A = b= A
= TS A2 22 AL o] g1 o] FellA At FeYo] HalE A
571 e ol opieh, ol U AnE WuI] 9T AYE Ba

BhaL It} 20 58] ]2 AT A11252()E 1% AEH ol o] sto] 4T

o7 FEHA e Aex Bushy] uliol, vl AEH A1117Z2@@)E A
Ao FES Bl FED AME dufste] FESA O tisho] &Rk
L8l EFs RIS BAE SH3s A A Sl (palming off 9] ==

22) 15 U.S.C. § 1117(a).
23) M= FAEY A72()= v S 5 i &
T3k e Pl 53 A284%9) S| FAMSE FEE o] Fo|A Ut
24) wehA] Bl A EH A11172@@)7F 1AL e SAEH A == HAE 2d
37 gk A AR Sl AR AAE 7H ATt ofdtt, olF SWeA] ml=
S #2847} 1AL v SAEH AT A AE A HsEtr] ek AEF
ol ajufdAl=e AAS 7R JQub= HolAlira V. Heffan, “Willful Patent
Infringement”, 7 Fed. Circuit B, J. 115, 118 (1997)], %4} Ztoll= 2po]H o] o}, v]=
*JE‘?Q*J A 2ol &=aul A (punitive damages)S Q1A EH A =t} Thk HEW L=
Holl ZAsE AE A &l d2 A E 5 TS, “FEHS e &8 ul g
':4 AR A, Tk, Al133 zﬂlz(zooz) 2227,
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passing off 99} & E-FAAAY L (unfair competition)ol| = Z-8-H
02 el )% AT AITEQE AEER] ASAlE HeE
T} 26)

B, w15 A ARG “Tel el 2Tl Aae o
g “3ul) =8l "3 A = (wreble damages)”oll thabo] s ekaL Qlot.2) =87
o] BabEl AE S 9] A counterfeit goodsy 0|2k B = Ql=tl], 92t

Fo hEH |8 EAE 540lo] F9FE Chanel FE'E AAo]

25) Cumby, Joshua Counts, “White Blackbirds: Defending the Exceptional Cyber-
squatter”, 54 Santa Clara L, Rev, 299, 314(2014), palming off 3 9] B+ passing off 3}
ol thak Hele] itz 7193wkl thsi s, U3k, 234w e de
2 - i BEdiek fgA A8y, At digtEaEstd, 2021, 2-30H 3z

26) Cumby, supra note 25, p.314.

27) 15 U.S.C. § 1117(b). Treble damages for use of counterfeit marks.

In assessing damages under subsection (a) for any violation of section 1114(1)(a) of
this title or section 220506 of title 36, in a case involving use of a counterfeit mark or

designation(as defined in section 1116(d) of this title), the court shall, unless the

court finds extenuating circumstances, enter judgment for three times such profits or

damages, whichever amount is greater, together with a reasonable attorney’s fee, if

the violation consists of-

(1) intentionally using a mark or designation, knowing such mark or designation is a

counterfeit mark(as defined in section 1116(d) of this title), in connection with the

sale, offering for sale, or distribution of goods or services; or
(2) providing goods or services necessary to the commission of a violation specified
in paragraph (1), with the intent that the recipient of the goods or services would
put the goods or services to use in committing the violation.
In such a case, the court may award prejudgment interest on such amount at an
annual interest rate established under section 6621(a)(2) of title 26, beginning on the
date of the service of the claimant’s pleadings setting forth the claim for such entry
of judgment and ending on the date such entry is made, or for such shorter time as
the court considers appropriate.

28) Matturri, Lauren, “The Devil Wears Nada: How the Current Statutory Damages
System for Counterfeit Trademarks as Demonstrated in Chanel, Inc. v. Matos Is out
of Style”, 62 Vill. L. Rev., 327, 330 (2017).
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29) 245 11 elA AFs8tisel, viw FEWE A2 de 538} T84 e
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30) Matturri, supra note 28, p.333.

31) Trademark Counterfeiting Act of 1984, Pub. L. No. 98-473, 98 Stat. 2178.

32) S. Rep. N0.98-526, p.2 (1984).

33) Baker, Steven N, & Fesak, Matthew Lee, “Who Cares about the Counterfeiters?
How the Fight against Counterfeiting Has Become an in rem process”, 83 St. John’s
Rev. 735, 753 (2009).

34) Adin] - A, FERC Sl SAAEE 29T ool deA ol
thet A=, TAeWety, #1287 A|235(2020), 3459,

35) 15 U.S.C. § 1117(c). Statutory damages for use of counterfeit marks,
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In a case involving the use of a counterfeit mark (as defined in section 1116(d) of
this title) in connection with the sale, offering for sale, or distribution of goods or
services, the plaintiff may elect, at any time before final judgment is rendered by the
trial court, to recover, instead of actual damages and profits under subsection (a), an

award of statutory damages for any such use in connection with the sale, offering for

sale, or distribution of goods or services in the amount of-

(1) not less than $1,000 or more than $200,000 per counterfeit mark per type of

goods or services sold, offered for sale, or distributed, as the court considers just; or
(2) if the court finds that the use of the counterfeit mark was willful, not more than

$2,000,000 per counterfeit mark per type of goods or services sold, offered for sale,

or distributed, as the court considers just.

30) AL, ool =R(F 11), 5479,

37) Anticounterfeiting Consumer Protection Act of 1996, Pub. L. No. 104-153, § 7, 110
Stat. 1386.

38) 15 U.S.C. § 1117(c)(1).

39) 15 U.S.C. § 1117(0)(2).
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a2 flzm o] FAE ZF AFET 1,000,000€ 8 o]3fe] F o]
RAARE, w5 o]3]7} 20086l TR 2 A S Sf A 2 2F] 98
(Prioritizing Resources and Organization for Intellectual Property Act)s< A 43t
O 290 AR A Y A H A

A, ml= A A11172(d)E Aol ' g 9ol g gl
BAE"E AL UTEAD o] g of] ofslo], il 1AL Afo]H A H
g loll tiste] @ #bale] 92 AA &l = 9o P53 o]l 1
2l3 @ 2 = $1dl % (domain name)d “1,000€2] ©]2 100,00022] o]}
Y FoA shtE AeH o g HFste] Sl s vk & Aot o] Tt
e = 937t 199990l FAbolM AT e HbA] AH]AFRE 5 H (Anticybers-
quatting Consumer Protection Act)s& Ao =M, = FER A1125%
()7} 1783 k= Ao lH2ARF A 0F 3 vl FEH R =Y AT
o] He] Y FAAE oln] TEE] J&E R EE RS FLIAY
A3 AR =ovlds & ]

N2, FEAAR stolF &F5S Xﬂ7l 3t Qe S AFE] S8 Aol
]:}/13)

ool AW nl= AFEW 1A T, Tl fjEEge] AR
7} o] & AL vl= AR A1117Z(), A11172(0), A1117%
(olvh. vt wjaro] 27| AR L7E arofe &gk Zlo] ofyehH,
Al = AR A117x@)7F F8sks Sl g a v

40) Prioritizing Resources and Organization for Intellectual Property Act of 2008, H.R.
4279, 110th Cong. §§ 104-05 (2008).

41) 15 U.S.C. § 1117(d) Statutory damages for violation of section 1125(d)(1).
In a case involving a violation of section 1125(d)(1) of this title, the plaintiff may
elect, at any time before final judgment is rendered by the trial court, to recover,

instead of actual damages and profits, an award of statutory damages in the amount

of not less than $1,000 and not more than $100,000 per domain name, as the court
considers just.
42) Anticybersquatting Consumer Protection Act of 1999, S, 1255, 106TH Cong (1999).
43) Cumby, supra note 25, p.305.
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Eaful gl A, vl= AR A111720b)7F sk 3l Eaful gl
R, mls AR A7 7F sk A S g A
SolA shE A sto] Sl g g 5

1. sl =pe] o] ojef o]l AT Eafjul /el AR oA

SEBERE R

= AEY A172@)s SAEFYS, 199329, 2ol 54
s} 9], Aol 2FAH Y 9], Edlo|l= == B A7t BT Ao &
uldol AAurH o 7 T 7R §3 o] MH A &Ful gl Abuk | =
Aare] Eafffof] ZAZ Eaul Y AR wlare] o]ejelof] 2 A% &
Sul /gl A ol thate] A skar QIet.45) ekoll A AFsl sl =l
A= 20201 SAEHH Qo] Romag Fasteners $-2 0] A= 7| 714, v = 4

W AL1172)7F TR 2 EFW 9] o ko] 5)ae] o]2je)o 27
i3 —’ESHHH*@ < AHAsH] A AA o ® e 387 D a gkl o
sho] e w=eto] glof gtuhi0 ofi= m|FelEol] el o]ejao] A%
el AR ol el sdg HelE HEste] g9 Ade dx

Aol At 4D S nj= 2 Jare] A EFH 0l ofste] &S Ak

rf

44) K & N Engineering, Inc. v. Bulat, 510 F.3d 1079, 1082 (9th Cir. 2007).
45) 15 U.S.C. § 1117(a). oA AFat=xel 7 7HA Ay ol elele, wl= JEH Al
11172()F £5818, FelH] UaAmg, SAEs gl thef A= g8tk 3ict.
46) Mannis, Jack, “Resolving the “Willfulness” Conundrum: Romag Fasteners, Inc, v.
Fossil, Inc., a Case Note”, 99 Or, L, Rev, 207, 213 (2020).

47) Kallas, Amir Joe, “Not So Fast: Why Willfulness Should Remain a Requirement Prior
to Disgorging Profits in a Trademark Infringement Case”, 52 U, Pac. L. Rev, 207, 215
(2020).
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St digh Yol A=A ofYstAETl, ol Fare] o]He ZAgH
sl 2gu o] HA A 7]le oz FAH 49 n)a AR
A3 g oy g gae ool EAG Eafjul gl AgHHE P9
o] Al 7Idlake= A=, wialde] JHYdo] glo] |Abete] WEH = Q=
‘g H 2 AW (equitable remedy)” ol 3@ sl= A= HAES}aL Q50

31, =3k A5 7&—% Fel o] Tare] ojd Aol LAZ Eafuldl-S AHg3)
A=, o]lHet d= FHHHY ] AFL vy Ao A=At 5D o]
1938 FPHH LY HEHHY] FHET] o]l 1941719} 204714,

=
=
@)
g
2
=
=
il
Ho
z
ol
i)
32
v

48) PPX Enterprises, Inc. v. Audiofidelity Enterprises, Inc., 818 F.2d 266, 271 (2d Cir.
1987).

49) Samuelson, Pamela et al., “Recalibrating the Disgorgement Remedy in Intellectual
Property Cases”, 100 B. U. L. Rev. 1999, 2020 (2020).

50) Hard Candy, LLC v, Anastasia Beverly Hills, Inc. 921 F.3d 1343, 1355-59 (11th Cir.
2019); Fifty-Six Hope Rd. Music, Ltd, v. A.V.EL A, , 778 F.3d 1059, 1074-76
(9th Cir, 2015),

51) Samuelson, Pamela et al., supra note 49, p.2020.
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ehol At A AT 5 st A%E A3 sIe 9 A 3
B e 97} delm AFSHE A9l vae] ojojolo] 2AF 3
e QIgekA gk BEE AR, sl olejele] 2AT Lauly
ofo] Qwte] Fol o A wlofol SH=7}E Heke}7] Slshe] waLe] 9ol
WA sHE 17V A egregiousness) & L2 8HIT} 59 o] 21k 7] aLe] o]

ol 2AG sl ol WAHe e BANA AR, vlF A leHGa
W AS2 aholF 9 3e) ojolale] 2T Eafulgale Al QoA )
39| 2oj7h Fasvtel vhste] BAo] el AnS 54k 53] v T
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52) York, Kenneth H., “Extension of Restitutional Remedies in the Tort Field”, 4 Ucla L.
Rev. 499, 508-27 (1957).

53) Hamilton-Brown Shoe Co. v. Wolf Bros, & Co., 240 U.S, 251, 259 (1916),

54) Samuelson, Pamela et al., supra note 49, p.2021.

55) Kansas v, Nebraska, 574 U.S, 445, 465 (2015).

56) Samuelson, Pamela et al., supra note 49, p.2021.

57) HollA] AwsteE 1999\ d T EH AW (Trademark Amendments Act) 0] Q= 7]
ojAdl|, X &FB el thate] o] o] AT Eafuldl-& 2Hgatr] 9k
AAzP o2 gae] a0t Fasith= Y-S FAg AdeIdagde @ Alies
g} A (Aktiebolaget Electrolux v, Armatron Int'l, Inc., 999 F.2d 1 (Ist Cir, 1993)),
@ AR<3)3 a2 A (George Basch Co. v. Blue Coral Inc., 968 F.2d 1532 (2d Cir,
1992); Int'l Star Class Yacht Racing Ass'n v. Tommy Hilfiger, U.S.A., Inc., 80 F.3d
749 (2d Cir, 1996)), ® A35=3] 84 A (SecuraComm Consulting Inc, v, Securacom

c., 166 F.3d 182 (3d Cir. 1999)), @ A|8<=3]8}4H A (Minn. Pet Breeders, Inc. v.
Schell & Kampeter, Inc., 41 F.3d 1242 (8th Cir. 1994)), A9%=3]&4H ¢ (Lindy Pen
Co. v. Bic Pen Corp., 982 F,2d 1400 (9th Cir, 1993)), ® A 105=3] 324 Y (Bishop v,
Equinox Int'l Corp., 154 F.3d 1220 (10th Cir, 1998)) ©® D.C.<=3]3FAHA(ALPO
Petfoods, Inc. v. Ralston Purina Co., 913 F.2d 958 (D.C. Cir. 1990))°|%it}. E3] #|9
3 gAH YL 1979 Faberge, Inc. v, Saxony Products, Inc., 605 F.2d 426 (9th
Cir. 1979) ¥2 A, 7aLo] 17} F e stA] etk Y35 FHsh kv, o] F 19934
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Ak Syl e s A8 AAEdo 2 vne wolg a7 9l
A ool U3 Aleseando] 7)) el Ba st deta)
S Faw olf, 1% FEE ATE@e] FAH A Y]
Q2] o) w}g}A (subject to the principles of equity) 2= o] WlEo]Ac} 58 =
W% AR A AeHFLRAEE o] o7 32| ololelo] Tl )
ool 2ol QoA B el 9ol geko} Brh ojulE F1A
917] whizol, s131¢] o]ejele] 2AHe] Larele Aol glolA 7]
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o] 2e)7} Wi deks

23 938 olelele] 2Ag auldeale Agstel SlolA] el 3

o)/} e alel late] v 3 A el s) e wao] tirold & siiel

191 1999 15 R 2] Aol 71918 o) Aek.60 19961 1] o] 5]
r

= T} A3 3] 4 81 (Federal Trademark Dilution Act)y2 A Ao 2R
o7l 51310] el e A s el dlahe] 25 AT 5 9l

Lindy Pen Co, v. Bic Pen Corp., 982 F.2d 1400 (9th Cir, 1993) S-Aoj|A] ] 319] 119

7w Ao #E WAL olsh Gel ZAEEFDS ) thahe] 33l ool

of 2% sl el g ddzden sl welsl Aeaths 9%
& A5 o, vmel 1ol E 9)3e) ofejole] 2AT Ealul gl & el o
gt Fhte] e s dddt A9 gAH IS O Al4es Ay U (Pizzeria Uno
Corp, v. Temple, 747 F.2d 1522 (4th Cir, 1984)), @ A|553]3} 4 A (Pebble Beach
Co. v. Tour 18 I Ltd., 155 F.3d 526 (5th Cir, 1998)), ® A63]3F2H A (Wynn Oil
Co. v. Am, Way Serv, Corp., 943 F.2d 595, 607 (6th Cir, 1991)), @ #|7<=3] 3} A H Y
(Roulo v, Russ Berrie & Co., 886 F.2d 931 (7th Cir. 1989)), ® A113]dAH A
[Burger King Corp. v. Mason, 855 F.2d 779 (11th Cir. 1988); Chanel, Inc. v. Italian
Activewear of Florida, Inc,, 931 F.2d 1472 (11th Cir, 1991)]°] i},

58) Antonides III, William, “Awarding a Plaintiff a Defendant’s Profits in Trademark
Infringement Actions: Why Courts Should Universally Apply the Bright-Line Rule
Requiring Willful Infringement”, 48 Rutgers L, Rec. 25, 35 (2020).

59) Kroninger, Timothy D., “Awarding Profits in Trademark Infringement

Actions: Reconciling the Circuit Split on the Willfulness Requirement with
Underlying Trademark Law Rationales”, 2018 Mich, St. L Rev. 793, 810
(2018).

60) Kallas, supra note 47, p.215.
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G} od) v o] )= Al T vl AR Al11172(a)el] “willful violation
under 1125(0)"8he= 75 AYTFo2ZH, "ol 34 3}e 9 (willful
dilution)”®l] th3}e] TheFgk Eafjul gl AR o] I "Tkar st vt
ek vl o) 3= mlE AR A1252()7) sk SXETd 9, 519
Fad 9], AtelH A" P Lol i = vhaFek Eaful e A S <l
g3t7] $18te] vlare] aro)7t F g abrhal AshA] gt

A% B8kaL vl= &3¢ o] gk nl= AFEH Al1117%(a)ol thEk

E72l wAe vk SATFASA hojel slne) cloletel 242
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61) Federal Trademark Dilution Act of 1995, H.R, Rep. No. 104-374, p.3.

62) Kallas, supra note 47, p.216.

63) 1d. at 216, TR BT B4 PFYAES 2ol A2) A sD5lel chaked o
512 o]ojalol] 2% alularo] 14E 5 ATk 413 e,

64) Trademark Amendments Act of 1999, Pub, L, No, 106-43, 113 Stat, 218,

65) Zavadoff, Nicolle, “Trademark Infringement and the Lanham Act: the Time for
“Willfulness” to be Uniformly Defined and Applied under the Lanham Act is Now”,
52 Creighton L. Rev, 71, 80 (2018).

66) Tamko Roofing Products, Inc. v. Ideal Roofing Co., 282 F.3d 23 (1st Cir, 2002);
Fishman Transducers, Inc, v. Paul, 684 F.3d 187 (1st Cir. 2012).
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o 76>@Xﬂ 73 %,77)@Xﬂl 153 Aol Ak 1999 T

67) Merck Eprova AG v. Gnosis S.P.A., 760 F.3d 247 (2d Cir, 2014); Pillar Dynasty LLC
v. N.Y. & Co., 933 F.3d 202 (2d Cir. 2019).

68) 1999\ W= ¥ 717 o]F-<] s U] HEAS JFE T qlolA el
2B SAR, 93] olelole] 2AG Eapuldele el oA vnel nels)
dastthE Yol Aujdo|th(Kallas, supra note 47, p.219; Howard, Masters &
Rubin, supra note 17), ©]3= 2ollA] 153F 19941 o] A3 ¥ Minn, Pet Breeders, Inc,
v, Schell & Kampeter, Inc., 41 F.3d 1242 (8th Cir. 1994) Z& o] 7]81e}= Ao 2 wet
o}, 22} MaCarthy T AAe] AN E Folo] Asssldanglo] 7l e
b Basithe QRe Ask ek Ze BusiAl ek A4ehalrk]. Thomas
McCarthy, McCarthy on Trademarks and Unfair Competition, Fifth edition, Thomson
West, 2020, § 30:62),

69) Fifty-Six Hope Rd. Music, Ltd, v. A.V.E.L.A_, Inc., 778 F.3d 1059 (9th Cir. 2015);
Stone Creek, Inc, v. Omnia Italian Design, Inc., 875 F.3d 426 (9th Cir, 2017).

70) Western Diversified Servs., Inc. v. Hyundai Motor America, Inc., 427 F.3d 1269
(10th Cir, 2005).

71) 1999 vl A 71 olF-ol, 7)31e] olejole] 2%k EalulabE AR Slat
of Fjare] o7t gt ek £A4E tHE D.C.E3 gAY #AS 45T 2
otk vZe] FAZE D.C.EH PN AL el Tt Basthe 4FL Asta
e Ao g FIsl th(Kallas, supra note 47, p.219; McCarthy supra note 68, §
30:62), o)== 2 57N AF3F 1990139 A 1% ALPO Petfoods, Inc, v, Ralston
Purina Co., 913 F.2d 958 (D.C. Cir, 1990) 44| 7]213F Ao & HehHc},

72) Romag Fasteners, Inc. v. Fossil, Inc., 817 F.3d 782 (Fed. Cir, 2016).

73) Banjo Buddies, Inc. v. Renosky, 399 F.3d 168 (3d Cir, 2005).

74) Synergistic Int'l, LLC v. Korman, 470 F.3d 162 (4th Cir. 20006).

75) Quick Techs., Inc. v. Sage Grp. PLC, 313 F.3d 338 (5th Cir. 2002); Retractable
Techs,, Inc, v, Becton Dickinson & Co., 919 F.3d 869, 876 (5th Cir, 2019).

76) Laukus v, Rio Brands, Inc., 391 Fed. App'x 416 (6th Cir, 2010).

77) 1999'd JHA o] F-ol A7 e Hol Tare] o] N e ZAG Eaul S ¢17g3t
7] slato] sixel Felk Bagsbl thak #AIE chA skl wEol, olxiel Ael
?_] 19894 Roulo v, Russ Berrie & Co., 886 F.2d 931 (7th Cir, 1989) ¥4 o] g o w}

I A= Ao 2 B Fh(Mannis supra note 46, at 220),
78) Optimum Techs., Inc. v. Home Depot U.S.A., Inc., 217 F. App’x 899, 902 (11th
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IV, A9 H Y Romag Fasteners &2

1. APARA o} AFR 2] 77

931 Romagrhs A=W-g A 2L wof ‘= 18]S WE AL M
“Z2 73 A (fastenen)™ & AEk= 71 olvh.82 Z12]al 9] AL FossilAb= ThFgh
PG MM FES HAlste] ALk, Arfjsls 7ot sy 2002
RomagAh= Fossil Abe}l 24l o] whs =l Zhag2] o] ARR-& &e)sl+= e
ol M 2A2kS A A3}t 89 20104 79 RomagAh= FossilAbZ} S50
A= AeEdolx] A=t S ArlstHA 2pale] e 57X o g

ANEAE L AHEFT YOI, ol thF o wF 2XE Astw YA 2
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Cir, 2007); Axiom Worldwide, Inc. v. Excite Medical Corp., 591 F. App’x 767 (11th
Cir., 2014).

79) SecuraComm Consulting Inc. v, Securacom Inc., 166 F.3d 182 (3d Cir. 1999).

80) Banjo Buddies, Inc. v. Renosky, 399 F.3d 168 (3d Cir. 2005).

81) Tseng, supra note 16, pp.40-41.

82) Romag Fasteners, Case No. 18-1233, p.1.

83) Id. p.1.

84) Id. p.1.
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= 2& HAFSITE S Romaghihs YRbeHAl o] A& |4 4= gA
=z}, 20108 119 229 FossilAFE At 2 Connecticut 5 A ¥ Dol 2%
S A 7131t} 89 Romaghhs FossilAbZ} S5 3 olA] =&
et ARESH A=l e A o] Yol ALl S 6l 7)1
H 392 BAIEHY EXETAHE ATt TS wjd g
FossilA}7} Romaghite] H8E ‘=33 0 2 FA|8l= 3 9 (callous disregard)”
£ shttal FAsAA], Romaghte] F3oll 52]at et 88 ohat v Al 2
Fossil A7} aL0] 4 Q1 4] &5 91 E 8 3ITh= RomagAte] F74-2 holEo|
2| eFgket 89

RomagAh= FossilAb7h 245 9ol oJate] 853 o]l H & Eafjull
o2 HFEALE 0 2014d 7Y
Sl FAAIH A A A 9] Ao ofgithd, 1)

ar
‘el oIg Aoleks Aol FWHUS AFolut, Uizk e ofejelof

l\)

2l Connecticut F A Y2 AL

froll diste] A3y YL 19993 v A3 VA E EstaL,
A1Al | 4] Connecticut F
A3 o A#rt o] Abdel H&Hrka Argst
9 22, Romagrt= At HE Yol )= AEWH A1117F(a)dhol A, 39
2 9] 288 2 (willful infringement)7} 1] X H A|1125%(a)7} FA3H=
AT, s190F P S, EYolr =¢ = A9l tiste] #jare]

85) Id. pp.1-2.

86) Id, p.2.

87)1d. p.2.

88) Id. p.2.

89) Id. p.2.

90) 1d. p.2.

91) Romag Fasteners, Inc. v. Fossil, Inc., 29 F.Supp.3d 85, 111 (2014).

92) Romag Fasteners, Inc. v, Fossil, Inc., 817 F.3d 782, 719 (Fed. Cir. 2016).
93) Id. p.719.
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94) https://www.supremecourt, gov/DocketPDF/18/18-1233/92520/20190320121338357_
Romag%20Cert%20Petition, pdf.

95) https://www.supremecourt, gov/docket/docketfiles/ html/qp/18-01233qp. pdf

96) Alito thR¥-& Gorsuch tif¥o] 2d3k BA Ll theh FxoE& A8t o
o] A o= Breyer ¥} Kagan th3o] F7138F}h, Sotomayor ¥ 3#-& Gorsuch
i do] A3 BAE el e T2 A AARE, o] A WA Aol g
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1‘41?‘& ZHo] Az o] A iii) AAR o] AbelA] Romaghh= %
A9 SABAB " S VA FEAA Y, S LTI E
AR vl= AR A11252@)7F 1A% B9E T, s, iv)
Hl= 3 Al1125%() A2 B2 lare] ojojdo] L AG Eafjul
de g53tee datelA lare] “arel"s Frgstoof ghrhal Awshal ol
A 71 v, v) A= vl AW Al11252(a)7F sk A9l ol tist
o] 1]a1ef o]ef} %7%}04 Eafulds Hode Hale are "ao's
e a7} glvkar AF3Fict.®
ojojA] A e ﬁJ o "FHA 84S AFstaL e o n=m A

o
2

X,
kKl
L

2 e rf ook

o

{

97) Romag Fasteners, Case No. 18-1233, pp.1-2.

98) 1d. pp.23, 53] APWRLE o= FTE Fossiibh T3 Q= WAH e @
B TAE A ZH) g, W Yol AL Y 2l olete
o} Artistel of 4% AHT S HEh Adsei. 2eln Dp e 3

4ﬁﬂﬂ%ﬂ%%iﬁﬁﬂﬂﬂﬂ“ﬂ*ﬁﬁwﬁ@lﬁtm%ﬂﬂﬂ@ ERE
Sl whol'7} ALgHlo] Qg well W o) Aol ol F we] Fol asitt
RS

ROR2 e
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Y 1RES A=, O A, v AEH Al1117xb)E It
£ 40| YxFAolghe AL "M (knowing)” @8l FA-S “3LoF o
E(intentionally)” AF8-g+ 8 910l thato], ARl 3]a1ef o]efoll, 9119
&3, AR Eoll thake] “3ul Eaul ol (reble damages)™& 43}
of ghthal st laL, @ BA, ml= AEW All117x(0s "3 ARl
(willful) Y237 AHE-F el tate] “Aufjd 2+ FETF 29wt 2 o3
o] HeJoA “HA &SNl F A (statutory damages)'S A 4= kil 14
sta glom, @ AA, = 4B Alszs it vl= dE A1125
Z()7} s 9 FL2 vl= Auy Al1125%(0)7F TSNS “1eHe
(willful)” F 5 SHeATHH, AR o] "o Are®d's &
UTHIL TFASFAL LA, @ A, vl B Al11142= ] 2] 9] (innocent)”
are] tisfi = FAEE S 18 F Aok RSkl e, O ¢
AR, vl ARy A11252d)(1)A)(1)S 54 BHE § A F<d
S Q1AE} 7] Y8 A v)Fo 7 “9Fo]H o % (bad faith intent)’ S TFA3}
I U=, © ool wi= AEe vae] TR o137 ggFet 1A
oM AFsta o=, vj=r AEH 211172 ()E v)= AEH Al1125%
()7} g3 B9l tsliAE “FHH 82078 HAH o2 AF3taL QA
7] wZell, @ A= olHg nl= AFEH A o, v FEH Al
1125%(a)7} 7178 3k= 9l ol thslo] 9]aLe] o] felof] 7 3}o] Eafjul <
g53tee e are ‘no's FHE et glvkal A3kt

[o:

—_

¢

ol

r\o

(3) "y Helol| metets o4 T[1e| M7t ELsith= 2717}

=]
2

e

=| X[ B
2Fa1al o)A FossilAlz 1) vl 43y A11172)7) 135 9359
2] o] w(subject to the principle of equity) 8F= o] 77} vl=F AT A
112527} 43R B9ol thake] 313e] o]ejole] 27late] ool 42

99) 1d. pp.3-4. ALNHYAL “The absence of any such standard in the provision
before us, thus, seems all the more telling, "2} AF3} AT,
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7t &t 3?5101 %z, iv) g 1940 W3

7] o]
2] S Wol= 7] wiZoll, dare] ofejelol] AR Eafuld

Tt Ao Y2 FossilAke] ‘7‘%% HHZ%'S}%.H g olfE v 2
o] g3}t 100 -2 At e @ FossilAke] 7ol o34, v 4
FH A117x@)7F Auste "FHFH Hel e ool 275k, a9
oleH ol ZAG 3l dS A3 Hgk AAZHNSRE wlare] “ae)7}
sttt s|Mshs Aol FHH 8318 AFBIAL = vl= FEHA E
TRET WA =R etk 21 ﬂ, @ o] I8t FossilAke] T2 n| = 2 3]
7} 194613 A Xil@o}‘ﬂfﬂ W el E BAIKHCE FHA &
A& TFAIFARL, vl FEWY XﬂlllV(a)ﬂWL AR FHA a0
E3tE o] YA o Fte = :—E?}ﬂ‘ﬂ U AR AT 4 Aokl s st
= A02ZA, @ olEg MR el 75E = uEts, vl dEy A
11172 (a) el gt ebgh a2 o] ofu 2 ar vlgtal Qi 102)

ojojr T2 i) ml= FREY A7E() "FHH HeHe
=
=

N

A
= e opuekn BESFRA, i) o] A "R Welehe T @
£33 H AT oA AL E+= “V)E ¥ 2] (fundamental rules)” S Wl Ao 2

100) Id. p.4. o7t A E 9L Dowagiac Mfg, Co. v, Minnesota Moline Plow Co., 235
U.S. 641, 644, 650-651 (1915) HZA-E <A-&3tHAA, FHHH YL E3ALdol D}E
SAbR ARG E T ae) 1ol 275 esleha Qlehelnt.

101) Id. pp.4-5. AN H IS Fossilile] F4-& “5-0]3F F2(curious suggestion)” o] 2}
1 A=seh,

102) 1d, p.4.
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"Black’s Law Dictionarys ] AFdZ A ojo) oatd Holl tigt ‘7|2 43
(fundamental doctrine)” 22 W& ZHE AAsk= “FZF Y] (comprehensive
T e R N
NN B, ZE, o, AR

w22l WA FAo) gloiA, HaH APe A

2= = =2

r{

d Holmberg #Z3} 2006\ eBay #A37} & A
A7) 3400 P BT SHFE S el v) ol o
oy ﬁxéoﬂ/ﬂ FER Hege ol E AR e, 53] vl
FEH A10692= FFH Helvt Zﬂ%ﬂl‘c 78-g-oll thak A=A “Hef3
AL 3HEH(laches)", Tk (estoppel)”, “F2l(acquiescence) S FASFIL Y&
tro]7] wiitoll, vi) o] BRE AL s, vl o337} v FER Al1117
Z@ollA "FHR Rlgghe ol E ARSI e B A, 9aL9] o]l o] 2%
saul el 48] 918 A zo sel o)} W asithe “Ha
& A (narrow rule)g AEstE L sF kil AT = glokal A x5kl
T}, 103)

(4) T 20| o|2|ooll 243t EFHHAS 21N 5H7| l5te] T DO Mo}
UQBICHs S WA %S
PAAE ) AN FASA olshd, R AL iAo w vF B
ol slame] ofejolo] TAG LUl g 43N] $1ske] sme] Tmelo]
& 28 aTscks Aol WakshA sirkn AZshgich 00 ey

103) 1d. pp.4-5. AHEIHYI-S D AHH 22+ Black’s Law Dictionary 1417 (3d ed. 1933)
¢} Black’s Law Dictionary 1357 (4th ed. 1951)2 2183193, @ W w2+ E,
Merwin, Principles of Equity and Equity Pleading (1895), J. Indermaur & C.
Thwaites, Manual of the Principles of Equity (7th ed. 1913), H. Smith, Practical
Exposition of the Principles of Equity (5th ed, 1914), R. Megarry, Snell’s Principles of
Equity (23d ed. 1947)& 183}9ow, 3 A ZF Holmberg v. Armbrecht, 327
U.S. 392, 395 (1946) T2} eBay Inc. v. MercExchange, LLC, 547 U.S, 388, 391, 393
(2006) #2E& 1833t

104) Id. p.5.
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AL 2 o]FE thad o] AHsttt 4 iR e @ 1905 1=
AEH gare] o] o]H el EAGH Eaful S 1gstr] sk Fare ae]
of tigk T8-S a7k kot @ 1905 W= Fmr o] WA =] o)A
of Abelle} 1905 W= FErg o] WP E o] 2] AtelolA, AR HAEL T
o] o]ofHof] ZAGH Eaful S 1Ast7] fI8te] Blare] aejrt g st

3 AL, o|of A A ele] Tate] s | are] o] elHof ZAGH
Eafu) do] A=A ekevhal $dsr) e 319l n, 3 Romaghh= Al 9]
TS SEAsE] ste, 9a «l ojejdlof] ZAg Eaful S A3
fJete] glae] o7t Jgsivhs T4 A AEES 837 E 33
ThaL AFsE AT 105

olofA] AW YL i) = AHAAY SAEE FHEARIA 71
of o]ej o] ZAg Eafjul S 1A3H7] HAdte] mlare] ‘T a7 I
L8357l tiste] 42 v A& 7R 2lo] $kaL, i) RomagA}ke} Fossil
ALY Zb2 Al ] T AABH) fleke AEd B2 AEES B8 B
W, FaL9] o] o] e
o] a19je] FHo] ¥

atalA) ereka ek, 100

105) Id. pp.5-6. AHH AL 7 a1e] o] o] ZAg Sl AAsH] Hdte] 7l
o] 3ol7} A e3dttt= FA R Horlick’s Malted Milk Corp. v, Horluck’s, Inc., 51 F.2d
357,359 (W.D. Wash, 1931) 32 1839131, Aol ¢] Faref thafi A= 7]are] o9
Aol ZAG E3fuldo] A=A gkeths BZER Saxlehner v, Siegel-Cooper Co.,
179 U.S. 42, 42-43 (1900) H-25 Q183 5ich. 22ja A2 5319 o]ejH |
A S-S 2178371 flske] Fare] aojrt HadtA] vk HAR, @ Oakes
v. Tonsmierre, 49 F. 447, 453 (C.C.S.D. Ala, 1883) 4, (2 Stonebraker v,
Stonebraker, 33 Md. 252, 268 (1870) #Z, @ Lawrence-Williams Co, v. Societe
Enfants Gombault et Cie, 52 F.2d 774, 778 (6th Cir, 1931) &4-S <183} T},

106) 1d. p.6. AWNH YL Nims E—’F«] Zi/ﬂ Nims, H. Law of Unfair Competition and
Trade- Marks § 424 (2d ed. 1917)15 QJ&3FHA], Nim 2+ 9] 9] T anof|A] =]

et 12 el ol A4EA holot oK A oA A A
Aot 18 AW Y2 Hesseltine 1L5479] Zi/\ﬂ [Hesseltine, N, Digest of the Law
of Trade-Marks and Unfair Trade 305 (1906)]1& ¢1-83}HA], Hesseltine 14+ AFA1 2]
Aol A 21| Q)7L AFE A Lol Bl J'Tjrt As A FaroA Fare o
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olg] ZHellA At AL o] AR Aol ko] Pk w5 Q=
Ze v 2okl AFskint. A2 O 1946 g o] A 7]
o] A o] AEALANA, AL “F=HZA & A(mens rea)” ] 3] 319] o] ]H o] LA
LS 213 f5te] “F23F 1HAFHimportant consideration)”©]

kst QAN @ ol= ¥]are] HalF Adei= darollAl A-gt A

of it %
r O

k]

‘

& Agsks A% we] Urk Auwbael LA Wl welsha g
= Ao, of el FTWHET ople) thake WE AN Hes o)
I, 3 28l ol v AEH A1117F(c)0A e o], dutz el 3§ L7}
bl “s1o] ) o0l chako] T oo WAEAWE-E AT 4 Arke
W ApF redElo] glem, @ volrt ol AP elel Aol Folg
gl HAe PAPES gl ol AFAE DA del, e &
25 ZOIAE we] JAH JUE 5 nelshel grie I 47
2 wE o7 thiel, @ oLl AR AL FFHo2 neshy,
s3] ofolale] 2AG LANFS IR Aol ARG oRE B
Sho] QlojA wae] o= sl 2%k 31E A highly important

consideration)”©] 7]+ 3}A|gF, o218k TS w|31o] 1 ojr) Haro] o]l
of AT &l S A s “HAIFRA] "k A= A o

=
£ Ah9le] wAea skt 107

S

oJojol] AT Eaulabol AAHA e olelqs) Abelsl 7 mrk A2 B} AE
Aa el SAFeTHE AL 299 w)mes) vme] olejole] 2AT Eaulol 2l
A AL E v st ok Awsh et m=gk AWt 92 RomagAke} FossilAb7t A&
3+ AlElE 2 (D Hostetter v, Vowinkle, 12 F. Cas, 546, 547 (No, 6,714) (C.C. Neb.
1871) &4, @ Graham v, Plate, 40 Cal. 593, 597-599 (1871) 4, 3 Hemmeter
Cigar Co. v. Congress Cigar Co., 118 F.2d 64, 71-72 (6th Cir, 1941) &2 218314
], “the vast majority of the cases both Romag and Fossil cite simply failed to speak
clearly to the issue one way or another,"2t3 2153} gt}

107) Id. pp.6-7. A H AL ol2ig |7}k thFe HEQGelA 8= ok= A
Hatd, @ v= 35043 A A19833242 US.C. § 1983)e et Smith v,
Wade, 461 U.S. 30, 38-51 (1983) #Z2, 2 FAPH ol & Morissette v. United States,
342 U.S. 246, 250-63 (1952) #2, @ BeW&e] T2 Al ek Wooden-Ware Co.
v. United States, 106 U.S, 432, 434-35 (1882) #Z& <183}ttt 28] AWtiH <
2 Aol AAs FAEE deighe] glojA] Fare] AAlH FHE sty §
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21l of
7o “u 9 —;LE—'_HE‘ Xﬂ (modern global economy)”ol|A] 3% o ‘?Hﬁ]' Eﬂ
Z "EF(espec)” & EET F Jutal FAEFATE 109 o] tisle] ARt
HYS & A 4 25 de7t A, FHEA e A 524S
Z3A71= 9 sk A2 "YHATE ek AelaL, ARale] e
27F e S A staL HEehes o=, o] AR A thake] Al
Qv W] dl, Sola] AFE Al Asol ek desn
1) DS 7156l BbBeia B 10

Alito &2 o
o}, 41 Alito of 2
11172 (2)3kellA] F]are] o]ojof] ZAgH Eafjufd-& 13t7] 918t
o] ;eJ7t Az 0] drkar AAs =T, oleg Aese
A= 2H71 vk = Hs) ] ol
19401 MY o] AR 7] o)A o] el oJ3hd, ml= FEW Al1117

o= FHHA A5 gk S22, O L.P. Larson, Jr., Co. v. Wm, Wrigley, Jr., Co.,
277 U.S. 97, 99-100 (1928) 4, @ Lander v. Lujan, 888 F.2d 153, 155-156 (DC. Cir.
1989) ¥4, (3) United States v, Klimek, 952 F.Supp. 1100, 1117 (E.D. Pa, 1997) &4
< Q1&stct.

108) 1d. p.7.

109) Id. p.7.

110) Id. p.7.

111) Romag Fasteners, Inc. v. Fossil, Inc., Case No, 18-1233, at 1 (U.S. April 23, 2020).
(Justice Alito’s concurring opinion).
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(a)FellA] 9]aLe] aej7t w]aref o]fH ol ZAF EauldS <14387] ¢
3} “Z Q38 1B A (highly important consideration)”©] 7|+ SFA|WH, “Hth &

A Z 7 (absolute precondition)”2 o}kl 73 Z3} T} 112)

4, Sotomayor I H &9 x| A

Sotomayor H¥ EgF th 3 9919] HALA <]
Zpd8 itk ot Sotomayor TS o] AR 3w} st
So) AT LS Qe lstel vlme] “mel'e Aalze] ot
= R ALLA] Jovt Fofgthar AwshHA], M 9] 9 (innocent)” T
o A= vlaref ojefdllel] ZAG Eajul S
=]

o
Y
=
o
ol
2,
o
o -
o)
o
8
oy
~
S
=
L
i
rlo
Ll
o,
Ho
]
v
dlo
i)
m
o
X
oH.
o

At

Sotomayor tHHITL i) Ao 2 FFH HAEL “I 9 (willfulness)”
E A 9(good faith)e} T2 (negligence)S A3}l “v|HA 19 (reckless-
ness) 9} FrAFSE Nd S E§ate] “d@le] vdrbsAde] = AAH AH
(culpable mental state)" S E313H= Z O 2 d|45le] ¢ka1 114 i) AHHH
21e] o) 7e il W lo] o] Asls “Hele] P9I wFol thapod 7]
o] olojalol BAT EauE AFIAAGE HES AAAD
G115) i) et ol gk s Hele)” Blae] thalAlE el o)e|l

112) 1d, p.1.

113) Romag Fasteners, Inc. v, Fossil, Inc., Case No, 18-1233, at 1-2 (U.S. April 23,
2020), (Justice Sotomayor’s concurring opinion),

114) Id. p.1. Sotomayor TIH ¥ McCarthy 2] A A[5 McCarthy on Trademarks and
Unfair Competition §30:62 (5th ed. 2019)], Lawrence-Williams Co. v, Societe Enfants
Gombault et Cie, 52 F.2d 774, 778 (6th Cir, 1931) ¥4, Regis v. Jaynes, 191 Mass,
245, 248-49 (1906) #H2-& <183} ct.

115) Id. p.1. Sotomayor thi -2 2 eje] el thafx= lare] oo ZAg &3
g AT F glokes FE=EA, @ Wood v. Peffer, 55 Cal. App. 2d 116, 125
(1942) #4, @ Globe-Wernicke Co, v, Safe-Cabinet Co., 110 Ohio St. 609, 617
(1924) &4, 3 Dickey v. Mutual Film Corp., 186 App. Div. 701, 702 (1919) &4, @
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W 71k B2k ololA & P Welol] RFsHA e,
Ao] o) AAY, APy g oz stolF “Welel” wmol7) s)1e] olefele] =
Al ge AFHEE s e Ul% %ﬁ A1172@7} A}

V. Romag Fastners ¥4 2] o]u|e} 37}

A= H 91 2] Romag Fasteners B4 1| F3% W A1125%(a)7F 173

e 2AEFA Y, 9B, Edols =2 s 9]l tiste] 1]
Lo o] o] Hof] AT Eaful S Q1Ast7] H3te] wlare] aejrt QA
2Tkl A AT A ellA] 9] 97} Qltk. 118) Romag Fasteners A= Q18f

al
o] 152} 1| A 3] A Aolol] EABHIR 9] a1e] o] efale] =

A sl del 214 wele] Rdoleb #AMo) AL Z o] B

A Q13te], o] A Aol )= A e3P UE el WA
o gehe AlhAA H9ch, mekAl vl ol e AE SR Aol
54 A58 g 2 9lo] DSk Aol SPThe Az TAA, of A}

Standard Cigar Co, v, Goldsmith, 58 Pa, Super, 33, 37 (1914) &42 2183} %},

116) Id. pp.1-2.

117) Id. p.2. Sotomayor tH &2 AW Ao o2& q1eje] 9ot Hejo] g9 B
ol vhato] 5l5e] olojalo] TG EallAE AT 4 Urks AL, o] upA 2
ARH Aol BA BAL 2% 4 §lrka B “BIAE AN agnostic)’e] A7k
ka4 =39,

118) Meddings, Lori S. et al,, “Trademark Infringement Litigation: Willfulness No Longer
Necessary for Award of Profits”, LEXOLOGY, <https://www.lexology.com/library/
detail aspx?g=dc4786c3-7d18-4488-9c70-f6 1ce918db24) , 7 U: 202213 3¢ 31,

119) Mulkern, Patrick J., “SCOTUS: Willfulness Not Required for Trademark Infringe-
ment Plaintiff to Recover Defendant’s Profits”, LEXOLOGY, ¢(https://www.lexology.
com/library/detail aspx?g=be604c9d-0f0d-44ce-9f28-862dh7298199) , A l: 2021
39 31,



o] — n|5 A 9)31e] ol o] 27 el gl Al 3] 3of B el 157

)
o2

)
o
M
2

4 ARIA lae] 3ol BashA ks WelE BYA
o2 Age & A A, PO VT 127] A PP ASH 947}
ARHAE S o AL AT Belste] A WelE Hgstolol 371 0l
Foll, FEAPL AU Feld ABAL FobrhlE "4 (Forum

L0 ol ie). 1) 53] o] e 3lue) ol<lofe]

w
=
o}
o
9
=]
e,
o
o
B
i)
>.\l

2% sl dS QA ske] gk
olgl =] n]=

2 olHrTt AR A o] T AR o dskaL 9drk. 120 A5 Romag

120) Cheruvu, Padmini & Arora, Shruti Bhutani, “The Impact of Romag Fasteners Inc. v,
Fossil Inc.: Willfulness Is Not Required For An Award Of Profits In Trademark
Infringement”, LEXOLOGY, <https://www.lexology.com/library/detail.aspx?g=a420
1£30-dc64-4d97-9384-8663d8d45670) , A4 A: 2021'A 39 31,

121) Darville, Brian B., “Supreme Court Holds Proof of Willfulness is Not a Precondition
to an Award of Profits under Section 43(a)”, LEXOLOGY, <https://www.lexology.
com/hbrary/detaﬂ,aspx?g=ba6086c8-5a32-4708-8d0d-538a0394b276>, AAA: 2021
3 31 o]

122) Adams, Michael D, et al., “Without a Willfulness Requirement, Is the Path Clearer for
Brand Owners to Pursue and Recover Trademark Damages?”, LEXOLOGY, <https://
www. lexology. com/library/detail. aspx ?g=4c69362¢-29d5-4c12-be4e-95c8e dd6aef9) ,
A 2021 39 319,

123) Donner, Irah H., “Supreme Court: Willfulness Trademark Infringement Not
Required to Obtain Profit Disgorgement”, LEXOLOGY, <https://www.lexology.com/
library/detail . aspx ?g=e6691b0b-a00c-4d7a-9aef-e8d47211108f), 7AMA: 20213 3¢
31,

124) Ignacio, Vanessa A, & Hintz, Matthew P, “Romag Fasteners: SCOTUS Holds That
Plaintiffs in Trademark Suits Need Not Show "Willful Intent" of Infringement to
Recover Damages for Lost Profits”, LEXOLOGY, <https://www.lexology.com/
library/detail aspx?g=4d262031-16f3-42dd-8d39-a27ac54e7488) | 744 : 2022d 39
314,



168 AXALAT A7 A25(2022d 64)

FHE 7HAA HAA 1)

A7 @7 AFshE 3%
Eaul S AAEH] _?4{5}04 519

o o7b Basths 2A% B4
BahE 2,120 @ 939 o] ejolo] 2AG L3l L AR} Gste] 3]
2] 3o} Wasth AL DA AL ANDE SRSl Aol )3}
W et ghrhe 2 Bk Aoz of A el thte] 12
A Ades e a5 Felel FUHA £e Jrz G| grit
A, o] A AR S Eeia hh o g el Welzk ther Ao
= A7 slo] feke A, Belel TSt of A7 Aol tiake] Y
Feze] Fehe Ueli Zlo] olgithe 2 Telshu, gy ol Al
o =AM EUY 2 FIH R WA =A% 7P A5l gl Aom

M
"
i)
vl

oMbt Yo = AR A11172()E V= A8 A1125%)7}
TS B 9led A= HEo R vae] “1e"g Q78R &AL 7
o, o] AR A el thal A= T]are] “ae"7h 9 EA %—L—E‘rﬂ Fets)
AL, o7t ef vl AR P elA Tare] “FHAHd 27 9
e Aole dlE vl= dE gl T .l
AF o] g7 Wil n= FEH A11172(a)7F v]= FEY A1125%

kR
ria

125) Matuschak, Mark G, & Shepherd, Rieko H., “Supreme Court Holds that Willfulness
is Not a Requirement to an Award of an Infringer’s Profits”, LEXOLOGY, <(https://
www.lexology. com/libmry/detail,aspx?g=3difbdc5—13354—4cea—86lﬁ—ea 82141d6f4e) ,
A A: 2021 39 314,

126) Romag Fasteners, Case No, 18-1233, pp.2-4.

127) Id. pp.4-5.

128) Id. pp.5-7.
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Whether the Defendant’s Willfulness is Required as a
Prerequisite for Calculating Damages Based on
Defendant’s Profits in the U.S. Trademark Law

—Focused on the Supreme Court’s

Romag Fasteners Decision—

Lee, Joohwan

Section 1117(a) of the U.S. Trademark Act stipulates various methods
of calculating damages, including the method of calculating damages
based on defendant’s profits, in the event of a confusion of origin, false
advertising, trade dress infringement under Section 1125(a), a willful
dilution under Section 1125(c), and a cybersquatting under Article
1125(d). Until the Romag Fasteners decision of the U.S. Supreme Court
had been decided on April 2, 2020, there was a disagreement between
the regional circuit courts of appeals as to whether the defendant's
willfulness was necessary for calculating damages based on defendant’s
profits, in the case of a confusion of origin, Accordingly, the Supreme
Court held that Section 1117(a) has not required the defendant's
willfulness in order to calculate damages based on the defendant's profits
for a confusion of origin as stipulated in Section 1125(a), therefore
defendant’s willfulness was not required to calculate damages based on
the defendant’s profits, This decision is significant in that it adopted a

uniform legal principle applied throughout the U.S. with respect to the
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method of calculating damages based on the defendant's profits.
Eventually, the intention of the Supreme Court to block “forum shopping”

for trademark infringement lawsuits is inherent in this judgment.

U.S. Trademark Law, Trademark Infringement, Damages, Method of Calculating Damages,

Infringer’s Profit, Willfulness, Romag Fasteners Decision



