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ABSTRACT

This study provides a commentary on the relationship between the extension of the patent term
and patent right. According to Article 14 of the Patent Act, if the last day of the patent prosecution
procedural period is a holiday, the period of applying a patent term extension will be extended until
the next business day. However, the patent duration is not the period to which the said article.
Rather, it is specified by two conditions and the period between two fixed specific times. The right
for the patent term extension is a procedural right, while an applicant’s patent right is a substantial
right. Next, the trial operation of the patent extension procedure is the administrative government's
basic right under the Constitution. Meanwhile, the patent right is a fundamental right of the nation
under the Constitution. These two rights are completely different. Therefore, Article 14 of the Patent
Act, which regulates patent proceedings, does not apply to and extend patent rights of patentee.

Since patent rights come from a patent contract between the government and patentee, the patent
term should be uniformly determined. This is a reciprocally balanced consideration between them.
| do not think the court correctly understands the concepts of condition and patent contract.
Finally, the decision and rule discussed here can be evaluated as a bad decision and rule to protect
the patent holder, who has neglected to duly apply for the patent term extension after a patent
right was exhausted.
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patent right, patent term extension, duration, natural right, the public domain, invention in the
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1. ME

The patent laws are not now made to encourage monopolies of what before belonged to others,
or to the public, which is the true idea of a monopoly, but the design is to encourage genius in
advancing the arts, through science and ingenuity, by protecting its productions of what did not
before exist, and of what never belonged to another person, or the public.)
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lrt.

At first, most everyone would likely agree that patent terms do not include both the full effective
filing date and the full expiration date. We do not calculate time in this way in really any context.
For example, a year runs from the beginning of January 1 through the stroke of midnight at the
end of December 31, not January 1 through the next January 1. If we included the full day on both
ends, a patent would have 20 years plus one day of life.

With that in mind, do we exclude the effective filing date or the 20-year anniversary date from
the term?

Most litigators habitually count the way the Federal Rules of Civil Procedure tell us to count. We
“exclude the day of the event that triggers the period” and “include the last day of the period, but
if the last day is a Saturday, Sunday, or legal holiday, the period continues to run until the end
of the next day that is not a Saturday, Sunday, or legal holiday.”[2] This seems straightforward,
but a few aspects of this approach raise eyebrows. For instance, patent terms can expire on holidays
or weekends without spilling over to the next weekday. And if a patent term does not begin until
the day after the effective filing date, printed publications on the effective filing date could qualify
as prior art.

Fortunately, the Federal Rules also tell us that they only “apply in computing any time period
specified in these rules, in any local rule or court order, or in any statute that does not specify
a method of computing time.”[3] The Federal Rules themselves do not set the term of a patent;
U.S patent law does. Under 35 U.S.C. § 154, patents take effect “on the date on which the patent
issues and ending 20 years from the date on which the application for the patent was filed in the
United States” or whatever qualifies as the earliest effective filing date.[4]24)
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The grant of a patent, as already stated, is in the nature of a purchase for the public, to whom

the patentee is bound to communicate a free participation in the benefit of his invention at the

expiration of the time limited. Williams vs. Williams, 3 Meriv. 160. If, therefore, the specification

of a patent be not so clear as to enable all the world to use the invention, and all persons of reasonable

skill in such matters to copy it, as soon as the term for which it has been granted is at an end,
this is a fraud upon the public, and the patent cannot be sustained.41)
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[191] Qb Qhat ulol 22o], 858 1%t [4%] ofpurchase)ehs A, 51 Alatel S515471K10]
TSl Ao AHl 2] g o o] ol [ 35 0]] A7 Aol 4~ L= 5 3F of&0]] F145]=(bound to
communicate) E&]HAOA] F0i(grant)=]= Zlo|ct. Williams vs. Williams, 3 Meriv. 160. Z72{2.2
ES1PAAZHE AA (A TEC] EHE o8, FolE S5 7[Kto] TrH T ol 7]&ol tioll g3t
P18 71 RE Aol 1WHS AN A L W BaekA 9 B2, ol Fl chgt A7) Asloloy

v 0T
Ez]Z2 O SF A
558 fA1E & 9

Z40] Do 9lc. olo] oJsky, S5k 35S thAlste] TPt S5 uAtet A2 Akl
1, E3SA7I7e Aok 717} EuRI0]A| Lolgt Aleke] Al 2ol i, 1 E87]7t0] &
2 o] 30] 50| AGEA AL 5 YR sH= 2 SR L2 B0 L5t
L ARAopde] AjRetn JHE TS & 4 olck

ol2igt S AE0] A7k 19470l Ao S BhO 2 3t AT L At el

39) Trd Aol Hod, ARE 713t Ssidalvt YT & A= 9Fo] ). Helene Curtis Indus.
v. Sales Affiliates, 105 F. Supp. 886, 891 (S.D.N.Y. 1952) (noting plaintiff sued “fifty-nine minute
s after the patent issued at noon of December 4, 19157).

40) Aronson v. Quick Point Pencil Co., 440 U. S. 257, 262 (1979) ("[Tlhe stringent requirements for
patent protection seek to ensure that ideas in the public domain remain there for the use of th
e public").

41) William Blackstone, Commentaries on the Laws of England, Vol 1, Book II, Edit. by George Sha
rswood, J.B. Lippincott Co., 1893, Ch. 26, p. 407, fn. 15. ¥ &2 & Q8% AP Williams v W
illiams (1817) 3 Mer 157, 160; 36 ER 61 Qlu}, ¥ AL 1817 Apziolch
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+=42) gt He]o 7127 Eltt. = T ArRAIME O] U
2 Rl | ESKCR=L 7 o) o HOH 1% qHo] =50l 2
2AE0] OJ5tH, S5 HAR: AW Wl S5HE 47] Y8l &AM
ol JAB|Y-& 1 7]3cKin exchange for which every individual has
re31gned a par’t of his natural liberty)al $tc}.43)

oj2fgt =717} gl At JEit =750 EXSH= AlRIALR], At AR, FduY
e Bojuo] ol © 551U Aol ojslol R AH AHHOE o it 5 59

42 315517 ¢Ist At el 1 gAlo] of) 3158 5
oIck Uo7 oleft 931 at S ol vlo] +gsigtcl Eofs st
(Thomas Jefferson)44)oju}; th Al A AE{(Daniel Webster)
EAfshs Al el Azjol 1, 0l AR L Aelslo]
stod, olol] ]5]7} APt Wol Esivolat sheict.4o

=310 7}R] A 27te] AlaVERto] ofsto] Rojsls Abal AjAto] it} ojelgt A}
ARjAFES] A AT 27 FollA B vieh 22 dof] 27sh A7gH/de] AjitHol gt
5 AW Heles ol AT =7 leng GAIE 4 XITE AlelA ko ofs =7+
743t ol S oll= =7t AR APdH Q] =go] Hagt o]t} 46)
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42) oA}, Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141 (1989).
The federal patent system thus embodies a carefully crafted bargain for
encouraging the creation and disclosure of new, useful, and nonobvious advances
in technology and design in return for the exclusive right to practice the invention
for a period of years.

d., 150-151.

43) William Blackstone, supra note 41 , Book I. Ch. 1. p. 138.
The third absolute right, inherent in every Englishman, is that of property: which
consists in the free use, enjoyment, and disposal of all his acquisitions, without
any control or diminution, save only by the laws of the land. The original of
private property is probably founded in nature, as will be more fully explained in
the second book of the ensuing commentaries: but certainly the modifications
under which we at present find it, the method of conserving it in the present
owner, and of translating it from man to man, are entirely derived from society;
and are some of those civil advantages, in exchange for which every individual
has resigned a part of his natural liberty.
(M) 2= G=olA il Al v Aofa def= Ajato]l dieh Hajojot. o] Wele EA]
Holl 975t BeE AYstile ojugt FAlY 4% glo] ARl 53 2& RAHE AL
FE7 AM&SEL IRt AEY 2 e ot} o]ojR]= $'EH = 9 AoA o A}

M8l AYSHIRIRE AR Aate] 71de ofob= ARIJERl] Z1E2E FaL MAIRE 27t FAY
oty Qi AjAFEWRI0] WA HR| AQALS QA|SHHA] i—-—o}— IR, 3= AgtolA] o
oAl oldste Zle AXoz AR|RRY WAt Jeu Svte IS Ue WA JAE
& & e A2 2E iAol Al AFAAE OIS Alo] URE mIIstE Otz RSt

=
= 228 [3718 9] 1 Al9lo] EISmio] o|F F dHolrt.
44) 1813 EOIA A|m<(Thomas Jefferson)2 ofo]Al i &(Jsaac McPherson)o|A] XS Hyi=g 1
Brjo] Slolel ue AYE Edolaldl o HEe Uels FYY & gl Ellopy e
Qi S35l bt 849 olSolt Jh5e Zojeka st k. AHEL, WS Aoy
Eﬂoﬂ*‘l% RjAto] = 4 glil(Inventions then cannot, in nature, be a subject of property), [=7}] At
I8 4 9l ofoltiolo] AyAke glat AR2H L2NE] WAIsH ojojo] hste] [Sold
oot sh] SAUL MTsHAIR, Al2lo] olx|el Wetato] wha} ojw -7z Rejo] FAfol} Beto] glo]
79} ko vjerAQl H2]rt YojE AU HoEX] kS 4 9lct(Society may give an exclusive right to
the profits arising from them, as an encouragement to men to pursue ideas which may produc
e utility, but this may or may not be done, according to the will and convenience of the societ
y, without claim or complaint from anybody.) 2t1 7}15t1 9Jc}. Thomas Jefferson, “The Writing
s of Thomas Jefferson, 13 Aug. 1813 Writings”, Edit. by Andrew A. Lipscomb and Albert Ellery
Bergh, Vol. 13, University of Chicago Press, 1905, pp. 333-35.
45) Goodyear v. Day, 10 F. Cas. 677 (1852).
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51\] BHE]' lae-Kek 1%0 5-(the public domain)7}
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o 55 Eelyy £47110] R Solo]

22 Holsht 312 7hsd 4 Itk el 1 S5juAke] wolol] of
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< felou A B4 R HWY 53 nafsiol Folo] ExXfshe S 2ol il 3
Fo| 7Rl At 2 5P, 2 AT SN AFR2HE QU 2 Q7] ol

5518, SolYel A Algd % BATN waxole wHH AT AREFe] AL
o 98, BT REII el 203 236, 246, 249-261% 5.

7) LS, 9 A 46), 235%.

) B AB6T AU “WHRL hEUL o sht PR Sk
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A9 A13x Al2g, AM22x A2&, M23% Al FE.

United States v. Dubilier Condenser Corp., 289 U. S. 178, 186-187 (1933). (¥ & 250] Q1&%= ol
252 &% )(“... but, upon expiration of that period, the knowledge of the invention inures to the
people, who are thus enabled without restriction to practice it and profit by its use.”)

51) Coats v. Merrick Thread Co., 149 U. S. 562, 149 U. S. 572 (1893) ("[P]laintiffs' right to the use
of the embossed periphery expired with their patent, and the public had the same right to mak
e use of it as if it had never been patented").
52) ooy, nj=9] Qo AvtyAstE FrFOIA 3709 dBIT ARl SFEcty sk gL, ol
FEHAT,, 242, 2006, 152¢ xR, 09 dergAsE JrAdol 82 2g o Wl ot ALt

o9, PAaP] 9 guels 3 NEae £3e dol s Ul 43 58 Bolo 2 Agug o
2 4 9| fgolh 5 RE Aol BuIYAEL Hojop AutgAo] Hi Ze ohch. o]l Aol
Apgelo] Rl Sad Aol
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55 A4 Be B4R Sl Hat 4 o delol WgeA AU $ gool, A 4
o= AFSe) Heje] &= EQO_ Uyes Kloﬂo 2 Qi1 ﬁ@é}j_’ Q= vl 5529 d<(the public domai
noll gt AGAAZIEE BE 910 BeACloR SHIO S51E Yolalt AL Felo] ojEgl
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54) o), D|RlA AAHE] F47IH T0d0R PSR WEel Aol BASE, AYEYL
AI} Sojae] MEE Aol ol WENOINE ARUY SIS SR BAIK B ‘Copy

right Extension Act’(Pub. L. 105-298, §102(b) and (d), 112 Stat. 2827-2828 (amending 17 U.S.C. §
302, §304))2 A WA AsHE 7|7HEQr (“limited Times”) B S3tth= x3ta} BT A29] x}S(Fre
e Speech)o]] st AH ARG o QUtE]X] oF=r}11 AT} Eldred v. Ashcroft, 537 U.S. 186 (2003).

55) 91y AI98EE AflEg 802 PP ok
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ARt WelE QSR ore 2o weloR uimstal QAR ol ola) Jejer AumAr U AUAIAL
o] UelE A At Qe we
60) 0]=2& 35 U.S.C. §273, UK Patent Act 1977 § 64, Germany Patent Act §12. France Intellectual p
roperty Act §L613-7.

61) A& S5 A79x (ARl ot BAAAIYE) “FREFHLEICIRARADHBE MO L W THBL X DFIFE
L. RIGEFEFACRARADAREC IO L WTXDOFRPFE L 12E2 65150 T, FFFHFENRKRIRIC BARERA
IZBNTXDORADEHTHLEHEEL THWEIENIEXDOBEOHRFE L T b EIL, tOEMmRILHEMFBE L
T B RHRCEEOBNOREAIC 51 T, ORI (R B HFHEI > CRMEINEE AT 5753
S0 ot wYe] g PR 9V Ar2 1 WY S S350 Vit wye] g UA o

S BE o Aol Sef G WA ARl g e A2 ohn gl AR e 0 A
S FUloln QI Al Eb FUSL Qb W 9 Aiel S| ¥el UllN 1 SelauUc] U3t S5
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62) 5 HfU(SsH) 752 A2 “ELEFIHEHRCEGEERR, EABRSTIERECEEFHIE.
ERNSERES O BRERFTEENSERIE. AN (S48 oldd 548t 285 AXIAY, &
AT YRS ARESY AR A ARl Bash FuPF gRESlo, AR W AR & HY oAt
71]’—\.51“: 3%
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At A0 Hal 2 W7 EH—-—O]EJr 63) 1967 Coakwell v. United States AF7164)0]|A] HE -2
0= oy U HAHZ2AF E5]H-2 xjAHH(a form of property right)]-2 Hulstc} 1 5HH A
Uy 1 £ 2550I 5017} L3Y=]7] Aol AiRE QL 7)ol 551 U3d Aol

S50 AP o]9o] 1 82 AT HEHE FoishA] o=t (“the fact that
certain articles embodying an invention were manufactured before and obtained by
the defendant before the patent issued does not authorize their use thereafter.”65))
2k T, E515SA0) AL AE Ho R S it Teju P Wit &
o B Folets AUS x| R3S 4L [SAUA Solt £ S97] Hof (M7} A5

gt [EF0l tish ot B4S Be 2 QA s Alg 249 B+ ok ('not
necessary now to decide whether or not plaintiff could recover compensation with
respect to [articles] procured prior to the grant of his patent if the defendant had not
had knowledge of the pending patent application.”66)) 1 TA|5t1 QIt}67) S} 0]= &
se ARl TS Qsa glrkes)

=
- = =
+7H F= 3990 ¥Y2 359 XMIA Ajato] o2 of 1 =qlw ALQSHS & 4 Qict 5]
471710] EEH g2 AR 0 2 Z50] xfjito] "ot E5]E47|7to] tteE dHe &
51 A 2¥(patent contract)y 552 FHof| ExoHA o2, FUSHUH 555 TA] £t
A "t

Davoll v. Brown A}7169)0]| 4] 0]= ¥¢o]

The patent laws are not now made to encourage monopolies of what before belonged to others,
or to the public,....

(0] 55182 ke Aol B0 4ok 2ol tlsto] [S312he] S ¢ Aeisl] el A e 2o)
2k g} o], getel EAfet WS S Afslete St el B 2

‘*‘I‘Oﬂ 1‘413} 5@@94 E&717bo] TraEH 2 Y2 o o]4 S5 dof ofst =4 9] thigo]
E|R] =t} 2ot 2 W2 550 , W50 RAERARE-9] th4fo] |t 70) &
o] BA] 2 E519] EL47I7t0] ZasHH L HA] S50l &5 Hok. 7D

of AT Kimble v. Marvel Entertainment, LLC. AF172)o|A] O] = HUTiH YL thr0] A

3) &2 WA =2 X Stanford University v. Roche Molecular, 563 U.S. 776 (2011)2 & 4 Qlt}.

4) Coakwell v. United States, 372 F.2d 508 (Ct. Cl. 1967).

65) Id., 510, 511.

66) Id., 512.

7) Rein v. Clayton, 37 F. 354 (E.D. Mi 1889).

8) 35 USC §273. n]=ollA] MAX|AIe] FHol| TelAls 22, “0]ZolxQ] MUPAL Fo st A",

Fet=Atel7 | &aksl =ik, A7 Kﬂ62(2006), 1319-1336H =

69) Davoll v. Brown, 7 F. Cas. 197 (C.C.D. Mass. 1845).

70) Scott Paper Co. v. Marcalus Mfg. Co., 326 U.S. 249 (1945); Brulotte v. Thys Co., 379 U.S. 29 (1
964); Kimble v. Marvel Entertainment, LLC, 576 U.S. 446 (2015); Acadia Pharamceuticals Inc. v.
Aurobindo Pharma Limited, __ F.Supp.3d __(DCDD 2023).

71) Plax Corp. v. Precision Extruders, Inc., 239 F.2d 792 (1957) (“The law permits an inventor to h
ave a monopoly on his invention for the number of years fixed by the statutes. The monopoly i
s so limited in the public interest” Id., 796).

72) Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230 (1964).
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NES
This Court has carefully guarded that cut-off date, just as it has the patent laws’ subject-matter
limits: In case after case, the Court has construed those laws to preclude measures that restrict
free access to formerly patented, as well as unpatentable, inventions. In one line of cases, we have
struck down state statutes with that consequence.”3)

T HCTC«w
g2 gict

g Aigehs 20e Aelstes 1 54 sl it 20 ARzt olA] A TiE e Jefdt
8 2 A|51s st

HaEso ogs

(] 2592 UpR] 518702 B SIS d4s] et 2R, 1 £4571719) thzdof| istol = 4153
o

2}2 5fof, E8jE47|7t0] Gha sl Sal St Afito] opd o] AHg.Ro] o] 83
4 9l AEALN o] STk S ARl BAICE

o]=9] 4%, $2 55y A89xo] m¥ol2fal & 4 Qle 1984 SHA] hA0F v
(Hatch-Waxman Act)o]2t1l E2]+ the Drug Price Competition and Patent Term
Restoration Act of 1984 (the Drug Price-Patent Term Act)o] A& o] £35]&47]710]
g 4 =S Aok 29 vl=oflM = 55 E47I0] TRETH S5 £42 €
& the Ae BEs] stal Qo760 E517|7to] S EH 1 W2 3UH 3%

+ srEEol =7] giZoltt. TetA E5]7I70] SR E7] Ao F-2st AR S

Z2 dfiof staL, =t - H(the public domain)of] 0]= 212 YA | HlsiiA H-A
5 ofof sttt AS=2 57| HsliM = o229 57141 @742 F&sHoF g7
1) £5171 9taE]7] Mof AXFG=o0] &= 7 (The patent had not expired before an application was
filed.)

to 19

b
L

2) 35 USC 156(e)(1)0]] &Jato] AR AtAlo] Gl-S 71.(The patent has never been extended under 35
USC 156(e)(1).)

3) AF5EE Y2 FDAC 9a]] 5912 2 F22E 60Y o|ujofl &2 7. (The application for extension
is submitted within 60 days of FDA approval of the product.)

4) SF =0l /AN TR oL ARE- ool £71A1Q1 AALe] Bigo] & A.(The product has been subject
to a regulatory review before its commercial marketing or use.)’8)

5) 3912 L oflQ]e} g AIEL] F 29 AR ulZiE ol A8o] & A .(The approval is the first
permitted commercial marketing or use of the product (with some exceptions).)

= 5{igo] A1RE]7] Aol 5517} ghaslA] gfotof Stk 712 iAo} AU £71o]ck7) 9

73) Kimble v. Marvel Entertainment, LLC, 135 S. Ct. 2401, 2407, 576 U.S. 446 (2015).
74) 1 2o % In re Zickendraht, 319 F.2d 225 (C.C. Pa, 1963).
The public should also be able to act on the assumption that upon expiration of the
patent it will be free to use not only the invention claimed in the patent but also
any modifications or variants thereof which would have been obvious to those of
ordinary skill in the art at the time the invention was made, taking into account the
skill of the art and prior art other than the invention claimed in the issued patent.
Id. 232. ¢ ©2& UEsIHA, E5|EL7IK0] Ttad S5+ AMol8dyol] He 22 2249 w2t
1 3F WAL In Re Paolo Longi, et al, 759 F.2d 887, 892-3 (CAFC, 1085).
75) U oJofgo] tigh WAL Qo S5{HY E47|XFE Asto] QofE WS ot ¥tz
S| HAPT 7KL e FAIZEE BRI AAYATT o] 8 ES oto] FAIY] 27] EAIE Foll 9F
A A& fEoto] ESjHARt Y BRI AERAL 1Y) o] «¥E =Wt AFEE Zoloh dEY,
9 =2F 17) 119H, = 17 71,
76) 37 C.F.R. §1.741.
77) 35 U.S.C. §156.
78) Merck & Co. v. Teva Pharmaceuticals USA, Inc., 347 F.3d 1367, 68 USPQ2d 185 (Fed. Cir. 200

3) F&.
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1809 Evans v. Weiss AF2 2AH LYol tiet Saido] vtas o]2 7iE o] ofst
of THr] E3]HES O] Eost 74 2ot} 1800 7JA = 0]= E3|H(the Act of Patent 180
0)86) A1z 0fl= thaf o] Wgof Al dofl et 70

f
o O o Jm
1o A 19 9 9 ¢

)oiam 9] =2 17), 149
0) SPCO] 7= T}ge] & Aol ottt it 19924 A= 20098 AI0l 2Js TR} Council
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Provided always, that every person petitioning for a patent for any invention, art, or discovery,
pursuant to this act, shall make oath or affirmation before some person duly authorized to
administer oaths, before such patent shall be granted, that such invention, art, or discovery, hath
not, to the best of his or her knowledge or belief, been known or used either in this or any foreign
country; and that every patent which shall be obtained, pursuant to this act, for any invention,
art, or discovery, which it shall afterwards appear had been known or used previous to such
application for a patent, shall be utterly void.
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87) Evans v. Weiss, 8 F. Cas. 888, 889 (C.C.D. Pa. 1809). Evans v. Jordan, 13 U.S. (9 Cranch) 199
(1815).

88) P. J. Federico, “Patent Trials of Oliver Evans’, Journal of the Patent Office Society. NVol.27(194
5), p. 590.

89) Evans v. Chambers, 8 F. Cas. 837 (CC Pa. 1807).

0) Ho] WAL “An Act for the Relief of Oliver Evans’(6 Stat. 70)0]c}.
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they are equally unjust in civil as in criminal cases, and the omission of a caution which would
have been right, does not justify the doing of what is wrong.92)
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Your letter, however, points to a much broader question, whether what have received from Mr.
Evans the new and the proper name of Elevators are of his invention, because, if they are not,
his patent gives him no right to obstruct others in the use of what they possessed before.94)
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The power is general, to grant to inventors; and it rests in the sound discretion of congress to
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shall be granted. There is no restriction, which limits the power of congress to enact, [only to]
where the invention has not been known or used by the public.95)
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ctual Property Clause”, Journal of Intellectual Property Law, Vol.7 No.2(2000), p. 372.
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mplete Works of Thomas Jefferson: Autobiography, Correspondence, Reports, Messages, Speeche
s and Other Official and Private Writings, Madison & Adams Press, 2018.

95) Blanchard v. Sprague, 3 F. Cas. 648, 650 (C.C.D. Mass. 1839) (No. 1,518).
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Congress may not authorize the issuance of patents whose effects are to remove existent knowledge
from the public domain, or to restrict free access to materials already available.112)
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Congress passed private bills either directly extending patents or allowing otherwise untimely
applicants to apply for patent extensions for approximately 75 patents between 1790 and 1875.
Of these 75 patents, at least 56 had already fallen into the public domain. The fact that this repeated
practice was patently unconstitutional completely undermines the majority's reliance on this
history as "significant."

112) Graham v. John Deere Co., 383 U.S. 1, 6 (1966).
113) Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 147-48 (1989) S¥ltijHAL A|H
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He viewed a grant of patent rights in an idea already disclosed to the public
as akin to an ex post facto law, "obstruct[ing] others in the use of what they
possessed before." Id. at 326-327. Jefferson also played a large role in the
drafting of our Nation's second Patent Act, which became law in 1793. The
Patent Act of 1793 carried over the requirement that the subject of a patent
application be "not known or used before the application." Ch. 11, 1 Stat. 318,
319. A defense to an infringement action was created where “the thing, thus
secured by patent, was not originally discovered by the patentee, but had been
in use, or had been described in some public work anterior to the supposed
discovery of the patentee.”
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Copyright legislation has a similar history. The federal Copyright Act was first amended in 1831.
That amendment, like later amendments, not only authorized a longer term for new works, but
also extended the terms of unexpired copyrights. Respondent argues that that historical practice
effectively establishes the constitutionality of retroactive extensions of unexpired copyrights.

Of course, the practice buttressess the presumption of validity that attaches to every Act of
Congress. But, as our decision in INS v. Chadha, 462 U. S. 919 (1983), demonstrates, the fact that
Congress has repeatedly acted on a mistaken interpretation of the Constitution does not qualify
our duty to invalidate an unconstitutional practice when it is finally challenged in an appropriate
case. As Justice White pointed out in his dissent in Chadha, that case sounded the "death knell
for nearly 200 other statutory provisions" in which Congress had exercised a "'legislative veto."
Id., at 967. Regardless of the effect of unconstitutional enactments of Congress, the scope of "'the
constitutional power of Congress ... is ultimately a judicial rather than a legislative question, and
can be settled finally only by this Court."

In 1861, Congress amended the term of patents, from a 14-year term plus opportunity for 7-year
extension to a flat 17 years with no extension permitted. Act of Mar. 2, 1861, ch. 88, § 16, 12 Stat.
249. This change was not retroactive, but rather only applied to "all patents hereafter granted."
Ibid. To be sure, Congress, at many times in its history, has retroactively extended the terms of
existing copyrights and patents. This history, however, reveals a much more heterogeneous
practice than respondent contends. It is replete with actions that were unquestionably
unconstitutional.114)

[HR] 1790 7E 1875 Ato]of [o]=] 2] F 757112] S5iof T A H A S 2 S51E47 102 A5
U SolEeAtsel 3H02 SelE47IR AL 518 e WES YUt 17579 59
7<)</\o]-567 = o|o s e . o] ¥y Alo] 8o 5 L

ZIch

AR AH e g ARS 7RI L Qlet. AR A AFE 2 1831
NRHNS ST} R IR] 2 A28 X AR O Z_ h; 71RbE gt 7/15"*—“} OME} Ei7]7 o] W &|A]
42 AR 7|7k ARg3ic) m = oei gt AR E]A] oF AARE] 714 o] fA]
ElgdE aupRo g |lastria Fgsht.

18 Fi’.'-‘
>..
-I-
O
ol
g
)
[m]
0

=&, Ol2ITH [WhEA]] T2 2]3]2] Zh piotol Tist 1 A £ ettt 22|14 INS v. Chadha AR
(1983) TZo] Bof 250], 9J3|7} 04‘34—1 2R sid e RSk APE 2 E AR AR oI L g del
7ol E ST Aol ol it [212]] eeY(practice)[ T3 0.2 MR o] = AW/ S BAUA Rt
ghE s39lo)7] thEolchle Faskehs 212 W o 72t & 4 gitt. Chadha APDOllA Hith o)
A7t White tig -2, T AFd0] 212]71 g Hel(legislative veto) "& BJAFSH 72 2007H TH& WA
TPl tish SOl LTS Sk A AGICE SHEAIQL ©]8] ARie] FFoll EAIRlo] T ojglo] AYA] i’iOJ
e ... 3EA0E YA FAIEHE AFA ZA0]H, o] Hedof] 5l Al EAlC = shEE 4 9l

18614, ©J3]= E5] 7]7HS 1449 U 74 9ito 2 BE E£47]7t0] ARGl 1740 2 wW73ict. (1861.
3.2. 918, ch. 88,816, 12 Stat. 249.) T H7& Agg glo], @A “gFS Hoj= & E5]"of|gt A 85ict
22, 93l w SAtR] 71E AR} E5]0) £47174S 234 0.2 ASIOICE J2\U ] o} SAteHe

A
A8} 2 234 5e0] o] oAl T WS HE §US HolET, ojela B ool olxIgio]

T =2C

ol of Tk 7ol BHsitt.

2} X]Agict B AL 19989 A= ‘Sonny Bono Copyright Term Extension Act
of 1998 =, 19984 A= AAHH 57|t AXH(Copyright Term Extension Act of
1998, CTEA)0] 1976\ AAMEMALO 2 W5ty 9le) A|AH2o| ) n]2)e] AMRo|Lt e
20149] AAFU AAHE S, 0]Z10] 1978, 1. 1. FE A2} chstoli 215 951 0) B
7124 A ESHL, |24} AAFE works for hire), ©]F9) 7212 5o tfstel = 12040} w5
7112 Alsstl | At Elo] Aoj] o] wiHets d2 AJAI7E EAIE ARdolot 18

m|o m

114) Eldred v. Ashcroft, 537 U.S. 186, 235-7 (2003) (Y% Q1-8&®A| AJ=h).

K| MZH AT / The Journal of Intellectual Property 66



Na J. 2024. A Lazy Patentee and a Bad Decision: A Comment on the case of Novartis A. G.'s Patent Term Extension

AREDRS CH2 9 ARZIlA AThEH Stevensi WTAI S HUASH: 2] 2 59
7

It would be manifestly unfair if, after issuing a patent, the Government as a representative of the
public sought to modify the bargain by shortening the term of the patent in order to accelerate
public access to the invention. The fairness considerations that underlie the constitutional
protections against ex post facto laws and laws impairing the obligation of contracts would
presumably disable Congress from making such a retroactive change in the public's bargain with
an inventor without providing compensation for the taking.

Those same considerations should protect members of the public who make plans to exploit an
invention as soon as it enters the public domain from a retroactive modification of the bargain
that extends the term of the patent monopoly. As I discuss below, the few historical exceptions
to this rule do not undermine the constitutional analysis. ....

Neither the purpose of encouraging new inventions nor the overriding interest in advancing
progress by adding knowledge to the public domain is served by retroactively increasing the
inventor's compensation for a completed invention and frustrating the legitimate expectations
of members of the public who want to make use of it in a free market. Because those twin purposes
provide the only avenue for congressional action under the Copyright/Patent Clause of the
Constitution, any other action is manifestly unconstitutional.115)
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