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ABSTRACT

The revised Trademark Law allows an applicant to obtain trademark registration even if the
applied-for trademark is identical or similar to a prior registered trademark, provided that a
coexistence agreement is submitted from the rightholder of the prior registration.

Revealing the rightholder’s intent for coexistence to the Intellectual Property Office through the
agreement should be considered a public legal act because the intent is expressed to an
administrative body for the purpose of an administrative action, namely, the registration of the
trademark.

If there are defects in the declaration of intent between private parties, civil law provisions are
applicable, allowing for cancellation. However, the provisions of civil law regarding defects are not
applicable to the declaration of coexistence consent by the rightholder due to its legal nature and
specific relationship with the administrative body. The effectiveness of the coexistence agreement is
determined on externally and objectively manifested indications. Nevertheless, if the defects are
substantial and externally clear, they may serve as grounds for registration refusal or as a basis for
a trial to invalidate the registration.

KEYWORDS

Coexistence Agreement, 2023 Trademark Law Amendments, Legal Nature of Coexistence
Agreement, Legal Effect of Defective Coexistence Agreement, Private Acts in Public Law,
International Examples of Coexistence Agreement

X|AIRHARITL / The Joumnal of Intellectual Property L

1975-5945
Online ISSN 2733-8487



NamY, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

2

o <0
2 Ko
Vil

31 W
o Q)
ol

Jo ]
K =
Ho F
<o W
31 31

EH (mosain67@gmail.com)

L |

1. N2

4

i\

21 SESYMHE =Y

22. 70"

31
H

<0

=/

223. =R HS XK

23.1. 0|=

=(UK)

2.34. 7|Ef 27+

80
oK

233.EU

311 M9 E
3.12. 4E

323 SES2e| AR

M| AXH

o
—

33.1.

333 Mlef &
334. 4E

34. &

A0z
o< 1of

K| AxHAHAT / The Journal of Intellectual Property



NamY, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

42. 8 U= QAIEA REY ZE
42.1. T19| Ofl OJALEA|

422 K2, A7|0f o5t OJALEA|
4.2.3. ZH0] 2|5t o ALEA|

4.3 A AT EHAOA el M-8

5. 48
=
EEE
HESESYN e FERYHI USEHER SY L= FARIHELE USSR S/ &0
IS dHSES HE 5= AT 5= HZOo|Ch
HSE ST I & GARL 20| HESESAAS HEY = Us

dAet E)QI0| SESe|of 0

on |
oxd mo ™ rr
Im 0

Hl, Ol= AFA SO}, JBiLt SES2IM Soll S1E 0 BEAIR MSFAUAL SES2QA=
PEHUU YESEEE S FHOZ Ot AHRUY AU 5 Ao SHARIZ 2 5 UL 0
of SESClC HH YO thoh nESHED, O 2AMEAIM FO| A= BF 0|8 U= o AT

210 o =2atE OfX|=X HES & 217t

[

E

o)

SYMOZ A9l 7h0| QM| HO| Y= P oZICH, 72| OF SIAHEAILY AR Lt AL7| 2o

ot S|AHEAIZ} QU FR0E BIY R 0| MEEof HAY 4 Tt 1L YEHY BES

ol Afplo] BuIRtE B H2Dt WHHIC| UEAS S+ 20| AN HBHoR E
AL Bl 2k 1 20| AUBICY, T3t 1 50| 9244 BrHStD e 49 /RBAREN AT

0|97t E|7iLt Ze 2Tyl thaol © 4 92 Holck

ZHlof

BES0| 2023 WY MEH, ZES0lo| ¥ M, B s SES0I0| HN FT| ARl0| AT,

&322 *fﬂﬂ

K| MZH AT / The Journal of Intellectual Property 3



Nam Y, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

AW FEL YLD BEFYHEE FEAY
S (o]3} ‘MEY'S EFANIEI} QIciet HSEAA(o]
MEUS ZATNO] Fo7} oW FEUUC| YEEES 5§ Awolct,

ol'
-

Telu A ESS0] AAPL FEEY] Wlol Tl WALl A WA He2
TS Q1] ot T 91sE9lol Fo Q= Fol WA Evjo] R Tvolut
U2] Sofl 2713 s 9T Stol QIck. 53] ole} RAIE 9.2, JEY AAE A1Y

=
A6 oA e "EFRIC] S 2 AP 2 5lo] JBGZS WS 4 =S sIl oL, oo
et H”‘“”“Oﬂ tHohA &= w=of e vt glal w12 glof ol 719]of| o] & FEsl &
= 2 Zloj2tal Az ojof] m2t -E-F29] YA 4370l FAIRIA]
= UA "eh‘l%il ‘?j@. J0l TE & Ae &5 atol tisiA Ao = Aot

TEFOREE Al 20159 FReto 2 AlEE Auy ALY ol 2wl 9]

29 258 FopAlcks A, 5olAE A
S 2 05 RE B A4 ALY
190 et 27} AI) o] 2ofIx] QIGITH 5.8 082 2] AL EARI LR

o1g mf3tof of¥l AP oI E BEEOIME A AR 4 QS slgon], 3E

991-E509] 9217} 9l 2 9ol 0|5 S1451] A3 HAARE Yl A= =
292 9k ool A 3250 sl chet A1 el gt selat

pe 1o
> F
bol

22.1. BE39| 4

AR FEFYE HEols WAL EFYTE e 0 A QAT ZHEH AR S5S0]
7Hs HHAl(AAE7HY)at AS2ARe0] Q- E 20 BE AAlste] 52012 AXSH=
YA (A7) 02 LHR0] B 4 QIehDS) AR E7HE-2 GAAF I AL 2-2 Alekof| oJst AL

« o] =B MAto] 2471201 S510] BFUYPIRE Lusiul, Axte] AQlE skl T AUk,

F

1) 2235 /198095 (ARl 2023. 10. 31., AJSYAX} 2024. 5. 1.)

2) ABAR(FESES TS 4 Yt 48 O A33Ro= ot g ZF 59| o] sho] sligshs AHol
oM GERSES ©He o ok
6. APt BR1Q] Y - WA Ee S B AY - A4 - of S () - B (ER) - TY(FEHR) = Ol
o] oM & m3loh= HH. EH, 3 BRI S4S Bh2 ol AESES ¥E 4 ok

3) AEY MENYHEHMH S A13183%, 2014. 12. 24. A& )
A36ER(AEL9] o)) © K1134 A A7s 9 ABSE A2 WA Edste] 555 JBHA = ©
A Y3t AIRYEH RSSO Ot 598 w2 e K*Rom oplstct. o] e Adme &4 2119
22 5 PP oR gohe= Aol siFsHA] ohstofof gt
@ A1&o] T2 Folo] &l Axt & uF, 1 uto] Wagh Alglol| tishAl& AtdAIY R g o= st

4) AAEAXTAQAF], Ay MBEI|HHE P AEY A" AFAEARILYS], 2015, 20-21H.

5) dRoMe 3EFY Ade YHIGERA)Y FEI(BRACR Rt lon], RS AAEAoA

XM AHT / The Journal of Intellectual Property 4



Nam Y, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

WA o] EQIste Almt BE 010 Al 24
o %%%ﬂ% she s 2ol thl

357 A 130 ot AL

i Lﬁm B} 7.2 olo] s oA

Qg Aol g7t Sl A 20

%7 o]ofl tishAl= of=fio]

BEFOI E9le) N5 S 4not 5Y £ A2 0152 0 o RNl 390
J olg SASH| Ysrul o g o] 25k 4 QIct o] ¥Fs}

JTA AH2A

o] 717 g2 ¥ AR Al
o
[0}

YE JEY TEFAES WS Qo FESSS WS 4 U YT k89

Teiu} o] ZQolls BB ofLe} YEIIA SUL F Lol 5§ erhelelR R
o Y59 ). SUT JEC U A7} YRS Lelolol ST A9, AulAe] 091-F
FojA|7} 202 o2 ] 93 A= Ael x|ty & 4 i}

3 MEYYEY] B0l M35 AIFoIA A S H6FL Aste] oS 17y
511 bt ol SUA B (8 AIBE A2l Pl = TEFCH 8P L Basl o}
7] 913 Zolck. 5 SUAF £ 2o tioiAlE W] T 240 oo MEYAL P ke 1
M2 5015 Wol SEL W 4 ict,

2222 FX|-HMBLH0 2| HEoF

HEFEFOPH IS 5 S Aol B il ol 3
d YOl K §F 4 QA RAHCE 2EA 0 2 4 3% AL

HOiR Aol gE AARICHYEES]

= =

© FA AT et w
A7 =} AM35E A1S

“FolMEo] £Y(a £ b HIEDEA), HAPEACIS] KA

3,
e MORE AdBRAE AN AR (EEMEE RSN EN = %9@Pﬁ$“%ﬂﬁ;/\§§%) AF2(2021. 9.

29)", 4EE3]A, 2021, 10H].

=t

2

Apple

g

H|Ex7} H=2d5t SHEAIQl Apple Corps(w)ﬁ’,} Apple Computer(.)% 19914 AtR-g&E7°rS A2

CcF. ojof w2} Apple Computere “HARZ, ZAFE LnEL0], tlojg 2| U olojE Mg Aujae}
THsto] JuAME S4HHEES 270 "o v, Apple Corpst “AMAE0] =gE7 Y Agd Lo w7

glol o W/EE SO BAL Xa BUAR St W) EL O]

A= Eo oleh wRist]” g

2= EJHOP HaE 72 =HJct o]zlo] F&%9]9] 7|%x7} HUCHWIPO, “IP and Business: Trademark
Coexistence”, WIPO, <https://www.wipo.int/wipo_magazine/en/2006/06/article_0007.html>, ZAHY:

2023. 8. 23.)].
guH A34x A1E A9s, Allls, All2s, All3s

&* 3

tside JRs5S B2 & Utk

AMRAEEZS WS 5 g AE) O ABZOE 27skn o 7 59| of shjol st 4

h:\

o

7. AEAGTHED 23t BRRI9] SEAR(TEY XA ®A ‘i}iﬂﬂ%}o Aelgtehet 59 - fARE dx
2A O ASEL 5L - fARE B0l AMgshe A ofgh 1 ERIC2HE ARG itk 595 ¢
2 B FEEA O AFEEL SYT GRol ARSte AdEe AeRithole JESEE e 4
olq
AN
9) AIBEREL) ® ANY F A2gole E46tL UA| £LS AI2HE JRSFO] Ot 595 w2 4%
(ELst draA I NFgEL U3t a0l AMgshe ol tis 525 w2 P Aesthole Y
Zo 23 Al GRSES WE 5 AT
K| MZH AT / The Journal of Intellectual Property 5



Nam Y, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

2 AQIZH Y A4 A 13 AI9%, A115 WA Al135.2) 24 A% Ee} et Aol )
SEIA] Q). of o] FA|- AL B Ed] BAD Tl EYT A SSHA| e
EfollA] S B} ALEEI T 9l A 90] o] S BB s}] 3t A0, S2H Joo HES
NEOIO] FU-GAHS o] 92 AL Tt webd ALmo] Bt BE 502 SR RAE A
SSUHES MEULNZ PYHCT 2 4 ook E3 FA| Ay me AT YL 5|
A o, AEY EE W 24 ol B 001 B 5ax] 7|5t of L, B B ofn
S} ojo] Tshol s 87150] 9o 02, FEEIS Ui M gsto] ARol8E o

TESo] O] 47} 529 A0l I he 790t 22 oA xfo]7} ooz,
el el(] A89%).10) A AR R A1075).10 WA A1215)12
Atof ool cijgt Agtolt o2l FA] 9kl QI wepA ojet A Ch5o] 9)

ol sl 9T} TR QurIAlol g io] wjet K2k Zlo] e,
TES|0} BRAste] W52 0| Fo FEFOES Ml 4 YEAE 2AL 2 9ck. ofe}
Astol 7Y IS elot BAT HEO| 15 FA| 41 UL ol YES S WelS
9795t B9lehe 7, Wel7h AR o] ol AEALe] Sguielo] A2t glo] 18Tt
A AAE SRS O R O WA WAV BT A 52 13 WAl oy
d

rlr oln ox
o & ﬁﬂ
P

hi

223. 82Xt HS XK

QFA] At utet o], 717 Admol w7gdstar 9
WSSt 59 fAsH R A5 SHA]
A75.9] Aol Rt S AFITE o] = A2 =Ygt T&
O] Alof AL-R-2] LAl whef EAIE JAMS EFShe FHol XIS o whE A ARl 2
o] fsfjof gt

Ot SEFYHE 55 ol 2, AMRPoIM A5 E &2 5EFYLRE 5 ol st
HR7478] 5402 ARRE| o] 249 Q1eF5Z Loy A § 74 A 5SEAL
S EUAL B 1010] BAGBES A0 R FAATS A7|T £ A== /g 5t0] ARgo] 4~
QAL B S5 Y AR S OFASTATHE Al1192 A1 A|5]23).14) A&

o
>
ofo
2
a
@
9
Ir

gslo] 1 SEHES AGY Wl SAHAC Bk 1 g

=2 T a

miofl= M9SEAI3F] wet FEARHADE SRS AT BE
E

H
2
>,
59
[de}
P
(2

|

=)
1o

fol

)

S

V)

=)
o4 _>'i
ol |7

" -~
)
o
il
=

fﬂh:l
2
e gte)
E—"L
)
T >
“.oto 1
o
o Wl
Sk jo
Ra)
R )
o 2 ox
|4 41 Lo
_O'L
i)

tlo 55 g
o
==

11) KﬂlOV\(?’ﬂEJK‘oHOﬂ Bk
xloHol- 0.3_47} o]\— x}oﬂ r,H’
12) Al21z(deE8e] =
Ssto} mae] Hale) %}o |
ole AgEu A4 4 o
13) 4Ey A3z A1 ﬂ6§91 A9olE 9ol Wl 2AtE wAekn Al Sk
14) ANIEHESE0] Fadw) © S24RI} kg 2 59 of= shjo] sigehs 290
Haywg A7 5 Ao
5012, A|34zx A A7E ©A 2 A3sE AT ©Alo] met S5 Ao HelA B
gigt 395 § AL 5 1900] P19 FEJRS ASEL FE-RARE FEd #8E8S

aj
ol

O YEUA F= HEAGURE APle] Belg Aol A
o] =L
a

ol
o
>~_R

_,d
|
p
s}
X
P
Da)
&5 Ean
A
rr
=2
of
o
;o
-+
et 2
-|>
;9
_L__‘.

o

et

>

3O,

)
o]

_,D)o
¢

o
|4
>

|
i
L

XM AHT / The Journal of Intellectual Property 6



Nam Y, Yoo J. 2024. Legal Nature of Consent to Coexistence under the Trademark Law

e Utsold BE50) Ag =stel AL k. BE
o] =027} NESHIC] Folojxo] O Es} T 7] Bt

Fo| At $EUME 71 st o
@ 529 FAA HePfoltfe SA9 sffo] el 7)ot 2o, ol 22 3}
oM BER 02 MG that AMEANlA S0l B3k ARAAR shA] RlE 5

Q- 0 A}st AL 7T A ROl A] AFRE 7S, 4 QA of|A] aAYEt 2 9)
=Rl o Rk Afo] 7t Sl ofefoflA] A B TR Al
AAshE 71787 8S ARl QlaL, S2iAld 127 HS AEISHAL Rl =7 he WAl

o},

52 o

23.1. 015

O] =2 A of] 78sHA] AL, FRAAPIEA 552 o tish /st ot 4
BAAZ|EA 59 A|(consent agreement)st UYHA 0 & FARRH AT ASEHUAH7} o
 BARHOIA &Lt R’ Ev FARE 1Y 555U AR5 59 OWUr
2 ZF QAR OS] USSR B GAISH RS 550 525k 10“’ ojojgtet.17)
A= wA 22o] gl "HEAY 59 (naked consent) o] A= QF & 11,18) &-5715/0]
e o2t ’\H]KPE T2 YRI5H| Hfsto] AR Qlsl SfshiAl= & l%% dAIs] 71AH
5llof gtth.19) &, O FA7T G FAMAT TF &ojof] gk ZIQIX] o £iEqt ofet, @ & £+

Aol 27} 7Re] RS B S EEICHE AL @ % B AL kS Aol ol

O

o sy Agdos
2 2ejdosA @ 3

15) S, AL QHo 59 2 5221 Al HEBRO) Q1Y) TEEY FRAL BAlste W
Me wefs) 2 4 ook,
16) A9R(YES S| FH2AW) O 554
R aAlmhe AEE & 9l

—[>
fo
)
=
a3
ox
o
1o
o
i}
o
+o
oI'

5t st EfQlo] Rt BAE AEa £

=]
N
)
)
oo
5

59} ol sljo] Al Ao 2 A5=

5. 489 oJdor [ARE SEARZE 247 O AEAXA &5 =l 1 5 1910] ApP]Y] 55
FRrO APNEL 5L - SARSE ArRo] BAAAE S0 2 A9 GEHEE AMEFoZN T-Q-Kfoﬂﬂl
e EAS QOL]@V'“ S BRI Aot HAE JED £ SYorA g 4%

17) Trademark Manual of Examining Procedure(TMEP)
1207.01(d)(viii) Consent Agreements
The term “consent agreement” generally refers to an agreement in which a party (e.g., a prior
registrant) consents to the registration of a mark by another party (e.g., an applicant for
registration of the same mark or a similar mark), or in which each party consents to the
registration of the same mark or a similar mark by the other party.

18) ‘naked consent’= HJO]®HO] ‘naked contract{nudum pactum: &HzF#(offer)]& 9oL} oFI[#IH
(consideration)]o] glojAl WA &0] gl A FARE Aog oF TAK} toll ZFESAGAZT 1
N2 pzol AzEgol, BEFel A(E, AREE QL SolE Tach

19) A consent agreement that is not merely a “naked” consent typically details reasons why no
likelihood of confusion exists and/or arrangements undertaken by the parties to avoid
confusing the public[TMEP 1207.01(d)(viii)].
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20) The refusal was overturned based on a consent agreement submitted by the parties. Based on

this case, there are five main factors for an acceptable consent statement:

(1) Whether the consent shows an agreement between both parties:

(2) Whether the agreement includes a clear indication that the goods and/or services travel in
separate trade channels:

(3) Whether the parties agree to restrict their fields of use:

(4) Whether the parties will make efforts to prevent confusion, and cooperate and take steps
to avoid any confusion that may arise in the future; and

(5) Whether the marks have been used for a period of time without evidence of actual
confusion|TMEP 1207.01(d)(viii)].

21) A consent agreement may be submitted by the applicant to overcome a refusal of registration
under §2(d) of the Act, or in anticipation of a refusal to register. When a consent agreement is
submitted, the examining attorney will consider the agreement, and all other evidence in the
record, to determine likelihood of confusion[TMEP 1207.01(d)(viii)].

22) %A AFgt “HEIVSH o sliEgict

23) The examining attorney may not solicit a consent agreement[TMEP 1207.01(d)(viii)].

24) The Court of Appeals for the Federal Circuit has made it clear that consent agreements
should be given great weight, and that the USPTO should not substitute its judgment
concerning likelihood of confusion for the judgment of the real parties in interest without good
reason, that is, unless the other factors clearly dictate a finding of likelihood of
confusion|TMEP 1207.01(d) (viii)].
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31) DIRECTIVE 2008/95/EC OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 22 October
2008
Article 4 Further grounds for refusal or invalidity concerning conflicts with earlier rights

5.The Member States may permit that in appropriate circumstances registration need not be
refused or the trade mark need not be declared invalid where the proprietor of the earlier
trade mark or other earlier right consents to the registration of the later trade mark.

32) REGULATION (EU) 2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14
June 2017 on the European Union trade mark
Article 8 Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for
shall not be registered:

(a) if it is identical with the earlier trade mark and the goods or services for which
registration is applied for are identical with the goods or services for which the earlier trade
mark is protected;

(b) if, because of its identity with, or similarity to, the earlier trade mark and the identity
or similarity of the goods or services covered by the trade marks there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier
trade mark.
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33) GUIDELINE FOR EXAMINATION
EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE (EUIPO)
PART C Opposition
3 Cooling-off Period
3.1 Setting the cooling-off period
Article 6(1) EUTMDR

When the opposition is found admissible, the Office sends a notification to the parties to
that effect, also informing them that the adversarial part of the proceedings is deemed to
commence 2 months after receipt of the notification.

This 2-month period serves as a so-called ‘cooling-off’ period before commencement of
the adversarial part of the proceedings. During this period, the parties are encouraged to
negotiate an agreement in order to settle the opposition amicably.

34) Trade Marks Act 1994
5. Relative grounds for refusal of registration.
(5) Nothing in this section prevents the registration of a trade mark where the proprietor of
the earlier trade mark or other earlier right consents to the registration.
35) Examination Guideline for trademark at IPOS
Section 7.1.2 Obtaining consent from the proprietor of the cited mark:
7.1.2.1 Letter of consent
Under section 8(9) of the Act, the Registrar may, in his discretion, register a trade
mark where the proprietor of the earlier trade mark or other earlier right consents to
the registration.
An applicant may overcome a citation by obtaining consent in the form of a consent
letter from the cited mark proprietor consenting to the registration (and not just use) of
the mark.
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Trade Marks Act 2002
Section 26 Exceptions
The Commissioner must register trade mark A if—
(a) the owner of trade mark B, trade mark C, or trade mark D (as the case may require)
consents to the registration of trade mark A; or
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