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Abstract

Studies on the Legal effect of Laboratory Notebook on determining priority of Invention

Eun—-Hye Jang, Kwon-Soon
Yoon

The US awards patents on a "first=inventor" basis rather than on a "first-to—file". The
laboratory notebook is often used as the primary evidence to prove first—inventor.

Interference proceeding conducted by the U.S. Patent and Trademark Office is in charge of
decision on priority of invention. The Board and courts require that the testimony of the
inventor concerning his or her inventive activity must be corroborated by independent,
substantiating evidence. This corroboration rule forces parties to present proof of
conception, actual reduction to practise, and diligence which is independent of the
inventor.

The US Federal Rules of Evidence reqguires that evidence must be proven to be authentic
to be admissible in a court of law. Thus, notebook records must be properly authenticated
if they are to be used in an interference case or civil suit. Notebook records are
customarily kept according to particular procedures designed to enhance their potential
evidentiary value.

Electronic records have been successfully used to support the creation date of an
invention creation. Electronic records are now explicitly classified as having the same
weight as paper records under US Federal Rules of Civil Procedure. However, few
companies have wanted to take the risk as there has been no case law in the U.S. for a
successful patent defence based solely on electronic data. Some companies such as
GlaxoSmithKline, Lilly, AstraZeneca have announced publicly they either have implemented,
or plan to implement, electronic—-only research operations. Therefore, it is time to remove
legal uncertainty as to what kind of electronic laboratory notebook is admissible by making
guideline or regulation about it.

<Keywords>

Laboratory Notebook, Research Notebook, electronic notebook, fist-to—invent, interference,
patent
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