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1) 539 Ao7=(EsdEe] HoHE BT TIAlE ARt ofste] Astoizit”).
2) O.W. Holmes, The Path of the Law, 10 Harvard Law Review 457 (1897) (“Certainty is generally
illusion, and repose is not the destiny of man.”).
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1 A7g 149 on)

A7 3 (claim construction) 7ol AREE Bolo] HEH <on] W WIS
ddehs AdS Aty A7l EAcks folv 1 AAEE HEH vt B
Bl dot. 2R AARE, A, 3AF 52 AT sidolglE AYe Fske

2 gofol WEA oJnlE Fofsh Zolth BE, M o] shiE s 49w
o, 37 AAE YA AMels 9w Y2 Rolh 2 WEA ot %
o ol Wb ALgE Sl B e W ghulEe] W) o3E vkl
Lo olgE. 7, AT Ho] £5d WEH WX opW A W
da AAAE GHa) s olweh ATa] WEEAL 9 WA
AN UdReks AR HEH dolels Zulo] Jala, BT 714e
A 2 A1ee N/ETe] B ol 7)zate] ola|Htks AN AL
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2. N7 37 A

Aol ol A Aol g APurel AT 9 AL Bl skl
sMsold 5 gl o2 Sol, tulEe 871evte] BUA ofwrt Bl He
A5t gkl glold, ATl S golrt gl A% fholsh vhe A%, 1
thgol olmle] zfololx] oflw elule] ool mAA Hsh= E@H ol
tiete] AAlEhe AAslolol Btk Thek, AAREe AL 2Q1 G ool tiske] 7

3) Markman v, Westview Instruments, Inc., 517 U.S. 370, 391 (1996) (‘Claim construction is a
question of law where the court interprets the words of the claim to determine their meaning
and scope.”).

4) Timothy J. Malloy & Patrick V. Bradley, Claim Construction: A Plea for Deference, 7 Sedona
Conf, J. 191, 192 (2006) (“Construction’” is giving those words legal effect and is a matter of law
reviewed de novo.”).
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g Seldde TAHeR ARk v olfR=GINY) Ex B Vet
P71 GolsHl WA, Ui, = 2ty T SdEe
e ol F2(FEA0 siF S3Pdrge] Favt wHolof drhal
Sso]l FaS Zlog QAo Holx I ts WAE ¥ae ot AR =4
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(prosecution history)o] Q3 i1 9 & & Ao}
PolagollE A7Es 37l sidel gebd & gnh = AP ddisria
cour)e] AT S oAl Al (review)dl=  AH<ESEHAHA(CAFC, Court  of

Appeals for the Federal Circuit)®] 7%, 2] At EF(deference)ste] 2|
o] WHgh AeE stk AAHA Gv Afele 2 A dds 9]
A 5 ZQ1A| oy AbHAS] ks EFEHA] ¥a AEAl A A
thate] mWE shofol Feh thA e, CAFColMel HTE sae Aol

H mlo

5) In re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir, 1984) (“The PTO broadly interprets claims during
examination of a patent application since the applicant may ‘amend his claims to obtain
protection commensurate with his actual contribution to the art,””),

6) Draft Substantive Patent Law Treaty (SPLT) Rule 15(4) (“A claimed invention as a whole shall be
considered obvious under Article 12(3) if any item or items of prior art or the general knowledge
of a person skilled in the art would have [motivated] [prompted] a person skilled in the art, on
the priority date of the claimed invention, to reach the claimed invention by substituting,
combining or modifying one or more of those items of prior art.”).

7) B, PEe fue sk A9sh Wale Bee sk A9l ol 7Y e ApHe A5
0:]0]: 3t} Amazon.com, Inc, v. Barnesandnoble .com, Inc., 239 F.3d 1343, 1351 (Fed. Cir, 2001)
(“Because the claims of a patent measure the invention at issue, the claims must be interpreted
and given the same meaning for purposes of both validity and infringement analyses.”).
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= PHAXE ke 4%, TP ¥
O B T SV} 2 =g Wt o FohAA Heof ¥ Aue
2% 5 ok SSEA A%, A BTR FE RS BAE FHeNE P
Baxrg Fke Pae 3T NS skl R e Eolnd s, 3

E gReAE kel 3718 wpste Halel sae Folnd

b= Aol 318HA A, ts FasHAle ATEl fle 7484 E FTde F
7¥ete]l 1 AT sAEtdAE ol Hoh 1) o] AR A FUt 5A9 U]

10) Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed., Cir. 2005) (en banc) (It is a ‘bedrock
principle’ of patent law that ‘the claims of a patent define the invention to which the patentee
is entitled the right to exclude.’”). E&¥ A97Z("E3LHo] HIHLE HTHY o 7|AE At
of efste] Asfoixitt.”).

Helmsderfer v, Bobrick Washroom Equipment, Inc., 527 F.3d 1379, 1381 (Fed. Cir, 2008) (‘A
patentee may act as its own lexicographer and assign to a term a unique definition that is

11

~

different from its ordinary and customary meaning; however, a patentee must clearly express that

intent in the written description.”).
12) S8 &7 gol7t WAl siA = Ha7ige] ofste] At T RAo] gAY, BAA ¢
ofstel SHEEA e Aol Hx, P ot # ANEY HehE TAEA Eah el =
Algtedol gt} Liebel-Flarsheim Co, v, Medrad, Inc,, 481 F.3d 1371 (Fed, Cir, 2007). 5 ARejA
S3dAE 9 Solt W e N HIIE FEsa 3 Fgo] el ofste] el Eojxle
W, 25 3 Ee v 7R ATe] WA el este] S EA] et o= Favt =3l
Renishaw PLC v. Marposs Societa' per Azioni, 158 F.3d 1243, 1249 (Fed. Cir. 1998) (“Nor may
we, in the broader situation, add a narrowing modifier before an otherwise general term that
stands unmodified in a claim,”); Electro Med, Sys. v. Cooper Life Sciences, Inc., 34 F.3d 1048,
1054 (Fed. Cir, 1994) (‘[Cllaims are not to be interpreted by adding limitations appearing only in
the specification,”).
AT MY golg AFHem sMetA] B olfE & AAZE WAo] Ut Medegen MMS,
Inc. v, ICU Medical, Inc,, 2008 WL 4949910 (Fed. Cir, 2008). ¥ AlAoA o] H AL s
£o](plug)7} BA(elastomeric)2] Aol SHAEE AR oly kAol AL EZ H[EA(rigid)e] A
T Eehs A oRsietl, Ml () @Aeleke Algke]l ATl gler, (2) dd &oi7t H]
o] AE A Seths Tl glon, 3) o] aoKsummary of the invention)o] 3%
15 Nt oR ARSI, (4) Wre] AR dre] AAE & g Jie] ArjEle i I AA
7} ofue} Wygo] M EE g Fejdl Bk, 5) ' o7t #H Yl (em)RoklA ©Ade] A
o ggHem AREHA ka1, (6) AN, Edeld Tl HgAe] AL T7lske BHol gtk ¢l
2 A M-S 7Rkl
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2, 1 ojn| v, 5 2|u]

ATEeM AREE ool T st dEbdoR IXEE HEe] o]
(ordinary and customary meaning)7} F-ojEjojo} st} 10 TEht}, ZY2lo] EW3F)
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M E o Stk flolA A ulel o), EdQle ST ol ZoAEA] 2 §ofo
27ke] SHEg oulE R £ Qe AE TRIY. 28, 22§ AHrole A4
ol 2=, I ofn] FoR Qlete] T o] BHEE £ i, e oz
ojwabA] gk wig- Eeldk on|E sidE s vk

g golo] HE onel =dQle] Fofgk 5
wHolok sh=rt? &, BE ou|E wA FAsaL, FdRlo] Fofgk 5EHE oz O
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15) AR, AN dAlE 248 kst A7RE diMskes Aol Thssithd, HdE ATEe w
=z % g7} gtk 3tk SRI Int'l v, Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1121
(Fed. Cir. 1985) (en banc) ([ilf everything in the specification were required to be read into the
claims, or if structural claims were to be limited to devices operated precisely as a
specification-described embodiment is operated, there would be no need for claims. Nor could
an applicant, regardless of the prior art, claim more broadly than that embodiment.”).

16) Phillips, 415 F.3d at 1313 (“We have made clear, moreover, that the ordinary and customary
meaning of a claim term is the meaning that the term would have to a person of ordinary skill
in the art in question at the time of the invention, i.e., as of the effective filing date of the
patent application,”).
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17) Phillips, 415 F.3d at 1314 (“Because claim terms are normally used consistently throughout the
patent, the usage of a term in one claim can often illuminate the meaning of the same term in
other claims.”).

Bates v. Coe, 98 U.S. 31, 38 (1878) (‘in case of doubt or ambiguity it is proper in all cases to
refer back to the descriptive portions of the specification to aid in solving the doubt or in

18

=

ascertaining the true intent and meaning of the language employed in the claims”).

19) Ormco Corp. v. Align Tech., Inc., 498 F.3d 1307, 1314 (Fed. Cir. 2007) (It is well-settled that
“prosecution  disclaimer may arise from disavowals made during the prosecution of ancestor
patent applications.”); Heuft Systemtechnik GMBH v. Industrial Dynamics Co., - F.3d -—-, 2008
WL 2518562 (Fed, Cir, 2008) (“When the application of prosecution disclaimer involves
statements from prosecution of a familial patent relating to the same subject matter as the claim
language at issue in the patent being construed, those statements in the familial application are
relevant in construing the claims at issue.”).

Finisar Corp, v. DirecTV Group, Inc., 523 F.3d 1323, 1329 (Fed. Cir, 2008) (‘In the interest of
uniformity and correctness, this court consults the claim analysis of different district courts on the

20

=

identical terms in the context of the same patent.”).
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5. A3} 2P A3} Y2 (claim differentiation rule)

be T oo AT bsd @ Az c}—s« ofrlg 7hdl Rlow s|Asolel gt

240] F Ao ATFE AN AL T FTY] A e WS -o—} A 5
7] $3hedrkn F4Ee Aolths) Ega E}E AR 74 S5l 9
=L ATl Yol FETel b Bgo] YERtES s o op 2
7

r{r

y-Kel
Ta

6. 73 a3} YA (claim validity rule)

a2 ot ERER AT 8ols F MR sk o] dEldez rhsst
A, 3 om|= s e 2 g e faskal, v ovE sidEd O ATEde 7
BRIl A, 7hesittd, 2 A7& o] AUt HE= Y golE sistoior ditt2Y

21) 539 A2z A4 Az Erge] AR Aol ojste] shiild
2) B, FUAEE EHVDHE 29 Fhe YT Balol, 59 Fols 55 F 24 ol A45%
29 5 2AS Fo] Ul 3R Tk 37RoR 848 4 oo

23) Inpro IT Licensing, S.A.R.L. v. T-Mobile USA, Inc., 450 F.3d 1350, 1354 (Fed. Cir. 2006) (‘[Tlhe
doctrine of claim differentiation means that different claims are presumed to be of different
scope . . .").

Liebel-Flasheim Co, v. Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir, 2004) (“As this court has
frequently stated, the presence of a dependent claim that adds a particular limitation gives rise

24

=

to a presumption that the limitation in question is not present in the independent claim.”).
Karsten Mfg, Corp. v. Cleveland Golf Co,, 242 F.3d 1376, 1384 (Fed., Cir, 2001) (“Claims
amenable to more than one construction should, when it is reasonably possible to do so, be

25

=

construed to preserve their validity.”).
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IV. O|5HE Y 7% N
1. A5} A 2] =2 3}7]&(reversal rate) 2 12] @3

HE BSlgsad WA 37 Mo FAE 4SSt S ol AP
9 LS CAFC $AP} T 48 sk 97k MRS, Hisol CARC A
7 e AN de 49w st Teve Adden Adyde] AL CARC
b SISk Hlgol W$ 3, CAFCOME sl AR 33e] AL Az o7
gejshs 2971 wek

-

Be shkgol AFH 478 Batel, AR AbEsle] ATY sNg ThI%
8¢ us) g, @ Aol olahu 2000d7kA] dove] 18-S Mt

o ol ofshE 1998RE 2000971K]e] ZIRE T 44%2] 7S STk

7)

].
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26) lawler Mfg. Co., Inc. v. Bradley Corp., - F.3d -—, 2008 WL 2185990 (Fed. Cir, 2008) (“The
question before us is whether that term, read in the context of the agreement, is restrictive, as
Lawler urges, or merely explanatory, as the court found, We find that it is restrictive, ‘Such as’
refers to items similar to what are recited rather than indicating that the recited items are just

examples of what is covered by that provision, . . . The parties inclusion of the ‘such as’
phrase . . . must either have been intended to provide some guidance as to the limited types
of combinations that the parties contemplated . . . or to provide meaningless surplusage.

Indiana law constrains us from finding the latter,”).
27) Gretchen Ann Bender, Uncertainty and Unpredictability in Patent Litigation: The Time Is Ripe for
a Consistent Claim Construction Methodology, 8 J. Intell. Prop. L. 175, 207 (2001).
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2. Markman CAFC Y3 2]A] A (Markman I)35)

o

A7 shdle] Abagieke] wAlsl WEREe] #AE FAE Aelvle sl
A5 APABERA ohw BB BAIAE Fgstelor St Al
A A%, BTY e Aol oJste] Berslolol s, WEBT] A 7

rio,

M rlo

28) Christian A. Chu, Empirical Analysis of the Federal Circuit's Claim Construction Trends, 16
Berkeley Tech. L.J. 1075, 1104 (2001).

29) Andrew T. Zidel, Patent Claim Construction in the Trial Courts: A Study Showing the Need for
Clear Guidance from the Federal Circuit, 33 Seton Hall L, Rev, 711, 745-47 (2003).

30) Kimberly A. Moore, Markman Eight Years Later: Is Claim Construction More Predictable?;, 9 Lewis
& Clark L. Rev. 231 (2005).

31) David L. Schwartz, Practice Makes Perfect? An Empirical Study of Claim Construction Reversal
Rates in Patent Cases, 107 Mich. L. Rev. 223 (2008).

32) Harris Corp. v. Ericsson Inc., 417 F.3d 1241, 1266 (Fed. Cir. 2005) (‘For various reasons this
court already has a high reversal rate on claim construction issues, which tends to encourage
appeals and, perhaps, discourage trial courts from heavily investing in claim constructions

below.”).
33) Amgen Inc. v, Hoechst Marion Roussel, Inc., 469 F.3d 1039, 1040 (Fed. Cir, 2006) (‘a lack of
predictability about appellate outcomes . . . may confound trial judges and discourage

settlements.”).
34) David L. Schwartz, supra note 32.
35) Markman v, Westview Instruments, Inc,, 52 F.3d 967 (Fed. Cir, 1995) (en banc).
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S, BAtel ofste] ghekuolol 3] wiolct e} Wby @t of Mo AHL
slate] CAFC ALFIAE Agson, T We MH ESBIMEOE
W AERAS e Wbt Bests WERARhe 4, B4, 7Y Hde 8y
A)e Golshs ol el oJsto] wersolel s A, L AW, WA FHL
e Wbt BYE SN 9L 483y 998 2 Aoleh P2 DA 3
T siNe wEAGe BAzn 24 vobt, § HAe 379 dol

BAlolmz Azl AHAE e B4e EFHA %3 Azelde novo)

Aelg % Stk wgkh )

]ﬂ

3. Markman '} AbA(Markman II)37)

9 Markman 1 926l dj5te] Mhplo] AXERLR, el e
3} gtel S5, el A 5L Teistel 37 AHe WAL A
Ao, 1 th @Al Y Hafjaek2 vidldo] deksh ARdEAlR AL AAlsEAT 38
E3], gHYe A7 Anrt Y] ojde] diE gEom, 1 FA
ZA] (disclosure) F-4-0] %?614 7 o] FFEtAen I JRAFES Akl ¢
ste] AHEAES 9 e o BT s e] e WMERAE of
e, wEAsl AR AT AT

o|#3t Markman I HZA=Z 2ldle] A9 ‘Markman Hearing'olgh= Hxp7 M= A
Aot &, Ssixlsagolr wjaldo] & oF-E dAdetr] o] Al wiAdS
wiAlgt A &g RS sidske AxE 7 FeAdo]l AVIEdaL, I HAE
Markman Hearingo|g}al H-Et} oF GAAp= 1 Axjoli] A-o] HE Role] on)
= Ao Sl ANEA B] Skl ws W3 1 A olF Adel &
S7 clEe] o AR} Relahe 297} e

.\

36) Id. at 981,

37) Markman v, Westview Instruments, Inc., 517 U.S. 370 (1996).

38) Id. at 371.

39) Id. at 388 (‘falls somewhere between a pristine legal standard and a simple historical fact.”).
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4, Cybor CAFC AQgA] A ] Hel40

Markman 1I #2o] F7& sj4o] HEwAlR LE sh3loy, o8] o
T HEZARE APPHde] ddol tiste] AaH o] 3] A= ol(de novo)
pi WE“ZﬂS‘Jr AREEAZE EAE A Aol APl ddE £
Fotn] ek A4t JA o A #ES kA gtk ¢
Markman II %@94 AFA Q] FAIE Markman 1 #HAS A& H7E sj2o] W

glovt, @rlel F7el EAE BACH: TWE AHgstel 1 A
o7

oL
e

I

o] 9lgitt =, Markman II ¥4 o|&=Z CAFC r&/\]—g = ou
A= '4:[L501 S 43 HEZAZ By A Y] ddhe =234 a1 AlZo)
Aetstion i2) o2 diRe AT S HETAY AMEAE A" Aozt
B APl Aeks EFste] Wulgh Al oy Apwie] deks st
U9

olgfdt B-UAE F|4dlr] fste] &% Cybor ALl AolA CAFCE A+ 3
Aol HEEAZA De Novo T oale] AlalE|ojol &1, Markman II AFz1of|A]
o] WEEASl AFARATL BAE Aolgtn ZEe e WA onE Hojst
a7} gl F7HH AF (prefatory comments)oll E3}sltial Hside) ¢ F58 A
2 Cybor #4e| tfste] Hojx 3we] FAKMayer, Rader, Newman)= Zoj% YR
wolgts v oAs JixIEeH, ofydt o)A AFTIAE dAaE A gotr] FE-
Cybor #A17F HFE 72 3] dof Ut

40) Cybor Corp. v, FAS Technologies, Inc., 138 F.3d 1448 (Fed. Cir. 1998) (en banc).

41) A A2 JEEA} AREATE £A18 Zlolal |AP) opd il ofste] et vt
TEHo2E HERAZA ANHEL AEol(de novo) HEHEITE

Serrano v, Telular Corp., 111 F.3d 1578 (Fed. Cir. 1997); Alpex Computer Corp. v. Nintendo
Co., 102 F.3d 1214 (Fed. Cir., 1990); Insituform Techs,, Inc, v, Cat Contracting, Inc., 99 F.3d
1098 (Fed, Cir. 1996); General Am. Transp. v. Cryo-Trans, Inc., 93 F.3d 766 (Fed. Cir, 1996).
Fastman Kodak Co. v, Goodyear Tire & Rubber Co., 114 F.3d 1547, 1555-56 (Fed. Cir. 1997);
Serrano, 111 F.3d at 1586 (Mayer, J., concurring); Wiener v. NEC Elecs. Inc., 102 F.3d 534, 539
(Fed. Cir, 1996); Metaullics Sys. Co. v. Cooper, 100 F.3d 938, 939 (Fed. Cir, 1996).

Cybor, 138 F.3d at 1455,
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5. U572t 2557 ol th3t CAFC BALe] 3

}7] Markman 1, Markman 1T ¥ Cybor 4ol oJste] AG-a djAjo] 4535 HE
2 FAlolH, aHBER (Wjildo] obd) Al Jste] wetEojok EFal, De Novo €
2ol elste] AIsolo} Gk o] WAL 1 The wole] AR, WAV 3
T Aol Aol Aake] BEEE onlE 37| flste] AN, oA
T WESAE SAIE ARJA ofdE AMd, mdA T AFTAE FAIE AdA el of
sto] ool EAEITE. AR CAFC ¥ E 5 dF+= oFSs71E Assla, o
E Y WESAE Adsetslen, = UeAs 5E93 A5E HolA| ottt
, AT ARE Atk BAPE FeIAe wEk WRSA e RS A
Ha agoz AE sfe] Gt 4 e Aolnt

i

6. Phillips CAFC AL 4] AL 2] Hel40

949} B CAFC WiF-o] EYAE af4st7] flste] Phillips AL A7E 2=
omn, I WA CAFCE (1) A7&e] &olv WiEd 3] 332l 7t ofss)
= b FoEolol s A7 (2) Aol H= &olo] omle B Tt ¢
7Fsst 718 st s Eolof ) (3) aBldt T AT 2 2 A
A, BAM YA FiE, Edold, RS &9 e, (4) 227 S B

45) R. Polk Wagner & Lee Petherbridge, Is the Federal Circuit Succeeding? An Empirical Assessment
of Judicial Performance, 152 U, Pa. L. Rev. 1105, 1170 (2004) (199613 Markman I #Z o]&&
CAFC7} 78 alld ARREE e 3937e] AR & 63.1%0llM ot 718 F=8laL, 36.9%
A WEEAS Z=xEe &3, Dyk Clevenger ¥ Linn A= Ao AFAS %3113, Lourie,
Bryson @ Newman SARE 719 U278 2za3ih).

46) Phillips, 415 F.3d 1303.

47) Phillips, 415 F.3d at 1313 (Claim terms must be given ‘the meaning that the term would have to
a person of ordinary skill in the art in question at the time of the invention,”),

48) Phillips, 415 F.3d at 1314 (“Because the meaning of a claim term as understood by persons of
skill in the art is often not immediately apparent, and because patentees frequently use terms
idiosyncratically, the court looks to ‘those sources available to the public that show what a
person of skill in the art would have understood disputed claim language to mean,”),

49) 7% aAe Slste] WES719] sl "ok (abstrac) & AT 4 Ql=l diFEe] dEls W
e U wl, gopr= AAEHA &AL Slvh 2Ed e 9 Farste] FTEe s
AHI7F 9171 St} Netcraft Corp. v. eBay, Inc,, — F.3d —, 2008 WL 5137114 (Fed, Cir. 2008)
(“In support of its construction, the district court cited many portions of the common
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of e} 71EA} Se) Selsn, WREAL SR EAe] $Ashe] Fzslolop shra
sesiolct.

CAFCE eIF-5717F W7ol wlste] Al o] F=5shtal Htsd 1 olfr=s

A, AL HEAL A AR T AE Aol od & ke A, B4, A 2
B2 Bade] FlEte] olalE wedeA B8 4 ks A, A, ol| onz

I a5e 95k A9kes AHME dths A, WA, eREAe FRrt
s 2R 4 Aok A, A, SvEle $AA S A% 379

o] FAse] #Ed o v A Fol A7En0

4
)
Y

V. DIZHAN 7Y efaie] vjy
L. Phillips X33 o]F-¢] 373} s

2005 79 1397E 20005 9¥ 13 Atelell CAFC7} #2g 86719 73 A
Al Al R e Ao ogtH s A el AT siAS 3UIs vlgol
39.5%¢) G3lgith. dF o8] AR T QlRFAR AT A g AbElE AR
2 RS o8ty A7 siE st ou 2 ZAFH o R phillips oSl It
71€7 vty Yozl He] A3 glttsy Ax, lRsAE 4 es Axshe A
o] A7 sl A B dS 7sAS AlaLstth= Phillips W29 =7t 37
o] AR dFH oot ZelEE HFE iAo dAAd E oS Ve A
al7] gk 2X|7F ek, 28gt 22 A EE Flo] A 9 A wd

olle] EFolc,

specification (including the Abstract and the Summary of the Invention) . . .”).

50) Joseph S. Miller and James A. Hilsenteger, The Proven Key: Roles and Rules For Dictionaries At
the Patent Offices and the Courts, 54 Am. U. L. Rev. 829 (2004).

51) Michael Saunders, A survey of Post-Phillips Claim Construction Cases, 22 Berkeley Technology
Law Journal 215 (2007).

52) Michael Saunders, A survey of Post-Phillips Claim Construction Cases, 22 Berkeley Technology
Law Journal 215 (2007)("A|A(Specification)E FZ3F H&S 44.4%, ATFS FX3 H|E&ES
20.6%, ZQ0|BS 23t vH|&S 8.6%, ARl 9)¥ =7 (Factual extrinsic evidence)E #Z3t H]
& 7.4%, A9 AolE 2 WEE 6.2%30H).

53) 1 o]Ae] & Aol whek, 40%, 44% FEE 37.5% =S A 28) WAl 31) #zE
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2. 37¥ A (interlocutory appeal)

olr
T
i

A8 dA o] #3l A (Markman decision)o] & & 1
A fﬂ e
EgrEe] o5 Ao Aol osh o= §F FARAF AT s el Bute] 9l
Hale ZE A9 dx2 o 83 F fdo] Wexd 2 B4 tigte] dhishe
= Ho] 3lo, ] J+ ARl7E Bol adth vE 3, ¥ STt S8
a5, B2 A ARl tiste] XML Al7]Ee] CAFCZF 2 SR
2] Sl vhakle g AT ek 99

479 Mol Wlee] we 7 2 8dle CARCHh AEele] 37 iAol
dete] 252 34 @] whgoltt. 37% e BAKow olele el g 4
Qolm, CAFCZ} 3134 BEe EFeHA 4 AEA B B9 H718e o}
A7) ol A, Y FA, AWt 39 L AdHon Ravhe Wold A
el BAE CAFC hburt o felstes Aae wake] deke E3stolol gt
= s % e s ERjg

54) PISSsRNERcke FA v=ddel AlF Foln, Obama AH7F &¥d & & 7HeRictel dtist
of =o7t Aid Aoz A5

55) William C. Rooklidge & Mansi H. Shah, Creation of the Right to Interlocutory Appeal of Patent
Claim Construction Rulings and Mandatory Stay Pending Appeal
¢http://www., patentsmatter, com/issue/pdfs/Interlocutory_Review_Paper,pdfy 200813 119 154 =&,

56) Ajay Singh, Interlocutory Appeals in Patent Cases Under 28 U.S.C. § 1292(C)(2): Are They Still
Justified and Are They Implemented Correctly?, 55 Duke L.J. 179 (2005).

57) Phillips, 415 F.3d at 1334 (Mayer, J., dissenting) (The trial judge is in a better position to make
factual determinations as to the credibility of witnesses, as the trial judge actually sees the
witness testifying and is not forced merely to rely upon a sterile dictation of the words spoken.
Further, ‘“[hhe trial judge's major role is the determination of fact, and with experience in
fulfilling that role comes expertise.”); Thomas Chen, Patent Claim Construction: An Appeal for
Chevron Deference, 94 Virginia Law Review 1165, 1183-84 (2008).

58) Rattler Tools, Inc, v, Bilco Tools, Inc,, — F.3d -—, 2008 WL 2165726 (Fed. Cir., 2008) (‘“We
have considered all of Rattler's arguments, Having done so, we see no reason to disturb the

careful and thorough post-trial decision of the district court.”).



A, A H7E S EFEe Aol

B2 2 sk, (2) %:rL?‘{} 3ol thek CAFCe] FAo] ofstuo] A3} sfjxo] o
] I, (3) BoloAl sastk e e & Acw sEE AuHds

F;jﬁ-é (forum shopping)o] WAsl= TS A& shk= A3z QU9 o]

o= CAFC FAFER oL Holx glo

4, Amgen A}7160)

Amgen A11& B AIRHEE Cybor AT ef3te] Bl De Novo” €
ol olaje] AEelel AT AL deisddn, Ao Awudel BAL o)
718k3det.00 olol] EEg AL Aol &gk AAlelE AAE e, CAFC
= 3 AFE 74’3}“3}%33P. A 7—1* stoll s5vde] FAHMichel 02 Newman, Rader 03
Mayer, Moore)= 7483t vttjje]dS /i8S om, 312 FHAKGajarsa, Linn, Dyk):=
o] Aol et ﬁ%ﬁ%gliﬂ %%9] oA JIASAXE ol 7]3|7} opd TRy
71212 sickelol Sua shgen, the adel Bk ATl deke ks
ALdgrolAl Ael7t st flslixd= 12789] CAFC Active HAY F TF(majority)
QA 7o) WA Bl Sfolol sh=dl 1 7] 2o] BAjRhe el Bl

59) Gregory J. Wallace, Toward Certainty and Uniformity in Patent Infringement Cases After Festo
and Markman: A Proposal for a Specialized Patent Trial Court with a Rule Of Greater Deference,
77 S. Cal, L. Rev. 1383, 1401-02 (2004),

60) Amgen Inc, v, Hoechst Marion Roussel, Inc,, 457 F.3d 1293 (Fed. Cir.), en banc rehearing
denied, 469 F.3d 1039 (2000).

61) Michel HY%, Clevenger (Senior) HA} W Schall FAP}F TS 743503, Clevenger, Schall 3
AZF el 7S Michel o] 2rolZdS F/dskalrt

62) 591, Nichel ¥AFE thg3t e AR kel Cybor Aol 7Isfolel Brkn T (1)

o3| L G, @ %E AF FH L AR Qe e Fol, 3) 3T el Be ARe

FAsE Xl i dALe “"41791 F A, @R &olE siMsr] flk CAFC Akle] 3]

Amgen, 469 F.3d at 1040.

Rader ¥Rz (1) Markman 11 thfi€lo] 78 siXo] 473k MEEA7E obd HEEAISH AMIEA]

o FOEARL WA W 2 @ AP WA A7 e J&w 2700 uth ge

ARME EARITRE e AgelA] deel Wad ol%2 AIShr), Amgen, 469 F.3d at 1044

CAFCOllE= 129¢] Active AL #}2]7} It} Senior HAF Alglolls s2xbe] Algto] glom 2008 11

2 #AAoll= 4782 Senior $AKFriedman, Archer, Plager, Clevenger)7} At}

5) Federal Rules of Appellate Procedure Rule 35(a) (‘A majority of the circuit judges who are in
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regular active service and who are not disqualified may order that an appeal or other
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Y Aotk 7 A 7R AT 3Woly Han, 20091 Folli= CAFC A}
Z AW v 5 Aog oEE R 00 2R Cybor “De Novo™ 922 FHF

10,

FolAl Aelh 7bsd Aow e

N

1

| sl e 2

5. 373 sl A2 AR

NAE golel ofrlE

47 49l poi
ok =, AL o 53

7191Al frelsHAl

olgt= FHasHi
F PR o g
7 Mol B
, BT Xl aTEE
a7 PR 8
olg] gole] ajxel ARl ARM FelslA]
P AT e aTehs

golol g 3
aofal Er},
o7t Bd A4l

0,

A&

OF1-
o

Sk A% Wk

R:r%bﬂ

Aol ol
NZ31A = Aol AAECE ) AL Axtel ¢

Jo] Erh Zlolth, agEme
fc}, 2o AgAow
o83t HTS ur] 95k WO
3 P2 A A
JEES 1| x| A
A e e L e A S i P
379 NS e} stk A

S Qlekos Al ol Sl 1 Sfste] A=, FApel o] P

CAFCelA Al Zofolr] Fake] Wio] &a wd Hele] A91E 7HAARE, A<

A7 shdlel e mejste dxe] o] Aelslolo} drka geke
proceeding be heard or reheard by the court of appeals en banc.”).

06) Rader ¥rtele] QIE|R(2008'd 9€ 259).

67) IP Cleaning S.p.A. v. Annovi Reverberi, S.p.A., 2008 WL 5119586 (W.D. Wis, 2008) (“The

reason for the order is not to require parties to parrot
claim terms; it is to avoid the devoting judicial resources
the construction of claim terms about which the parties

its language before the court construes
to the issuance of advisory opinions on
have no concrete dispute. As much as

the parties may hate to show their hands at this early stage, they must do so, if they hope to
seek the benefit of claim construction before filing motions for summary judgment. Because the
parties have disregarded the order and failed to demonstrate the basis for requesting construction
of the terms they dispute, their motions requesting claim construction will be denied.”).

O2 Micro Intern, Ltd. v. Beyond Innovation Technology Co., Ltd., 521 F.3d 1351, 1360 (Fed.
Cir, 2008) (“When the parties raise an actual dispute regarding the proper scope of these claims,
the court, not the jury, must resolve that dispute . . . When the parties present a fundamental

dispute regarding the scope of a claim term, it is the court's duty to resolve it.”).

68)
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A7 siH ddE vl Ao Hels () AT HS AREAE of
HEEA M, (2) HEEAlolER, wijilddo] obd APt dAdtstr, (3) =3k ¥
Alolng Aol shEale] dts EFIA o ARo] ddatH, (4) H7
e flgte] SR G WRSAE $AAF R FxHolok St Zlofvh. 1Y
gk o i B oAl el CAFC dedolAlzhs &4 42 =3e FoAM =
ofds] A7 el tig = FAAAA 3 Aok FF, vEEde] T
sl g WHe] ®iske AgGste SR dEARE & o= AZE A
Zh 2 =9l dRME dAle] v A7 s W wet AN E o2
A= Aol =93t}

—L:-:HUFL

2. "= 531E BAIN Zg oA 8 AR

oleld olslg e, % EdEd WANE Dl oM feld ARe
A e ek MAM, EH, B A7, AA, 04 Sol od 37
o golo oz AFetL 94 Gedl vatel AAY Bavt ok A, F7Y
of AhgE 8ol F 1 ofml] hste] theel o7} gl olol Tishek

& UREAR Auste] 1 gojol ofulr} e A&He] YeAd diste] PEE
sholof SR= Zolth, &, Ted Solol tiste] Wge] AIE Aol 1 ofnlE A
Aoz Polshs A T Wl @ & k0 b siMe] e Ael A
daiAs Zolt) ek, g ool tiste] AFHom ojnE Folsy)y
250, SF golE Aolehs ¥, Wby 5 985k 1 Aol W2 sl

m -
1
o
o
°

69) Pl=F el AS, SsabAS 1de] 027 A% Alejsta, CAFCe] A, AYgolAel ok

elE 10l 120] A% slefshe A% Reeh, o1 el A o14el thstel oleldoR
o A Sglm, 2ee FAE BT me AASA £ Aol

Old Town Canoe Co, v, Confluence Holdings Corp., 448 F.3d 1309, 1316 (Fed, Cir, 2006) (“The
district court's reference to the dictionary was not an improper attempt to find meaning in the
abstract divorced from the context of the intrinsic record but properly was a starting point in its

70

=

analysis, which was centered around the intrinsic record consistent with Phillips.”).
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g 5 Qe W9lE TBIFE BEY FY E= A B BAM T Aol
TR, QoPM(abstrac), W] A, o] Ruie MY Feo| Fitolx] AA

FAE AL JI=AE AEHoloF gt 70

3. FelveEle] 33 sl o] Al

A7 A3 s mE Mol Fashl tE AR, WEEA o, De
novo Tk ol B Selueeli A FesA 9k ¥2, A7 sHo] A
wAQl Ao FeEE A%, Juolfrt HA 22 FE g B Aols wAY
5 oglony, BT SMe] e AbEAlel Zo BHE A g g Sl
A% el S BEE EFdol Arhe 9Ho] glome WERAIA o,

Uol7H De novo # of¥ U Fashd ) |k AR S8 WaS Sls

oo

il

71) Tom Brody, Claim Construction Using Contexts of Implication, 13 Va. J.L. & Tech 3, 38 (2008)
(“Sometimes, the inventor is unable, or does not have time, to provide a definition for a
technical term used in the claims. Where this is the case, the patent practitioner should consider
citing scientific publications that disclose how the skilled artisan uses the term in question.”).

Liebel-Flarsheim, 358 F.3d at 910 (“As this court has frequently stated, the presence of a
dependent claim that adds a particular limitation gives rise to a presumption that the limitation

72

~

in question is not present in the independent claim.”).

73) ¥, FHY, FEFE WPl viAE AT AAE F AAlske B BEd SdolEs 9
Jorg ZAs}e]ol st} PSN Illinois, LLC v, Ivoclar Vivadent, Inc,, 525 F.3d 1159, 1166 (Fed,
Cir. 2008) (“. . . cancelled claims may provide ‘probative evidence' that an embodiment is not
within the scope of an asserted claim”),

74

=

Tom Brody, supra note 72, at 38 (‘The attorney or agent should include the term ‘without
limitation’ or ‘in an alternative embodiment in disclosures accompanying each embodiment.”).
olel ZA|ellN, AAldlE el Ash= A Fasith

Netcraft Corp, v. eBay, Inc,, — F.3d —, 2008 WL 5137114 (Fed. Cir, 2008) (“In support of its
construction, the district court cited many portions of the common specification (including the

75
76

=z

Abstract and the Summary of the Invention) . . .”).
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H7G Aol gloid Wﬁ 5 ARFAL $H AR RA0A ohfd WA

PRV $4 ARSE AU HE 998 TS B} Fas
ve] A, e ol REATL SREA $aste] welselol Gk AES
el ok foskyn Sol o sl HOR U FYS 3 g Ao 2
ok, S g Y Bolol A SuRe Avlm 3FYS IS e
o}

W e 0 AE B ATRE SIS sl I, W

o r

5.:

j&

al; =

5o FleAte] AN st ATAe eI Shairks B, Selell
Nel G7a slde] wiE o] oS s Aol Holde ol ® ol A
T e LGB W oIS e Aus SlENE St aTels 37
go] EA V5ol ey gEAsom F7at] s Holof st
Y BTae] B A SN AT L thewt ge MR
W Ao} Gria FAUT A, Fel 7R A Solo] Felshs UutAel e
nlo] el APRe SAshe Ag AHom selof s, M, 1 Qukel onl)
2HEE 49, 1 ouE weksy] el A, mRA B R} Sadow
a HOM: s, nhxmtem, 1 okl ojulo] gk e WA, E9lole 5
2% Eald wa Z9219] ool ofale] WG 4 lojo} FThsD Sl
A é}i%% Hlo} o], RBAL Zeldle] FuA owe} BaAH, oRIAL B4
of FldAe] e o1onsa} B, AR AARY FAE et Aol

77) Phillips, 415 F.3d at 1317 (“However, while extrinsic evidence 'can shed useful light on the
relevant art, we have explained that it is 'less significant than the intrinsic record in determining
the legally operative meaning of claim language.").

el 2007, 8. 24, A3 20065138 BAGNT Sl A8H FeAToleks olo] oulg
sAgel ol WAlKe] golt 94 kARl Sjulz A EE Aol fHola Hale] ALEAR)
ofu)} Bale] EaFolme Feae ael glo] Ealo] mART R e A,

79) tiHY 2008, 7. 10. il 2008%57 JJF@(N%’\‘{}O Al A" Az ol=w 51—0_?_ Az
ke Jasd’el 7ied Ao A WS & 5 glo] ajte] AR Aws =W & BEFs)
of a3 A3, Sl daicte] SHaiqte] A yeldl &abA] F=rtal g Ale).

o9l 2008, 2. 28, A3l 2005t477350, 2005t177367 HA(L g Fol7|ATH AT OZA, “fA
oY EWORIE ol S D) Shle] che AT AL A olufzt v
St gl TRl A e A,

A7ge e & J*’JS A Pape] zopkzal A7) A stol AP golol Wuel o)
o} g2 ouE Bojst 2= gtk gEY 2008 2. 28, A1 20058477350, 2005077367 HA(E3]
Al 71 ol ‘ﬁ*ﬂ*%ﬂ 1 golE 54T ofnz Aofste] ARgSRAL A S8 o Tl
ZIeRofelr Fdel AXE 71zl AKolst ‘%’2}9] 71e2ket dehelAl dukHow °WQL 8ol
ofuell w2} @AM HAE Fdtel SLEA M Eolof F A AAIRE ulbel] ofshd, Flo] 1
Bole 54T vz Aofste] R8sk B 1 gl wiete ).
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o golah] mjold) 583

37 A, 25 ol SAVIs, AREA, UREA

82) Phillips, 415 F.3d at 1313 (“The inquiry into how a person of ordinary skill in the art understands
a claim term provides an objective baseline from which to begin claim interpretation,”).

83) ¥ 1o A F g 2ol ol FAlel tidk MEEA 9 nlagd o] dasid s A¥E
stdom, 2 AHel Folgith. AR, I W8S Eiele Ao 71EH 2= viFsh, a9 W
|74 shtel =l Eitelr)ols EiFe] UT Biste] &4 AAlsIeH, T =Rk o2
Zteo] HJEs Aed Aol
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Y 2007. 8. 24. A3 20065138 T4,

008, 7. 10. A3l 2008%57 B4,
008. 2. 28, A3l 2005t}77350, 20050}77367 HA.
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David L. Schwartz, Practice Makes Perfect? An Empirical Study of Claim
Construction Reversal Rates in Patent Cases, 107 Mich, L. Rev, 223 (2008).

Michael Saunders, A survey of Post-Phillips Claim Construction Cases, 22 Berkeley
Technology Law Journal 215 (2007),

William C. Rooklidge & Mansi H, Shah, Creation of the Right to Interlocutory
Appeal of Patent Claim Construction Rulings and Mandatory Stay Pending
Appeal (2007).
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Claim Construction in U.S. Patent Litigations :
Aan Unpredictable Game

Chaho Jung

This article reviews U.S. jurisprudence on claim construction. So doing, in
chapter II, meaning and function of a claim was suggested, in chapter III,
important methodologies of claim construction were summarized and in chapter IV,
four landmark decisions, Markman I, Markman II, Cybor and Phillips were briefed,
Through such study, the U.S. claim construction law can be summarized as follow:
(1) claim construction is not a matter of fact, but a matter of law, (2) accordingly,
it shall be decided by judge rather than jury, (3) furthermore, it may be subject to
de novo review, without being given deference, and (4) extrinsic evidence is less
significant than intrinsic evidence in determining the legally operative meaning of
claim language.

This article suggests a few tips on drafting a U.S. patent specification: (1) the
possibility whether a claim language is meaningly restricted by intrinsic evidence
shall be checked, (2)an applicant may positively define a would-be ambiguous
claim language, and (3) dependent claims would be added to endow an
independent claim a different meaning.

Conclusively, this article proclaims that the Korean claim construction
methodology be under the following steps: (1) a claim language at issue shall be
given an ordinary and customary meaning normally understood by the person
having ordinary skill in the art, (2)if the language is ambiguous, extrinsic

evidence, such as dictionary may be firstly referred to clarify the meaning thereof,
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and (3) the presumed ordinary meaning may be rebutted by the applicant's intent
grasped by intrinsic evidence, such as specification and prosecution history, It is
believed that this methodology may enhance notice function of a claim, because
extrinsic evidence is more easily accessible and understandable to the third party

than intrinsic evidence.

Key Words : claim construction, ordinary meaning, notice function, extrinsic evidence,

intrinsic evidence



