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A Study on the Patent Trust Management System

Seungwoo Son - Eung-Jun Jeon

A patent trust is an arrangement whereby the patent rights as property is
managed by a organization(trustee) for the benefit of another. When a patent trust
is created by a trustor, who entrusts some or all of his or her patent rights to a
trustee, the trustee holds legal title to the trust property, but it is obliged to hold
the property for the benefit of the grantor. The trustee owes a fiduciary duty to
the beneficiaries, who are the beneficial owners of the trust property.

The trust of intellectual property(IP) came to be legalized by 'the Trust Business
Acty amended in 2005 newly adding IP to its trustable asset list, In addition, in
January of 2008, the Korean government amended 'the Technology Transfer &
Commercialization Promotion Act(“TTCPA”)) to adopt “a Patent Trust Management
System” to promote the utilization of “sleeping patents(non-use of patents for a
long time)” owned by universities, research institutes, and corporations, The
organizations who want to operate the patent trust management system should
obtain a permission from the Minister of Knowledge Economy.

However, there is also a skeptical perspective on the new patent trust system
because not only a domestic market for technology transaction is still immature,
but the new system much focuses on the sleeping patents rather than superior
technology, and the patent trust agent should be non-commercial, These
problems make the newly adopted system difficult to pursue maximizing the

value of IP rights,
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Therefore, this paper suggests that the scope of patent trust property should
be extended and modified the current approach so that a trustee is able to
manage IP asset for maximum return through various ways including strategic
litigation, licensing, etc, It also examines major issues on the new amendment of
the TTCPA, and provides a few of alternative solutions to promote the patent

trust system,

Key Words : Patent trust, Patent troll, non-utilized patent, Patent utilization,
Mitsubishi UFJ Trust Bank, Technology Transfer & Commercialization

Promotion Act, Sleeping Patents



