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Quanta v. LG ARl wlm e ede 1GHAeL Intelhe] 3% glo]dl= A
oFof] ‘B3] Ao 2 (Patent Exhaustion Theory)S 2-8-31HA] Quantad] $4ES 34
AR, & AL eI} AR 58135 T Yl Ase 1 AER
M, 20006 o]F S5jdAt delg YAkl SlojA EAI7E E S3HE T8 AR
gk Adelx 53zl AejPat HAE Fhskaat she A =24 oot b
H, Al A GARR ] 23AFAIF] S Al SALZIEES WAl &
J=All Bslo] e g2 AshaA SeldLZlolEe] WAl ThsAde Dol Tt
ot wEbA, 58] glolAlls Aok Slojx 2 #E ool HHE AR} RA 53
Aazlo]2el gk vl M| Bieel 3 AuE daido] o, FF A9
Filol & & e 53] gholila Aok Ssjdazlol2e] FF A gk £ o
dgsitt, obge, ¥ AR eyt 7o) &Fe] & FARRol7el %2l Yl
A HES Aejo] gltkal £t

FAo] : 53], E3|HALZo|E, ZAFAI, E5|gtoldl AlCk, Quanta v, LG
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IV. Quanta v. LG

V. §33A &7 3|msk= 2loldA A2t MEF
Vl. 22 0fx|of

I Soj7HY

2071 22 ARIEA Atz golE 5 itk 228 AR
Hasdo] 22 44

Ag oo olsl WA A2 8 AW FEAE

o Fad acw Pgsm Qow, Tkt 71de A BE] Sl e

W B We FAE T ek olgs FAE wigo FEE A e
=)

Belse] 7S By Fole HF & 4 AUk W, 20004 olF 7

N
1
rlo

FMTde S5EA7L Bl Bl ol BAZE 8 SSuA Fa el
that o, E5lAe] AL 9IS Fastan s 4TS welgeh
a

ol#dt S Htgskx T m=me] MThRide sddll 23 Quantarbeld LG

Az} Intelzbe] 7R gloldl Aleke] ‘Ed]HAZlo]|&(Patent Exhaustion Theory)

ol

D "2007d AR AelzAb, SR2ARRIT, 2007, 21-3HCHIRRS] 7|95l AXAE
5 A% A B4 tRE d FEEY s @ 558 AT Algen, At B4
E gdiske A, AA A FAE stk 7190] 75.4% otk a9} Eiioi gt 3
ATF7IRAME S AXAY AES A A JEE B8 3% - A9 Gdidl FEsia
Ue Ao YERtar ek,

2) AR e R T|gulzt Aok, Tisold Ak, gholdlz Al Fol Stk Alkke] e

ofel 714 Wl & & glow] 1 skgd Bekd Aol Fhel A glolw vIgle] AT gl

28e] ARLS B 7190 SolF olgall Sln 2alE UL £ 4 e AN oA B

sfefolils Alebe F& Hstol 9 4 Sk

Safefolis Aoke Boile] B8 2 £ glovk ACKIE Peishl A AL BE o

B o] oprk, vwel F2 WAk “Shlge i ¢ e

slfe] 2ro] ohch ek AFshIE SHck

4) E g, Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535 U.S. 722 (2002); eBay Inc.
v. MercExchange, L.L.C., 547 U.S. 388 (2006); KSR Intern, Co, v, Teleflex Inc., 550 U.S. 398
(2007).
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II, E2]AXIo]2(Exhaustion Doctrine of Rights)2] Ji'd
1L A&

‘H|aglo|&' e ‘FHzxvo|E(first sale doctrine) o]2}alE 3FHO) A Zlo]E,
TUHE = SAlA 2ol 5 A AEARHrY agjar A2 $jxel wet
gl AgHa e 2 Aollxde A4 Ao &2xlo]E TheH S3daxiol&el
298 Rhol 1 ool Sljshs AL YoldlAsh F oEd ABshe £A% b5

2 QA Auskn AdAsel e ole Foelx nRe) wiA g,
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rsﬂ

Es|azlo]22e 1852\ w]=r9] Bloomer v. McQuewanAtAC 2XE =oJxglon] Fof Mitchell v,
Hawley A ThA) 3=el5i2int,

Alett, “ALART 2o’ =tz Hely, 2003 A&5(2003.12), (9 AZe] B Hx
dfjol2e] FAol| thek Aol lojA] ‘Hxumjol2' S 9o TS Tl g Eo] AN, g
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E5Lzlol ol AW whEeldl BHEEe Uu wistd 1 SeiFe A
A 9 Aede] SPEeE 2Reka olF AwesAL B WHeR AR
Foolde o)tk %, SelA wx ANAAE SSES Bujgtess ofn] 2
Ao BAe GYY] o] AP Tl thste] Belrh 2dd olwm, 1 P
WA Qlste] el Aok AUEA ethe Zolth webd g e
AR BEL ABAE ol Afo] AIAL F= T 5 k.

T 55179 2712 AT dEe PAZk] FFS SIS 3% 1 A
o vhgol AE TEE F QATP B2 AN obge Fote] Efolnz
A= B olBE FAT & U QoA VT gesgaueldt Federal
Cireuir) ] ] w2 Aoke] igol WAlZlolm wx FA|z7le] ohd ojsl

z70] = Aol A3 AA] FEETAL Bkt

o=

T
o=
T

3. AL &

AT A0S A AGEe] Aot 1 BARS WP AE 7}
o i, Azbge] flEel} 1 BalEe] Gl AANEAL Sle el B

o o Adel ATY Aol 2elekAl ohushekn TSl 29 AZHL
AR Sjete vl BAAAT} AYd dHow B

2

ol

Zlo]&g9 wa)a 9t} =,

AES st A9 o]Fe] A wlEE Aol AFzke] wiEEL ‘FHzxo|
o ¢Jate] Addth= Aotk 100 T AR21ZME “Al202] e Eskal A
s BE 2Rk dEE BHoE dod dAgE /R sto] F o2 #gl

delE TSt Sirk "thejdolwt

thofoll thaliA A2zt 712 delolH, e
& s JATIE o] 8AT S

ofmlgch 1) tjeliele] wekeid ghilg vk

7) ALE, (SR, /HE9, 2003, 487,
8) E.g, Mallinckrodt v, Medipart, Inc., 976 F.2d 700, 706-707 (Fed, Cir, 1992).

9)

it ofy

Q4 5, TAEAR, 899, 2007, 2528CAARY Azl B 29 AzANRLE o}

oz wjzA] PAL |HE AlghstaL Slek).

10) 9je] A, 2529,

11) #1e] A, 25374,

12) Alstt, o) =, 78HCRTe] ¢ gE= tode] HoE Y=g
buy another record)2hz ET7& AR AEZ diofitydo] WAsIaL

& Al SIS,

T-U3FA] vlA] Q. (Never, ever
ol Wae AT 2K
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of ofstelss Hzel Wiz et AgAsclRe oelt HES Slor], SokA
A ek ohel ARE TR AR HEAGIAE SUE iU Qg

= sha gleh 1
4, FAIR 0]

FAlH R0l o>t “ef=ollA] Selitry AAlEo] v S el ols AW
S frede Afols, 7 dFol thste] FE=alMe] deh 23033 A
FH=olM e APt 2HER pidmon FolHo] & =7t Wellx dvl - ARS-o]
531 Al aldslA ettty ol@elrh. AFES Al QoM ‘w4zl
22 AAEE Ho| Ao o] ANHO A A xzlo]29] AR o}F A5
ot} 17 TSk WTO/TRIPs (Agreement on Trade Related Aspect of Intellectual
Property Righs)®4 Al6zold “o] Fgol w2 EAside] BAL slste] Az
R Aot A4x(FH =] Ao tHE TR, & HAHY ojmdt
TR AL 2ZRAE vF7] Aste] ARSEA] o EkaL fiAgstal Qe 18

FAHRZ0E 2 B dre 2Pt webd =AldLZ] Sl M3
PEAE HHoRE ofgA AT wAleh AAEnh 0 aeu 7] FA
ofmE tAE Headl ZAE vl 98l HEEHA Fevkar tAE] & # of
A7pA] ol ek mAlzek2 AdyEo] A dore W s Aw A=

o Salyel a|EAl Hollc.2

4 o

13) &X38], "AHAA, 98T, 2007, 430WCAZEY AR1zA AL e delde] AAE
Hrjg-gute 2 shgstal glvt. wEbAd HlgElE HHo R sk Sk BExol sidekA] et

14) gke] A, 430,

15) F19IsE, ko] A, 5667

16) 294, E3]9,, 2006, 281,

17) A&, 'S8, A, 2005, 998,

18) TRIPs Agreement $§6. For the purpose of dispute settlement under this Agreement, subject to the
provisions of Article 3 and 4 above nothing in this Agreement shall be used to address the
issue of the exhaustion of intellectual property rights.

19) 9, o)A B3y, A7, 2008, 629H(HHFYold FELS FuUl2 FUY
g& 7RIAL o]ele] ABAE IR GES Tk A LI,

20) 53l Ssjd=e] A osf 583 &xlolgo] AgHe A 1 55|do] Fod Yk o
o] ellet #g=7] wieltt.

21) AP, Weaeedst 581 e, Tl el 2855(2000), 1519,
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SslH2 HAR9 e 595 ol wet Zbzhe] Al s FHHoH, o=
shte] AAelE v AP 9T UWX] oflgtt ) v & 9 A

G Al tetol= AEHA odt. &, FEE dHeRE SiEe 4
HeA gt A= ARe A= ARSSY E‘rol‘f’ﬂﬂl Al steiet= Sslde 3
a7h =A| b=tk ololl tiste] of2] 7iA] shde] thol lovt T ofEe A
ZZlo|&olr} 29

= O AEARRS Ao A9 Az A0z gl HiRo] AatAte]
&S o] Al Toll ATH ARET AREA diE £ gle B O uke] Age
2EA] des o F ok S, dEale] Wept SsAaelEe] A8 Hu
Foe & F U 2 olie ARARNE APsHl wiEzds HSsHlUEE A

]

2AzplA a2 frrEo] = delol thete] o] slge] Hasr] uliolt.

III. £5j¢ 23 TH U5 §

o

P& Afrste] S Tl wieele 5319e
o =A AAelA Al E= P 7hsst
B, AREE vieele] Aleks B8l AlEs Tolld A3Ak AN S5jRAke] Az v
of fAgTs 53 X WeEs Adsigth» =, 5sldAs 5sdazlE Al

i

22) AdWE, ko A, 27HCAAIYS] SHAolF At AAYLE AR FPAo|nR Fs|oli IA
47 =9 7512_?_ detafof stk AL Eeith).

23) 9WE, 219 A, 2IECHAEA o] sl S-S Al Bl RS dAvlEkA| gt
T 53389 “‘6H7} =, go] el FoHY SSHUEE =2 A Y3ttt sty

F/‘rE So] S AR e Witk Aol 53121 dle] AAe]d sfdEER 553

o] &L ofxds] A7|el7kA| mAA ol Wi S3Ae szt Hoh).

24) B3 5, 'S3y, AW, 2006, S07ACE o2 A EH AfAA, BAF AAFEAE F
o] k).

25) Bloomer v, McQuewan, 55 U.S. 539 (1853); See also Adams v. Burke, 84 U.S. 453 (1873) (¥vt
oz}, v|=rd Y-S United States v, Univis Lens Co., 316 U.S. 241 (1942) A& #4835t

gl 'EaiatlolR] MgE A gald olETh),
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e A Ssjgtoll Aldks FEA SeAlES diEe s,
1 53R gl AlFel gk BE Ak sl Ert.2027)
A7} Bsfeolls Aok AHA ALEAIS, A187]
g Aulee] ARREAS AlRkel] A 21 55 Fo & S Soe vksel=
slt}, o]2 ZWolgte &%0], Federal Circuite P AL H Y] E3]HALR0]E9)
A8l digt e Gl SsjdatelA freld dEas st

sl el 2ee] Quanaddls] ol ] A isaEael B
I} Federal Circuite] AL mE|E o gx Es]@srzo|2o] HeWel 1 Esjglo]
A2 Aokl z7le] Sl A9 B olEe] ABevE AEstn v]5 Wele H5ne
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2. United States V. Univis Lens?%)

2121 Univises thEEzAdl Z(multi-focal lenses)dl] T3 thre] E5
BE Afrskal AT Univise SSAAGAAT ALks shAls &3taL, A3kl
A=Bjatoll 7] w= REAE A (blanks)E39) ABAFekES SFal Univisell ofsf A4
AP AARE AASS Arfetes S3letolAlAE Algstlat. B3k I AAlEA
EoAE Al FFY doldlag AlFstdetl 2 el e 254 Abolrt

APARD lolilze BE zFe FEACR NARARAS Tk gl w

26) Adams, 84 U.S, at 456 (“He receives the consideration for its use and he parts with the right to
restrict the use, The article ., . . passes without the limit of the monopoly.”); see also B, Braun
Med., Inc v. Abbott Laboratories, 124 F.3d 1419 (Fed. Cir. 1997).

27) Bur see Keeler v, Standard Folding Bed co., 157 U.S. 659, 666 (1895) (“Whether a patentee may
protect himself and his assignees by special contracts brought home to the purchasers is not a
question before us, and upon which we express no opinion. It is, however, obvious that such a
question would arise as a question of contract, and not as one under the inherent meaning and
effect of the patent laws.”).

28) United States v. Univis Lens Co., 316 U.S, 241 (1942).

29) Id, at 246 (‘Univise 16712 3] 7}2d] o] Abda= #do] Qs Edw i%s} a1, HHAIE
RAAE YAl loir dz=Bjatel ofsf ol&HolAls =g Aitels WHUSS|E EAskANL, 1
WSsE A= vAlE AAE ek AR os) AEE o= e M dafel= wdol
gl

30) Id, at 244 (“Lens blanks are rough opaque piece of glass of suitable size, design and composition
for use, when ground and polished, as multi-focal lenses in eyeglasses.”).

31) Id, at 244 (‘Z=rPdE(wholesalers)dlAle AlGSNZHE A= B35 Fufsia 273E 71831
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A B)FAFE Univise] E&] @lo]dlx9)l dhnfl ZZAS the Sherman Anti-Trust Act
o A3 gl AB3ED S Avtdda FAEHEA UnivisE thde® 4%S
A7) BTk A7) Adol thgdte] Univiss AAIEARE Atole] 71z
Univise] Sei7lo] 7lza A9 BAen FRsN e 5HNE gos
ks,
FRE W E BE AERA 0FRRE e SR B9 ol A5
Akort 1 BHSel ALl thatel ololE AVISHYEES 1ML Univisrh
59 Sale] el whel SHRTHELH YE A=E AF Aolw, 47

AN rlo m

AxE AhFSE PSS A=EAPL FFUE A= wAE AXE e B
of weh HEAow 1 S5l WHow AN €t olud Aue TAR B
& ANEAT} S7hE Sollzs glol T A=E Sshs nhAY B9 S )
Ak A Gk W B AL SR andnus)AR ol Ke, 2 Azle] #2

sl Ao EA viEeu e NSRRI FAd Sele) auels
Aol gloiy] ‘Balgiazleleel 2% ek
sl e “BehE AAFowANt o] §7bsd AlEe] SehE Bulauthorized

=Y

mlo

A A AA[ARS(prescription licensees)ollZl ARAES Ald 4= Q= AA|Ho] FojHa,
£ S (finishing retailers)e A= E3E Fuigls WS =udEd FUsh) 1o A)g
o Wo] 4BE A= Aol BoNE i AA] Stk APLIIEE B TA A
dAE =2 st £935kd] A8 UnivistlzE xWs 2FellA AFsh=
gho] A=z} ST,

32) Sherman Anti-Trust Act §1 (‘Every contract, combination in the form of trust or otherwise, or

FF
I
o,
=
tlo
B
=)

conspiracy, in restraint of trade or commerce among the several States, or with foreign nations,
is declared to be illegal.”).

33) Id, §3(a) (“Every contract, combination in form of trust or otherwise, or conspiracy, in restraint
of trade or commerce in any Territory of the United States or of the District of Columbia, or in
restraint of trade or commerce between any such Territory and another, or between any such
Territory or Territories and any State or States or the District of Columbia, or with foreign
nations, or between the District of Columbia and any State or States or foreign nations, is
declared illegal.”).

34) Univis Lens, 316 U.S, at 242-43,

35) Id, at 248 (“The Government has not put in issue the validity of the lens patents, but argues
that their scope does not extend beyond the structure of the lens blanks and consequently
affords no basis for the Corporation's restriction on the sale of the finished lenses which the
wholesalers and finishing retailers fashion from blanks purchsed form the Lens Company.”).

30) d, at 246 (‘&= BE §7/je] 53] A7ke Bk, A7), 7&, J2al asEe] SREAE £l
A Aol BHES /ML e el HH°3° W&o gt

37) Univis Lens, 316 U.S, at 247,
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sale)= AiE AFel B 5sjde] Trlolrtehas) FAJshas Eejdazlol o]

Ag9 # JE 2AT YAt EF, AT 37 We) BH 8AES

gl Qe 5 ol2e REAoe b 53] AFe] ol SAETD Univis
ARASIA Btas] shan ik

§7) WAL LGHATE BHHARA 250 ARl B34 Aol LGHA7E
sashe ARHe AL AT Welolw, SslAiolR ] e EHS B
A Aelgroms, SsiuAe TYe AT Fad Dol 2 5 ol

3. Mallinckrodr v, Medipardi®)

B APAe] 9319l Mallinckrodt= F-3%0 ‘13]9F AR23MA(Single Use Only)'e] &4
s 2oy soge]o] W] Tujstgon, HYe 1 BES ALE
S HE AHEAEZE I BES HYo] AHEsteE sl oF-E wWAIs 21e 2 5}
At AR Medipart= WY O RFE AR FES 3ete] 1 HEs -85t
Helol $202 AFF3FILE 4D Mediparts A-E Hojzl REL FelE o)z Aozt
FAsPAA 139 ARRSEA o] FAE o|st Aolgta FHskrt
=, A7) AL o8t An)of42) Fshe] E35HEAF] MallinckrodtZ} Mediparte] 3§ 9]
AFEE BAT 2O AL S Wz AFstel S5UNLES AV
g ARl A,
14& Mediparte] #52 388 Felgta SR, 5313

ot

rlr

¢

HxAvws <l

rlo

38) Id, at 249 ([Tlhe authorized sale of an article which is capable of use only in practicing the
patent is a relinquishment of the patent monopoly with respect to the article.”).

39) Id, at 251 (‘[Wlhere one has sold an uncompleted article which, because it embodies essential
features of his patented invention, is within the protection of his patent”).

40) Mellickrodt, Inc, v. Medipart, Inc,, 976 F.2d 700 (Fed. Cir. 1992).

41) Id, 976 F.2d at 702,

42) Id, 976 F.2d at 701-702 (“The patented device is an apparatus for delivery of radioactive or
therapeutic material in aerosol mist form to the lungs of a patient, for diagnosis and treatment
of pulmonary disease.”).

43) Id, at 702 (“The device is marked with the appropriate patent numbers, and bears the
trademarks ‘Mallinckrodt’ and ‘Ultravent and the inscription ‘Single Use Only, The package insert
provided with each unit states TFor Single Patient Use Only and instructs that the entire
contaminated apparatus be disposed of in accordance with procedures for the disposal of
biohazardous waste.”).
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M Fedeal Circuit F3E2 Fujgl u4EL 1 A

QL FAl| wetop & o F5 ATl Medipart®] 53 E A =& °
Agie S5 Al W B 2 AR T Ae] S BAT P
A AelE &ATIH AR SSjAlEe] dvle 2313 Hold = Sltka
Alet Sl azlo| & ‘AT dufo) ol AYEA S BEs] WA
ot} 49

19} BJEo] Federal CircuitE AJARE-ol th3t Asle] HAEA|(a matter of law)ZH
S5 Ao WSt B8 14 298 enoR 9uRA & ANE
of tigk Algke] 53] 5189 Heloll IEAAY AT}t HolA AT 1 Agke
ke SEAl g theel ol PALE WA ek w2, Wl de)
o g Fhehe w9 HellA 53z fiuk Eﬂfﬂ"ﬂ 63%"6194 A w2t =

L O
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rok

W, oF  Jm BN

rlo

7] BEL Unvisihle] fbdv= g2 S8|daie Alkshs 23] v &
5@ a8 AdER gkevial B ol MallinkrodAb1e dAldew 539
Aol 25 wiAlslaL 53]9S 272 AAdAE &4 & 5 e deE s A

ot Z, ol EaluAe] FelgAe AP A FF Wl 2 JF3
[}

4, Arizona Cartridge Remanufacturers v, Lexmark Intern4?)
B2 24

B Ae dolAzey BU sk AgAe) Aol AAADE Sl 18] AL

44) Id, at 706-707 (“The principle of exhaustion of the patent right did not turn a conditional sale
into an unconditional one.”).

45) Id, at 701 ([Ulse of a patented product in violation of a valid restriction may be remedied
under the patent law, provided that no other law prevents enforcement of the patent,”).

46) 35 U.S.C. §283 (“The several courts having jurisdiction of cases under this title may grant
injunction in accordance with the principle of equity to prevent the violation of any right
secured by patent, on such terms as the court deems reasonable.”),

47) Arizona Cartridge Remanufacturers v. Lexmark Intern, Inc., 421 F.3d 981 (9th. Cir. 2005).

48) Arizona Cartridge Remanufacturers v. Lexmark Intern., Inc., 290 F.Supp.2d 1034, 1037 (N.D. Cal.
2003) (“Lexmark manufactures and sells laser printers and compatible toner cartridges. In the
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2 wksl(single use and return) o|gl= ZFER|A]ol] FabeE ] 27 VW] =
EEEAUYSA O Bete] Aol RS fRkGaL FEeEAM ZdE AdAE
W 24 AVIE AReldT B 9AS SSAe oA, Wi F 21
o] e} Addste oA I FAe By}l Lexmarke] Ed]|@g|o] EIFEEAE
71w skt

o] =L Lexmark®] Prebate Program49-& U802 3= FAZHE AIZEHST
o T2age] ulge obelet 2ol WAIHe] Sk

TS e dell ¢ U= 13] AREAIRHGsingle
use only restriction)’®] gho]Al2 Alokol| Feolgh= Hfole EWrI4ow JlEZAE
T = JARE, 2 Rkde] ASelle WREAEHIE wisksfjob st tERRAIE A7}l
Tufsor & Aoltt."s0

mTo
o
BN
QL
1)
2
5
o
2L
=
4z
2

o TzaWe UEe] YALeel 2AS YA Bl F AR Jraick
E5HA B 1AH Y-S Federal Circuit®] Mallinckrodt A9 #Ad) wlg} &
S|AIF FEF Alghe Aol 53] FFe] Heljke] W& #de] e & Ut
oIt Kkt ACRAY 53124 el st 4ol thate] t o) ardellA
THEAlE 22tk
BhAgE AlFHA THE A7) 3FTE oo ths}e] Federal Circuite 141H4E A
Aepar oA ‘AR ARYE FE 4 vkal #Esleh 2 2 AR
o] ZAIRL, Fvlirl= AEE & e 71EE e, S-S tiilee Eeivt
= A7) wiel et 5D

printer market, Lexmark competes with other manufacturers such as Hewlett-Packard, Canon, and
Brother.”).

Id, at 1037 (Lexmark: EU 7}E#]A] FjA] non-Prebate and Prebate®] th& 714 Zz 1218 A
s3] A1),

Id, at 1038 (“Please read before opening, Opening this package or using the patented cartridge

49

~

50

=

inside confirms your acceptance of the following license/agreement. This patented cartridge is
sold at a special price subject to a restriction that it may be used only once. Following this
initial use, you agree to return the empty cartridge only to Lexmark for remanufacturing and
recycling. If you don't accept these terms, return the unopened package to your point of
purchase, A regular price cartridge without these terms is available.”).

Arizona Cartridge Remanufacturers, 421 F.3d, at 988 (“We hold that the contract on its face

N
—
—
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5. Monsanto v, McFarling®? 973 %2

£ 9 319l Monsantox= P Yo} Al xAldl Adehe #ddos WEd 3=
LS A ASRE Al2ES Aslgdct 22]al Monsanto:= S35 4o

o) @rAEe] RS we PHASRRE 7SR (Technology Agreement)' 25

A McFarling2 A5t Spl=E F Aoks Tofislar 7|e7Alebx(Technology Agreement)
of Aratairt. 22y McFarlinge & Al o] 2315 whzA] F3kar o] g3k
Monsantoi= S3]33)], Aleks] 22l 54 7FAE(preliminary injunction)g
sk7] 93k a2 A7) skl
1412 Monsanto?] F3IEA] 7R AlA-8 whol=$I154), Federal Circuit> McFarling
o ARl SR A8 G Dl AeAN] 0 2dge fan
Holx Es|za] ¢ Alekyurs dithslol] QJolr 12418 RRSFILy. Mallinkrodr
A}ﬁo]]/ﬂ},:_ Gasl Ak Bal AFsl Qo General Talking Pictures Corporation
ARdeME SS|AlE #E 3o 55]d ERel e BE AL U=
Hp55) Federal CircuitS Monsanto2] AleFS E35]H 9] Eaﬂj‘ﬁ-ﬂ@] FitHpe 534

rU

appears to be enforceable based on the district court's findings that consumers (1) have notice
of the condition, (2) have a chance to reject the contract on that basis and (3) receive
consideration in the form of a reduced price in exchange for the limits placed on reuse of the
cartridge.”).

52) Monsanto Co, v. Homan McFarling 488 F.3d 973 (Fed. Cir. 2007).

53) Id, at 980 (The agreements include the requirement that the seeds are to be used “for planting a
commercial crop only in a single season” and direct the licensee not to ‘save any crop
produced from this seed for replanting, or supply saved seeds to anyone for replanting.”).

54) Hybritech Inc, v, Abott Laborities, 849 F.2d 1446, 1451, (Fed., Cir, 1998) (“The general rule for
grant of a preliminary injunction is that a party must establish (1) a reasonable likelihood of
success on the merits; (2) irreparable harm, or harm not readily remediable monetarily; (3) a
balance of hardships tipping in favor of the complainant; and (4) that the public interest is not
disserved by the injunction.”).

55) General Talking Pictures Corporation v, Western Electric Co., 305 U.S. 124, 127 (1938) (‘[Tlhe
patentee may grant a license ‘upon any condition the performance of which is reasonably within
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IV. Quanta v. LG5%)
1, AHEA
19999, HAAAIE AZGA] 93 LGHARE 1900d% W AFE ArgRokoA]

AR Y9AE AT Qglonl, F Ropolld threl JhA Qi B85S afaka 9)
1=

UE Wang Labl 258 543 AFH 75355 widstadtt. LA widst

the reward which the patentee by the grant of the patent is entitled to secure.”).

56) Quanta Computer v, LG Electronics, Inc, 128 S.Ct. 2109 (2008).

57) Quanta Computer, 128 S.Ct. at 2113-2114 (2008) (LG7} "HdEF 53] & 4,939,641(641) 53] w2
g2RE 7P A4l dolElrt FEHES st F HEEE YulolEV} Tt sk AlawlelH,
5,379,379(379)5 8= Hlolele] ¢i7|ek 27)e] Wz a7 A= Al&wloln, 5,077,733(733)
5ol ZAFE Y] FEES A4shs buseld ol Hloly EfEE xdste AlHoR T44H
of lom I AlXEE ARgslr] gt WSS EAskAT).
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& 2R LGESE E3et InteldlAl 53& s7ketqirt. 2 Ssigtolil= A
2 2719 W8-S geldke 2719 Ak R o] Folx USlth A, LGHAe} Intel
ko] o]l AloK(License Agreement)258) Intelofl7] FHLSH goldlx~ Hels ¥
ofsh= W85 Fdskal U

‘Master Agreement & Gzl F-E2Q) Alekol|A Intel “LGHAZFE FH 53 Intel
o groldlza= Intel AF2|S] AFH Intel®] AF-5 At A3APE Bikel= 2e
AEE HAFoZY EAZ o E(by implication) %] ¢t} =59 ARSI
A M FA] & Al FoJstar lom, o}&2] Master Agreements= “o] |2k
fRke Ssfgtoldls Aok Ao 7L HAE on JFEE mAAw gFerhal
TS A0

Y3l Quantay FHFH AZPAZA Intel2HE vlo]a2 I 2 MAe} IANES Ful
31JaL, Master Agreementdl] 9J3l] FAE AHIAE FH3IATt. I1Hdw= B3kl
Quantas= 37He LGAAL 53818 AAsh= WHOEA Intelo] wlo]AR2 X 2AA e} 3
AES Intel?] AFo] obd wme]el WE(memory and buses)Z} AgFste] FAFE
E Axskgct. 28y Quantay Intel®] BEES WHPSHA] kil AAR 1efgh
FEES Al Hry o 28 o Intele] HAAFH(specifications)S WH5ITE,
A7) AR wet LGAAR= Quanta®t WABFAA] Quantar: Intel®] FE3} Intel

olo] Fasdte] At A=FoEA U ol Inteld] Flollze] oldE i &
il
A2~

190,

N
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r
Y

2 2AZ so] 2ElE 97 Sk ol thestel Quantiz ofn] ghol
2 7P el 2RE AEshl S FUskas] uheel EsUzglolzel o3
A o ol SSAAp) BHUe F4 ¢ 5 gickn sy 2dEe] ARe A4

L, S A7IsHIH.

58) Id, at 2114 (“The License Agreement authorizes Intel to make, use, sell (directly or indirectly),
offer to sell, import or otherwise dispose of its own products practicing the LGE Patents and
purport not to alter the usual rules of patent exhaustion.”).

59) Id, at 2110 (“[Dloes not extend, expressly or by implication, to any product that you make by
combining an Intel product with any non-Intel product.”).

60) Id, at 2114 (‘[A] breach of this Agreement shall have no effect on and shall not bo grounds for
termination of the Patent License.”).
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12 (the district court)& LGAA} Intelol|A] &7kt
AlEe] A FulRbEe] diste] 1GHALY] SSHES AAIIva #AlehEA
Quantadl|A] F2]#4 (summary judgement)2 F-oIskth 14HY =
FEol Pl 1oAY 55 QSR B gl aAEe el
o2 uREA AR-S 7HAL YA 7] whtel, LGHAte] S7tE e $dE A
FH M 531d8S 2AFTAL A8

e 3 o]Fo] &N 1Y &
g Hon, WY AT Pdele AEHA S BE 3}%5} 02 = 1GHAR} 53] 2747}
< W ATEE 2k i, 53 1894 Gethal ®Hydot ]
5 Quanta’} FaE sHoM, %ﬂiﬂiﬁﬂ%o Al AgS A8s 5 A
(the second order)oll 2J3}e] Quanta®] A HAT IF2o] $E|(Pyrrhic victory) 2
AZEIer, &3, QuantdAle EAIA gho]dllX(implied licenses)7} {188 &<ls}
et 63
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3,220 B 2460

Lo

Federal Circuit 141049} 22 B5S 28shdr #2S AHE shlal 147 €
o] e IFES AATH Tl AFEE 3] (reverse) 3T

AR, ‘FA1Z glo]Al2Yol] thste] Federal Circuit Intelo] T|IEA  E3|2to]Al
2 AP AFS A BAR Jall FFE Sslol viete] gholdlxe] A4S ®A S
A Gete Y-S BARIEY O 7= LeHAke] Ssigtoldll A9k Intel €]

61) LG Electronics v, Asustek Computer, Inc,, 248 F.supp.2d 912 (N.D. Cal, 2003).

62) Id, at 918,

63) LG Electronics, 248 F.supp.2d at 912,

64) LG Electronics v, Bizcom Electronics, Inc, 453 F.3d 1364 (Fed. Cir, 20006),

65) Id, at 1369 (‘Intel expressly informed them that Intel's license agreement with LGE did not
extend to any of defendants' products made by combining an Intel product with non-Intel
products, In light of this express disclaimer, no license can be implied.”).



124 | AT 4 12

AT Intel 9] AlFTe] Aol o8 Brbd vuEe] BE AFOR SR &
o= Intelo] LZ oA BHsHAl X7 wHEo|ot.

=, SsjdizlolEo] W Aol AHEE=A] HESIITE Federal Circuite
Aol H]Fo] EdizlolE&2 WY A7 ALHA o= AR, 12y &
s ALzlo)Zo] A HFeel A&Hrhks 1YY #ES skt 2 o=

Aleke] Z7o] Wl A1F-(disclaimen) 22 IHE A EFHALZIO|ES =& oX]

gl Eiaglol e welA asih
o s

e AL 2 = 3ok ool tig8te] Quantails wlmr AU THH A AFaL 3

o
N
#ﬂl
i)
lo
e
B
al
e
2
Jm
)
r,
b e
2
o
!
%
BN
N
T
b
=2
lo,
oy
o
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njs A el 9 ARl thsle] AFolErg ®(certiorar)& FAAFS FAl, 267)
AHGiR) o] BARAREC] MAZRANE AWt 14704Fe] XSS LGRS AAIF
T, 107K Quana®, 2R ol E= A8 giskh.6

Cisco, Dell, Hwellet Packard and IBM3} & Z1FE AZYPAEL Federal Circuit
o) Heple] Mol Sl ok e, 2 AeladolEs Aedo} drhu
TS, w3k, 2207 Al SSdaAE A es EAshks A sEA
= AR SsFsol tig te= & F e duE FoleZH Afol AloRite]
o vugh #¥e 99 & F dokal FAE, Federal Circuit®] gk HEEo]7]
of ghhal b Quanta] Y-S A|AISFAH.

InterDigital, Rembrant and Tessera®} #-2 thHE2] IPAR 7|HES LGZHAIe}
IntelAfo]ofli= ou] ZAX Aleko] ZAY3}al, Federal Circuite] HAE ZEFEo] o}

gtk FsheA LoARkE AAshelr

e

66) “Quanta v, LG, Electronic Frontier Foundation, <(http://www.eff org/cases/quanta-v-lg), 744U
12008, 9. 25,
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AR, v= ALY 3719 Federal Circuit®] @AW= Byskal, "IHSsI=
AFold Fx|e} o] AmjEo] A= xR, 1 o] AlFel FFAISHembodied)
HolFohd, S5 X HARIT "L AFshas SedizlolE&e W 53ol=
ZGHTAL FAIBIITE 1 olfi=, W S35l date] Axlo|Eo] HEHA &
=, S8147E 3jyaly] flal 53 ST ofdAl o Y AT
o2 7]&d 4 Q7] wiFo|t}t, wlebd, vt 9S Federal Circuite] #2428 1}

o) i8] e el Abpol 98 A Selel wel Wi wRE e o

ojo} slth= 271A] 2AE AAEtL Jh70 1 ZA o wel n=Z o9 Intel
o] AFL LGHA Al=F EFE Al HAFEHAIZEY sl A Qe o=

Rl Abgo] gt At =, v 8%9 ARgol gles Ad Holot. &9,
Intel®] AFEL LGHA} A2 ﬂ?ﬂ—/l uhgo] @4 WRZ AXEka glvkal g
aFQict. 7

npREte 2 87Fe Fulj(authorized sale)'el] tidte] FAIBFAL Sk, wl=<AhE <

< SsjgtolAl Ak E3E IR = Bk, Intel] AE Intel 9|9 Tk
E AEL Zdgshr] Yok sk a4e] AzE](downstream customer's rights) S HEHSH

67) Quanta Computer v. LG Electronics, Inc. 128 S.Ct. 2109 (2008).

68) Bandag, Inc. v. Al Bloster's Tire Stores, 750 F.2d 903 (Fed. Cir, 1984).

69) Quanta Computer, 128 S.Ct. at 2118 (“We therefore reject LGE's argument that method claims, as
a category, are never exhaustible,”).

70) Id, at 2122 (“Intel's microprocessors and chipsets substantially embodied the LGE Patents because
they had no reasonable noninfringing use and included all the inventive aspects of the patented
methods.”).

71) Id, at 2120 (“Intel all but practiced the patent itself by designing its products to practice the
patents, lacking only the addition of standard parts.”).
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72) Id, at 2121, (“To be sure, LGE did require Intel to give notice to its customers, including
Quanta, that LGE had not licensed those customers to practice its patents, But neither party
contends that Intel breached the agreement in that respect.”).

73) s7H Aujelrt, Sslazlolgg Agsy Avie Adshs A2 glerh WSS Sslda
Zlol&5 A&l ol 2 ‘%‘”*Eiﬂﬂ A aas el JAE et T VIS Al

AESE,
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=5 37ge Eg9 59oe TAEN, Selo 4RE due 2 A7 W
2 o|olzith ) a3k Axlolge] A8 glol shte] Fyate] Axlghy 1
T

njEegEele Seluatolge] ta B dste] tiste] AFska ke oA
& AFo] S35 PAIS Sk gl @ Telm 4ol 1 AFo] AEH B8 HT
52 AlA 1=

s Qe ARkE 1 Sl 239 dvjdt bebd el Sejge] &

Quantarpdeld A ede AloPgel futoi= AgFshAl il 37 &=

74

=

HEA, ‘HlFelr o] SeALzol2e] AN} 1G v. Quanta ARIS| ojejek AR, NT 7|3t A

AR, 2000, 94AESAY Sl gt Alkeinial o] Eafuldetel lolx @AAE zfol7t 9

7] wlzolth).

75) 29, o] A, 347,

76) Quanta Computer, 128 S.Ct. at 2121 (‘the exhaustion analysis is not altered by the fact that
more than one patent is practiced by the same product.”).

77

—

Id, at 2122 (“we express no opinion on whether contract damage might be available even
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AxEAe] o5 e %4 o] glolAlrs Akl HEs fo] Aol
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though exhaustion operates to eliminate patent damages.”).

78) Intele] HEele] b HES ASF HE AeAlel tid Bk s7hEA 927] Wl Intel EF
HAt A 5 ek

79) A2, Tmele] ebt el Baho] FelAe] ol slic Afoks Eogels BUAATE 29
e ol Akl R MU ul ol AAkAe] HEAFE T 29 5 B 5 Ak

80) Pavan K. Agarwal, Post-Quanta Considerations in Electronics, Patent Nation Seminar (2008).
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81) Carlin, John & Loh,, Christopher, “Patent Exhaustion Revitalized?’, 7The National Law Journal,
4(2008).

82) Quanta Computer, 128 S.Ct, at 2118 (1. LGE did not suggest an alterate reasonable use for the
Intel products 2. The Intel products could not function unless connected to memory and buses
3. The only apparent purpose of Intel's sales was to allow Quanta to use the products to
manufacture computers that practiced LGE's patents. ).

83

=

Bandag, Inc., 750 F.2d, at 924 (“Bolser has pointed out that, while rim modification could have
rendered subsequent use of the purchased equipment free from charges of infringing the Carver
patent, such a use may have resulted in subjecting Bolser instead to charges of infringing the
Barnett patent, Such a possibility does not negate rim modification as a possible alternative to
avoiding the infringement charged here.”).

Richard P, Gilly & Mark S, Walker, “Supreme Courts Quanta Decision Clarifies the Reach of
Patent Exhaustion”, Intellectual Property & Technology Law journal, 5(2008).
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86) Bandag, Inc., 750 F.2d at 924 (The first test is “no license can be implied, where as here, the

rSL' u&

equipment involved has other noninfringing uses, even if only as replacement parts,” The second
test is “A mere sale does not import a license except where the circumstances plainly indicate
that the grant of a license should be inferred.”).

87

~

Amber Hatfield Rovner, “Practical Guide to Application of (or Defense Against) Product-Based
Infringement Immunities under The Doctrines of Patent Exhaustion and Implied License”, 7exas
Intellectual Property Law Journal, Winter 230(2004).

John W, Osborne, “A Coherent View of Patent Exhaustion: A Standard Based on Patentable
Distinctiveness”, Santa clara Computer and High Technology Law Journal, 646(2004).
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ABSTRACT  ---omemrmmemrmmemrms e

The Strategy of patent licensing reflecting
the decision of Quanta v, LG
(the extent of application of the patent exhaustion
theory and the possibility of exclusion by the
conditional agreement)

Sung Pill, Hwang

In Quanta v, LG, Quanta won a his suit from The United States Supreme Court
which applied the patent exhaustion theory to the conditional license agreement
between LG and Quanta, As the decision which put a brake on Federal Circuit's
position toward pro-patent attitude, it's not differ from the decision that have
reduced the right of patentees in the decision about the issue from a viewpoint of
patent law when they exercised their right of patent since 2000, On the other
hand, The United States Supreme court left open the possibility to exclude the
patent exhaustion theory, avoiding any mention whether a patentee could exclude
the application of the patent exhaustion theory by inserting a definite restriction
into his patent license agreement. Therefore, we need to examine the decision that
has been done about patent license agreement before this decision and analysis
the future relationship between the patent license agreement and the patent
exhaustion theory that will be the issue for the future, Futhermore, as it is the
case that one of Korea's companies was a party of a suit, we need to review the

decision in a position of our companies,

Key Words : patent, patent exhaustion theory, conditional license agreement, patent

license agreement, Quanta v, LG



