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A Study of the Standing to try for Invalidation by a
Licensee

Su-Cheol Kim
Abstract ‘ ...........................................................................................................................

In a trial for invalidation of a patent, the Korean Patent Law has
requirements to be an interested party or an examiner to prevent from
random claiming and to stabilize the industrial order. For the
requirement, several theories and cases exist whether a licensee is the
interested party or not. In addition, it is needed to consider whether a
licensee’s trial for invalidation is conflicted to the principle consrust and
good faith, and whether a no-contest provision for the licensee in a

contract is fair or not.

In Korea, America and Japan, a licensee’s trial for invalidation is
not conflicted to the principle of trust and good faith. For the
requirement of the trial for invalidation, the America and Japan permit
the licensee to try for invalidation. But, Korea requires the party of trial
for invalidation to be interested relation, and there is an issue for the
licensee. For the no-contest provision in a contract, America say that the
no-contest provision for validity of the patent cannot over-ride federal
policy, and, Korea say that the no-contest provision is likely to be
unfair. But, Japan say that the no-contest obligation of the licensee is not

unfair in consideration of the anti-effect of fair trade and efficiency.

Considering the case of Japan patent law in which the requirement
of trial for invalidation was abolished, it is considered that the standing
to sue as a requirement of trial for invalidation is not necessary. If the
requirement of trial for invalidation will be abolished, it is expected that
the judgements would not be conflicted to others, and it would be

achieved the efficiency of trial procedure and the protection of fair
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patents.
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licensee, trial for invalidation, standing, estoppel, interested party , no-
contest provision



