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Fair Use)o|g} ¢ E} 3)

1) WTO TRIPS Art.17 (Exceptions) Members may provide limited exceptions to the rights conferred
by a trademark, such as fair use of descriptive terms, provided that such exceptions take
account of the legitimate interests of the owner of the trademark and of third parties.

2) 15 US.CS§1115(0)4) That the use of the name, term, or device charged to be an infringement is
a use, otherwise than as a mark; of the party’s individual name in his own business, or of the
individual name of anyone in privity with such party, or of a term or device which is descriptive
of and used fairly and in good faith only to describe the goods or services of such party, or
their geographic origin:

3) LB, D=, EMST 2452, 2006, 460H,
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FH3FAEH (Community Trade Mark Regulation, CTMR) A|1220]| 4
= ARl AT, A AEY B, S, o, 85, 7HA, A Al A
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= Ue7] flste] Zast Aeoles 354 RS ags ARtsial 3o
o 4 o= EU AR A4 A6z Al1ghe w2 Zo|ct5)
Ui Y A6zl = 2] T FABH ] aEo] njA|
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4) Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark(Community Trade Mark/CTM Regulation/CTMR) OJ 1994 L 11/1.
Art12 (Limitation of the effects of a Community trade mark)

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in
the course of trade: (a) his own name or address; (b) indications concerning the kind. quality,
quantity, intended purpose. value, geographical origin. the time of production of the goods or of
rendering of the service. or other characteristics of the goods or service; (c) the trade mark
where it is necessary to indicate the intended purpose of a product or service, in particular as
accessories or spare parts, provided he uses them in accordance with honest practices in
industrial or commercial matters,
5) First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (Trade Marks Directive) OJ 1989 L 40/1.
Art6 (Limitation of the effects of a trade mark)
1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the
course of trade,
(a) his own name or address; (b) indications concerning the kind, quality, quantity, intended
purpose, value, geographical origin, the time of production of goods or of rendering of the
service, or other characteristics of goods or services; (c) the trade mark where it is
necessary to indicate the intended purpose of a product or service, in particular as
accessories or spare parts; provided he uses them in accordance with honest practices in
industrial or commercial matters
6) U= MEH M26X (FHEREDRNN RIEIREETH)
EHIEREONE, KZIBIF 2R MORHZD —2E B OTLRBDEES.) (21E, RERL,
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Bz SBICALDLN B HETRRT 23
Z EETEREL BRI 2EmoT@Es i At ikEth, KB, FVEL 6L g #E F
R EEOFMREEL XEICHEWLTEL.), {m\%agb<(1_¢J115L<(a*ﬁ)ﬂ@ﬁliﬁal,<(JH%HER($MA
EEEGRICET BIRBO @S, ﬁdﬁ@%—ﬁﬁ 5, fHitoBICHY 2, MEE, Bg BE, B il
EL CREREHIEEL < 3EHAE TS L%L\bﬂ%ﬁ%(ﬁ??%%ﬁ&
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l‘ll‘
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L CFEHEL (FBEZLHS, Z2EL CFEZEL CRINDOOEL RN Z AOLIHERE, BALK
Ly,
7) 84, XIHARFH(SH, SHAL 2008, 276-277H,
8) Graeme B. Dinwoodie & Mark D, Janis, ‘Confusion over use : Contextualism in trademark law’,
92 lowa L. Rev, 1597, 1599(2007),
9) 2GM, “MHEO| AtEIHEO et =N TE HAE|A SH M1055(2008. 8), 137H
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10) Stacey L. Dogan & Mark A, Lemley, ‘Grounding trademark law through trademark use’, 92
lowa L. Rev. 1669, 1673(2007).

11) Mark P. Mckenna, ‘The normative foundations of trademark law”, 82 Notre Dame L. Rev. 1839,
1892(2007); Dogan & Lemley, Id. at 1676; Margreth Barrett, ‘Internet trademark suits and the
demise of trademark use”, 39 UC. Davis L. Rev. 371, 375, 378, 395(2006).

12) Dogan & Lemley, supra note 10, at 1693,

13) PACCAR Inc. v. TeleScan Technologies, L.L.C, 319 F.3d 243 (CA6, Mich, 2003), Zatarains,
Inc. v. Oak Grove Smokehouse, Inc,, 698 F.2d 786 (C.ALa, 1983).

14) KP Permanent Make—-Up, Inc. v. Lasting Impression |, Inc., 543 U.S, 111, 125 S.Ct. 542 (2004).
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15) Windsurfing Chiemsee Produktions— und Vertriebs GmbH v. Boots— und Segelzubehor Walter
Huber and Franz Attenberger (Joined Cases C-108/97 and C-109/97)[1999] ECR -2799;
[1999] ETMR 585,

16) Gerolsteiner Brunnen GmbH v. Putsch GmbH, Case C-100/02 [2004] ETMR 559,
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HES0= 2011, 5. SIME 71222 MY SIS, Olot 23).



48 KIARIAAT R6H HM25(20114 6F)

J
Hl

QuAEAT Tt AslR A JRAL £ et AT
o] a7do] Bt Fyol ohlel, BEAENS] A HPS WA o

AFEEE 4 Sl AFES) 7ol T Aol L Rpol7H 9leh 8 o]
HESZRAOA PO AEY 1 A4AE] BN S HE

jghlolﬂ
D)
i

et of,
ol
-
ihe
ol
o,
2
ol
1o
1o
>
e
1%
flo
>,
o
-3
o,
o
B
3
>
1o
ro
1>
2
r o
& IE
= o i odo ox
W, lo oh

G gl e, A0 Hae £ AW oloe FAR
81 Flofeka W] S 19

AL AL ALz AdRAsle] YA A2 5

AL WA S8 Al

AE 2 A9 Qg ER A okE - oy - B o

b
>

ol
o

ne
ox.

ofr
o
2
i)
Fo
st
5
o
1o
N
i
fl
Ho
oX,

2 g e

2,

|
Corr do

il
o ot o
O

(e .
o
E
lo
U
H
>
QL
fr
o
ke
=2
)
9'15
2
S~
o]
b
)
1o
fo
)
2

-
4
4z ox ox o

>
O

b
r
1o
nx
ox
ol
°
%0,
rlo
ol
-3

0%
2]
)
1o
o J

Ol
o
2

n

[RAY'Y
o
=)
2

o O
=3

o 2 o
Su)
fr
>

f

Bl
folr 2
1% 1o

o
k1
¥,

o o J
2
N
>
4r M
o

o on

*)
1o
i
2
S
e
olf
i
da e
o>
i
Y
by
1o
X
o

o
ne
o
I
2
i
o
TOI O3
H
L
™,
i
i
T r&f
O:
i
o
I
L
o
=
o ¥2

Hopok 12 o
o> o

K

)

lo

uz
=Ryee)
lo o
fru
[

o 2
My
lo

r
L
o
pass
ful
=
i
N
< o
|
4
_l(l:-")}
i)
N
o

o
O
S

N HI

z 0

:)?ﬂ _‘&' Ol
x

= 0 “
o T
2
> O Tl
e S o>
O@ ﬂl
-‘ i)
o5
S
1o )
N )
ox oxl
oX, (e
ok o
& fd
offt (i
e % ®
H

rir

ML
il
=)
N
~
>,
)
e
o)
n
By
il
fo
ofr
oo
HT

=

g ol
ol
ox
il
o
L4
oflt ==
ox &
tlo o?;
B

<t
&
N
N
iy
tH I
ol
ox
s
o
E
N
ok
ol
rE
S~
oo
ol
WE
>
N
o
17
|o
fru
F
of
ok

X
5

oz

)
=
o
)
=
}op
g
)
o
}01,
=
)
olo
i
rlr
=
o
o
i
fe o
S
0%
sl
X

o
v
N
My
2

[ =J o o <l [
oL
e
lo
f
=
>
=)
(r .
S~
[0}
b
3
fr
S~
[0}
bl
(i
1o
t:o{,
1
o
=

of o Mo
o [ = ofm
ox
o
=
32 0
o

] diet AEE YER7] flske] Aol =7had B

o

18) CHEE 1999, 11. 26, 4111 981518 HZ,

19) ZIZA! “dmol Al M2 HAEE XA, S3 M995(2007. 4), 1927,

20) CHEHH 1984.124, M1 8369 TZ, CHYH 1993108, A0 939411 £ CiHR 2002, 1. 13, M1
20003807 T2 5.

21) TR 1999, 12, 7. A1 99=3997 TE,
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The Meaning of ‘the Usual Way to Use’
in the Korea Trademark Law Article 51.1.

Shim, Mi Rang
Abstract ‘ ...........................................................................................................................

The Korea Trademark Law article 51.1 allows free use of the
trademarks inadequate to permit exclusive use to a specific person and
necessary to guarantee public use. The clause 1 of this article provides
the usual way to use their own name, appellation or business name etc.
and the clause 2 provides the usual way to use the generic names or
descriptive signs of the goods. The issue is whether the use as a
trademark is included in ‘the usual way to use’ in these clauses. If the
use is only to present his business name itself or describe generic
names, quality, effects etc. themselves of the goods and does not to
include use as a trademark to indicate origins of goods, trademark
infringements do not occur. If that, it doesn’t need to be judged for
article 51.1.

This paper finds the meaning of ‘the usual way to use’ on the
focus of precedents in Korea court. First part of this paper, on the
related issues, the concept of trademark fair use has been reviewed with
confusion theory and trademark use theory. Next part reviews the intent
and purpose of the korea trademark law article 51.1 and the differences
with ‘the usual way to use’ to decide trademark distinctiveness on the
article 6.1. Then, the relations between ‘the usual way to use’ and ‘the
use as a trademark’ are explained. Third part examines the issues for the
distinctiveness of the trademark and the effective range of trademark

rights. For this purpose, the case acquired distinctiveness through use,
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how to determine similarity of trademarks including parts lacked
distinctiveness and use by designing marks without distinctiveness have
been reviewed. In addition, article 51.1 requires ‘the usual way to use’
only for clause 1&2, therefore the way to use to limit the rights of the

trademarks on another marks without distinctiveness is investigated.

Finally, this paper concludes that the use as a trademark to show
goods origins is included in the meaning of ‘the way to use as usual’ in
the trademark law Article 51.1. and if not the use as a trademark, a

trademark infringement doesn’t occur.

Keywords ‘ ..........................................................................................................................

trademark infringements, descriptive marks, generic marks, the usual

way to use, fair use, use as a trademark, trademark use



