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A Study on Protecting Licensee in Intellectual Property

License: Focusing on Using Non-Exclusive License System
Granted by Law

Kyung-Sub Rho

Abstract ‘ ...........................................................................................................................

Perfection of a (non-exclusive) license of a patent requires
registration. Therefore, if a license is registered at the time of
assignment of the rights of the licensor (or the patent holder), then the
registered licensee may claim his/her rights against the assignee of the
assignment. Also, if the license is registered, it is postulated in
accordance with the insolvency law, that the registered licensee may
maintain the license even upon the bankruptcy of the licensor. However,
the license registration system is not used widely because of various
reasons and circumstances (such as the burden of cost, complicated
procedures, and denial of the duty of cooperation for the registration,
etc.). As a result, most of the licenses remain unregistered. The rights of
the licensees of such unregistered licenses are not perfected against
third parties, and remain vuluable to termination upon assignment of
rights of, or bankruptcy of licensor. Therefore, such licensees’ position
remain extremely unstable, because they may have to discontinue their
businesses upon termination of the licenses for reasons that are not the
result of their fault or negligence. Meanwhile, technology transfer is
mostly carried out by way of transfer or licensing of patents or other
intellectual property rights on the technology. License is more popular
than rights transfer, implying that the license plays a more important
role in technology transfer. Thus, the facilitation of the licensing is

critical for promoting the technology transfer, and the facilitation of the
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licensing in turn requires stronger protection of holders of unregistered
licensees. Despite such needs, the current laws and regulations provide
insufficient level of protections for the unregistered licensees. In this
paper, I have reviewed discussions in foreign jurisdictions and trends for
institutional changes and legislations, have discussed the need for
protection of unregistered licensees and issues that need to be addressed
when designing a new system for such protection, have proposed the
system of the statutory (non-exclusive) license as a new system for the
protection of such unregistered licensees, and, finally, have reviewed the
legal requirements and effects of such system from the legal perspective.
Under this statutory (non-exclusive) license system proposed here for
the protection of the unregistered licensees, unregistered licensees will
be granted the statutory (non-exclusive) licenses even if the licenses
were terminated upon assignment of the rights of, or the bankruptcy of
the licensor, and will be able to claim their rights as against the assignee
or the bankruptcy trustee. Accordingly, the exercise of the rights of the
assignee or the bankruptcy trustee will be necessarily restricted. As a
result, the licensees may continue their businesses that are covered by
the licenses without any fear or interruption. This paper proposes but
one of many possible alternative systems for the protection of the
unregistered licensees. In the future, we need to review if the proposed
statutory (non-exclusive) license system is consistent with the existing
patent law, and its relationship with the registration/perfection system.
Furthermore, we need to research if the registration system itself may
need to be improved or reconsidered at a more fundamental level, and,
more importantly, if there exist any better alternative for the protection
of the unregistered licensees.
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