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g j(new and useful) H ‘ﬂ*(process) 7] 7:]](mdch1ne A&
(manufacture), ZAE(composition of matter) = 1 7jZFE({mprovement)
E35| 7oA subject matten) 2 A3} 9l Zojct 4 weta nvl=t EF
‘?.%* ojwgh Wgo] 555 W o AUeA| ofte SoFo{tiide] £3E=A]
o™ S5|Fofr ol A ALl = 3ol sidsh=Al o= TeE = Ao
A9 Eajo] of5rt urg o] Aojof Relsl=A|(E Ay oR Y 51EA)
of sitof| whe} A7 ¥ 2] S5t EHH]Q"/}
wi=he) Oﬂlt‘HiH‘ﬂ* A2 ‘At 2 (laws of nature), A& A} (natural
phenomena) @ A oo]t]o(abstract ideas)= E3]H A|101z%2] E35]H o
ool sfskA] ?%1, Chek A Al 321 9] A Bof] 285k 9

1) deta] Hez oI, Hy= - g (), S5fE ol |, HEAL 2010, 26,

hid

3) A ES{THA o] mEtT|Eo 2 M Yol MEIAT} subjuct-matter patentability: SRR 22
LHO| Eaitiy o THo| I=A 7IES DMGIHT, AR 162(2011.6), 80H,

4) 35 USC. 101. (Inventions patentable) Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent therefor subject to the conditions and requirements of this title, 7H
H E5R0ithael AR L0l totol=, dets], f12 2, 91-923,

5) Al o 2= 3), 80H,

6) Diamond v. Diehr, 450 U, S. 175, 185 (1981).
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9) Mayo Collaborative Services v. Prometheus Laboratories, Inc,, 132 S, Ct, 1289 (2012).

8) Id. at 184; Gottschalk v. Benson, 409 U.S. 63, 70 (1972).
10) Bilski v. Kappos, 130 S. Ct. 3218 (2010).

7). at 187.
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ol A HolLt 247 ofo 11-401 1o S5 polsiozn 50 1
97 A ol 1 el BAS Adfekt Ak ZefEE AL AA%
2l oo] 92 Bels] 8 Rolet

AA At AR o] ml= 5% Al01Res e -8t Rt 714
So BoolE a3 W 2 glrkw Ak Qlth 1 9 ol S
ojgf] ¢l7to] W= ®E Zl(anything under the sun that is made by man) &
E3]5olo] tiifoll A7)} Sh= Aol qlrtar gk 1) d- ol ekl
o) PP QA AT U9 o] AN} AARY D 34 olol
tol& S| Fofth Aol AlQlstar qllke fut ofuel, S51H Al10120] et
=)ol o] E)7] FHE AARAS HET ST B Hgelolo}
Sk sheli2) wre] Hed BAIS 7144 343} Aol olsishe HES
Ho|m1d) E5|RofrhAS sgsta it

OWE o] S A stE Qi o Bio whet, skl M

H
o wiay) 9u FlEoR o2
Freeman-Walter-Abele 7|32& 4=813lo] 350t 283514t} 14 Freeman-

Walter-Abele 7]&0]gt AHl<=3]|gAHU(Court of Appeals for the Federal

11) S. Rep. No. 1979, 82d Cong, 2d Sess, 5 (1952); H. R Rep. No, 1923 82d Cong., 2d Sess, 6
(1952),

12) Funk Bros. Seed Co. v. Kalo Inoculant Co,, 333 U.S. 127, 130 (1948); Diamond v. Diehr, 450 U.
S, 175, 188 n.11 (1981); Gottschalk v. Benson, 409 U.S. 63, 6768 (1972).

13) In re Bilski, 545 F.3d 943, 1002 (Fed. Cir. 2008).

14) BIEAN ‘golle did S ADET 2T 02 90jo| E5{HE B50f Bt HlwHA DA HlmAb

H, 465(2009.9), 482,
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Circuit: o]} ‘CAFC 2tal ghthe] HAlolabar & 4= Ql= AN S 4H
Y (Court of Customs and Patent Appeals)O] ATz 4 W
4o 2oy 379 HAS9L Es o) =

3 5518 HS7E ok dare s kAL QA RS Fhetshal, o
o2 1 melgel ol st o) 1)
S A ok 8 4

°‘°ﬂ A l : ﬁlﬁi‘rﬂ : ZE*"Zl 2 AR 7} 223 T

E3]30]8 B3 Sk gt o[ §2 AREHZZIUS of

H Q1ASIH A F74 2] Freeman-Walter-Abele 7]

FA] W2 wARg 25 Qi) BA19S gy|stolct, ol gt
= 9]

CAFC®] H1zi= 0] 0] AT&T #2200 A= o2 §-2] = 3ich,
SHA|RE 9]e} -2 CAFCE] Hi:=of tisrls, I Tge] AHdS Av
AA @A DT EN A XiOHo}O% 20131 BRIERE Bl B S

rwor
p—

[}
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&
2
an

gtk 59 ujgho] 737 A|7]E|91m 21 o]o] CAFC: 20084

whA22) o) A 27 9] State Street Bank 41—7%_]- AT&T A 9] QA HESo] o
A o e A4t dAsH = HEE Flekeith S §f B2 A

CAFCE "ol vl @ 54 714l &2 Ao dgse] oA, @ 54
AR S 2 A 5o o2 BAE TS M7= 49 E5Y A

15) In re Freeman, 573 F.2d 1237 (1978); In re Walter, 618 F.2d 758 (1980); In re Abele, 684 F.2d
902 (1982).

16) BIEA], 29| 23 14), 482-483FH,

17) State Street Bank & Trust Co. v. Signature Financial Group, Inc,, 149 F.3d 1368 (Fed. Cir. 1998).

18) Id. at 1374.

19) State Street Bank & Trust Co. v. Signature Financial Group, Inc., 927 F. Supp. 502 (D. Mass.
1996).

20) AT&T Corp. v. Excel Communications, Inc.,, 172 F.3d 1352 (Fed. Cir, 1999)

21) oIS =01, Rochelle Cooper Dreyfuss, ‘Are Business Method Patents Bad for Business?’,
Santa Clara Computer and High Technology Law Journal, Vol.16(1999), p.263.

22) In re Bilski, 545 F.3d 943 (Fed. Cir. 2008).
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10120]) wheh 5315 HhS 4= Qlrkar 2hA|shoi28) ik o] Adgl ol s o]
24} 714 E+= HE(machine-or-transformation: ©]3} MOT 21l git}) 7]&
= AEBIE Aol o] #AoM CAFCE, Ball AbdollA 2418 Al
Aof Hldslu) Wro] et ¥Hgo] 9 MOT 7|& T ofd Ak SHAE &
onog Hyol Aeldo| oA E] R ekt wtslgict 24)
o9} Z+2- CAFCY] Bilski ¥ of| o3l ARl ¢
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Py Wo] S5y A01£S] 8 242 4 ¢IrhT & CAFCE] 22

S 2I5k9k29) T SIELLE, MOT 7]%0] o] YA ghego

9lof F-431T Fa% TAolZ} Tk 7L ARFHEAE 20) MOT 7]e]

A TS 915k fU3 7] 2olehs CAFCS] QAR WA skt 2) gl
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O
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7F 2AIE AT R 7HA AFE 1kEFe] A elsl K= gt

1) Research Corp. Technologies, Inc. v. Microsoft Corp. AtZ428)

23) Id. at 954

24) 1d. at 963-64. CAFCC| Bilski THo| #oto] XiMials, BiEM, 49| 2(F 14), 485-491H 2
Benjamin J, McEniery, “The Federal Circuit In Biski: The Machine—or—Transformation Test’,
Journal of the Patent and Trademark Office Society, \ol.91(2009), p.253 &1,

25) Bilski v. Kappos, 130 S, Ct. 3218, 3231 (2010).

26) Id, at 3227.

27) Id. at 3231

28) Research Corp. Technologies, Inc. v. Microsoft Corp,, 627 F.3d 859 (Fed. Cir. 2010).
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o AP A= T E 42 H(dot) ¥} Sk (pixel) TS ARE-SF] HALE A
£ = oA & Fdshz Wl et Uy o) AJido] A= St CAFC=
MOT 7]5z0] oJ&st= thal, WA 9] Wgo] S5 A10127F #88k= 4
(process) of sjFsh=A] RS HESHL, thaoz 9] Wyo] 3444 ofo]
o]2A] 5| oltido] F 4= YleA| o5 HESHE 28 24 AA AW
Ay o] HYAS Bsiict2d it ) dhyo] S35y A|10129] Wy of
St Aol tistol= AL Alojol] EX3] 2 thEo] }%laL, webA o]
Ao A= ¢ Do) 44 ofolofof dFst=A] oF7t &= A AT
ofof thalf CAFC= 9] Wi o] A4a & die 54 ArE st=doE
Q7gtH= g 5] 7o) 44 otolt]ojof FljgsiA] ghertal Wkt 30
Uo7} CAFC=, W& H9lolA Sslofdi i Q8L Sl 537 Al101%
O] 4ol 5ol & wf 44 ofo|ofh= o] -2 W o A-de FA5]
alirls 1 A0 - Wustoof ghckar whAJsk= gk 31 S5 A101
2 EH A RS Todsghof Qlo] Y2 =329 @ H(coarse filter)d ¥
A& 2|}t 32
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2) Association for Molecular Pathology v. PTO AtZ133)

o] AbAY A CAFCE, H8]% 4 RHisolated gene)7} 24JE(composition
of matter) 24 E3]3ojdjAto] Hrhal #AgH vk 34) E7 §x1o] ZoiHo]
(mutation) 7] o155 SIS} Al Tl SR e A7 A1 o

=
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2

29) Id. at 86768
30) Id. at 868.
31 id

32) Id. at 869,
33) Association for Molecular Pathology v. PTO, 653 F.3d 1329 (Fed. Cir. 2011).
34) Id. at 1349-50.

35) Id. at 1355-57.
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3) Cybersource Corp. v. Retail Decisions, Inc. AR437)

o] AF2, T ABTI=E AMES] o]FolA AU Aol loiA]
Z1z9) 7ol Alsd AENFAHYEE vadto2H el Aol A 11&
7IE AP HAY o e W ffeh 22 e AdE 4 e =2

o] A Ee] A= HFE AA7Fs 715A| L] ARl ZAE Aol
CAFCe, 9] W %-tr‘él Eﬂolﬂ—% §]—5—‘5 04 H E‘SPEﬁ She JO=A|

o] 74 oA RAgstelit], TAlo] @k Ao AgtElo] gl Wol 7l
SR ARIRE Sath HABES SsHs AREYOE o= 3k 9]

4) Ultramercial, LLC v. Hulu, LLC A}z449)

HAL ARG B g AGES BEE ATRS 4+ Y5 ALEL
JEUC R vjzst= Wiof gk o tiste], CAFCE, SHAl A3t
Research Corp, Technologies A4 TA|SH v} o] E3|H A10127}

36) Id

37) Cybersource Corp. v. Retall Decisions, Inc, 654 F.3d 1366 (Fed. Cir. 2011),
38) Id. at 1373.

39) Id

40) Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011).
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Eajioltf iy o FE drede] flo] W2 ) 87 Foleke S vhAl &
H 7]sle o, S5l o7t He et d dilEes 591 &
< H9folA QA oof Atk HE AAT &, 9 WS A5 DA A
A6l 72 i Z2I9S 28R ke HoA dAEeR

2 9] Cybersource Aol A FAE W ulas| % S, T
HE YAolES B3 An|xjore] AL BAISHE Aol Las
g AATEIRE A7 "ok FolA, o Aol wuwe
Cybersource AFA9] I3} 7 70| therha Bofe} 42

Holo] giifo] Hrka wetshgich ) okge] o] ARzlelA] CAFCE §) W
_]?__
2zl

5) Fuzzysharp Technologies, Inc. v. 3DLabs Inc., Ltd. AFZ443)

e

Hob 22l

¥ o A%E 3D IFE P B dessi
Hpiel] T Wo] MOT 7128 $53h 2o S5)%01e] thigol & + it
T ESIACE 4 CARC 944, 9] o] HToll Al HFele) 7152 185t
1714 SHAIE ol el o] Al g AR ABEo] 9L ou)
S ol 9ol Aol AH WS $r4ekA Rt Urks olf2, 14
2] ghetol Folalich49) T3Lf CAFCE MOT 7|%0] Wije] 4y4e o
o). W o) Bilski wo] utet 14] W)

she g 71%0] opeta 3 o
AL a7|3h9LaL, olo whet Sd A7 e o] o]t 49)

|

6) DealerTrack, Inc. v. Huber ArZ447

o] AFdoAe HA HEYIZE 3 tiE A EAo AR E ol 8=

41) Id, at 1328,

42) Id. at 1329-30.

43) Fuzzysharp Technologies, Inc. v. 3DLabs Inc,, Ltd,, 447 Fed. Appx. 182 (Fed. Cir, 2011).
44) 1d. at 184.

45) Id. at 184-85.

46) Id. at 185.

47) DealerTrack, Inc. v. Huber, 674 F.3d 1315 (Fed. Cir. 2012).
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48) Id. at 1333,

49) Id. at 1333-34.

50) Fort Properties, Inc. v. American Master Lease LLC, 671 F.3d 1317 (Fed. Cir. 2012),
51) Id. at 1322-23,

52) Id, at 1323-24.
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M. A HYE] Prometheus #2

1. H&
AT A9 Bilski A2 FEH L S dASHHAE T A
g et 7120l stod= FAIAS 71ES AN 92 A o]& CAFCO] 1]

2]

=

s}, ook A Tao] dishr= A=A 7}117} S =K
Heloll e Exhg of7| 3 Rolehs §59 Y wigko] Al7|Ea Yk o5
St U, YL Bl 43 02 5 52 A
A widg o] iAol EAJE Prometheus Laboratories, Inc, v, Mayo
Collaborative Services AFA2] CAFC ¥4 || st A3 E s|7fslal, 2 &4
= Akl dAR HEA R Yue At e a3/ of Abdat 2
of ofm| AR Ao sl 2ol xlE A 21de] Auelr| = Ao EEo]
S MRIRE A2 3] oA nt, olstoll A= ¢ Prometheus AR
3 ZpA8] HES) B = it

2. ArA9| E4

o] ApoflAl EAIE Esig(e]st Prometheus S5 of2tal gt
A AP AR A7 BsS 2 A3sh= Wil B3 A(U. S, Patent No,
6,355,623) 22 A T o-_r“% 2 @O 9] Agke] HiAt AllellA] E4 ARG
thioguaﬂine)"’“ FAoh= oREolst B e (thiopurine) ] R o]2kal gl
& Fofohs TA(o]sh FordAl 2har gthet, @ B oA =] AU o

53) I S0{, Matthew Delulio, “Courts Left with Litle Guidance Following the Supreme Court's
Decision in Bilski v. Kappos’, Tulane Journal of Technology & Intellectual Property,
Vol 13(2010), p.292-94; Dennis Crouch, ‘Bilski v. Kappos', Patently—0,
(http://www.patentlyo.com/patent/2010/06/bilski—v—kappos—business—methods—out-software—
stil-patentable html), 282 2010, 6, 28, 2L 2012, 6. 9 Douglas J. Levy, ‘US. Patent
Attorneys Say Bilski’ Ruling Didn't Give Necessary Guidance’, The Dolan Company,
<http://www.dolanmedia.com/view.cfm?reclD=610633), A2 2010, 7. 9. Y2 2012, 6, 9,
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o] AbAL] Y319l Mayo Collaborative Services(]s} Mayo 2+l Stch)+=
Prometheus E3|¥go] 3t H2lE H {3t Prometheus Laboratories,
Inc.(¢]3} Prometheus g1l 3HCHEEE Prometheus &2 o] &85 At
HlAEs1E FRlele] BgeRoL, olF B HAEY|S Bofsl|2 2
43F3tE, Mayo®] H|AE7|= Prometheus®| A} FARSHIAIRE 2H45] 5
s e,

Prometheus+= Mayo?] H|AE7]7} Prometheus E3]9Y o] A& EH th= 0]
$2 MayoZ A2 28 A/ISHAC 1412 Braret el T ol Ay
-2 Mayo?] HIAEZ|7} Prometheus?] £6]H83 Falgtttal QAsHAA =
Prometheus S5 242 0 2 2AY 2o Eifsto] £31& vhs 4= Ql=
Aolgt= o] 42 11 E3|7} Faekal wekslel il 59 o]of Prometheus=

£ Al718k .

54) YTEol fEe Ci3at 2ok
‘A method of optimizing therapeutic efficacy for treatment of an immune-mediated
gastrointestinal disorder, comprising:
(a) administering a drug providing 6-thioguanine to a subject having said immune-mediated
gastrointestinal disorder; and
(b) determining the level of 6-thioguanine in said subject having said immune—mediated
gastrointestinal disorder,
wherein the level of 6-thioguanine less than about 230 pmol per 8x108 red blood cells
indicates a need to increase the amount of said drug subsequently administered to said
subject and wherein the level of 6-thioguanine greater than about 400 pmol per 8x108 red
blood cells indicates a need to decrease the amount of said drug subsequently administered
to said subject”
55) Prometheus Laboratories, Inc. v. Mayo Collaborative Services, 86 USP.Q.2D 1705 (SD. Cal.
2008).
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3. CAFCO| EHZ L&
1) M1EZEo

Prometheus®] &40 tf3]] CAFCE, Prometheus E3]4go] 5= 7} £H
oA MOT 7158 5 ehum 5315 we 4 olrki wetslglet

A FortA o esto]) Bl e el A oFaa Aol Fokshe A o9
HES do7]il ol B4 A=Y w8 S8 4 =S sk vt 3
o4 - =524 E"‘;QM BHte} 57 B @ F A oS Aol Fdste A= W
W A AEHE 2AA717] 91 Aoleks HolA AAU MES kit
Zo|th58) thgo 2 ZAckAe} F#slo], Prometheus S8 ] 79 £

drkEe =g 545 H'BHH 9} WA F2=upE T (high pressure
liquid chromatography)®®) 5-2] B#& AMgsto] A 22| AlZoA Faf o
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Patent-Eligibility in the U. S. Cases
- Focusing on ‘Prometheus’ Decision of the Supreme Court -

Song, Jaeseop
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Although 35 U.S.C. 101 provides a broad patentable subject
matter, the Supreme Court has long held that this provision contains an
important exception that laws of nature, natural phenomena and abstract
ideas are not patentable and these may be deserving of patent protection
exceptively. According to such decisions, lower courts had established
Freeman-Walter-Abel test and applied it for a while. Meanwhile, Court
of Appeals for the Federal Circuit adopted machine-or-transformation
test for patent-eligible processes in 2008, and the Supreme Court
admitted that it is a useful tool for determining whether some claimed
processes are patentable subject matter in 2010 Bilski decision. By the
way, recently, the Supreme Court adjudicated again on the patent-
eligibility of processes in noteworthy Prometheus decision. In this
decision, the Supreme Court held that the patent claims as a whole
should add enough to their statements of the natural laws they recite,
more than simply describe natural laws, to be qualified as patent eligible
processes that apply natural laws. Through this decision, the Supreme
Court ascertained that 35 U.S.C. 101 is still alive as the first test of
patentability, and, by applying machine-or-transformation test narrowly,
tried to avoid that too broad exclusive right is conferred or further
innovation is inhibited as a result of granting a patent for laws of nature
or abstract ideas themselves. But the Supreme Court didn’t present

specific and detain guideline to determine patent-eligibility in
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Prometheus decision, so it is worth to watch future practices of PTO and

lower courts.
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