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Le beneficiaire d'un droit exclusif d exploitation dispose egalement du meme droit sauf
stipulation contraire du contrat”

22) CA Paris, 18, mai, 2001, PIBD 2001, n° 731, lll, 597.

23) Art LL.712=4 du CPL. N. Dreyfus & B. Thomas, Marque, dessins & modeles, 1re éd., DELMAS,
2002., p.133.

24) Art4. I, ) de Iarrété du 31 janv. 1992 ; v. CA Nancy

25) Cass. com,, 16 mai 2000, PIBD 2000, n° 703, lll, 389 ; CA Paris, 31. oct. 2001, RTD com, 2002,
p.478, obs. J. AZEMA ; D. 2003. somm. 126, obs, S. DURRAND ; CA Paris, 8 juin 2005, Juris—
Data EPIBD, n° 05-276071 : et supra n” 151,

20) RESSH SHETA] MBEALEe| MEAFES CiEut Lk
5. Furthermore, upon opposition by the proprietor of an earlier trade mark within the meaning
of paragraph 2. the trade mark applied for shall not be registered where it is identical with or
similar to the earlier trade mark and is to be registered for goods or services which are not
similar to those for which the earlier trade mark is registered, where in the case of an earlier
Community trade mark the trade mark has a reputation in the Community and, in the case of
an earlier national trade mark, the trade mark has a reputation in the Member State
concerned and where the use without due cause of the trade mark applied for would take
unfair advantage of, or be detrimental to, the distinctive character or the repute of the earlier
frade mark.
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29) HAS Sot 0|QAIHE QI™E(X| 248, CA Paris, 21 févr. 2001, JCP éd. E 2001, p.639.

30) CA Paris, 15 déc. 2000, PIBD 2004, n° 717, Il 170 ; CA Paris, 20 juin. 1997, PIBD 1997, n* 639, ll, 509,

31) CA Bordeaux, ler mars 2004, PIBD 2004, n° 786, Ill, 296.

32) THA E51H AMOIE F=E
(http://www.inpi fr/fr/marques/la—vie—de—votre—marque/s—opposer—a--enregistrement-d-une—
nbspmargue.htmb, ZEF&SY: 2013, 5. 15
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Study on the Improvement of Opposition to
a Trademark Registration

Daeseung YANG

ADSEFaCt | e e

From 1973, Korea, following the examples of major industrialized
countries, established a pre-registration opposition system for the
purpose of granting stable rights. However, the shortening of product
life cycles generated a stronger demand for the speedier granting of

trademark registration.

However, the percentage of opposition filing is relatively small in
Korea. While the length of the average examination period in Korea
exceeded those in other industrialized nations, only two or three
percents of the Korean Intellectual Property Office (KIPO) decisions of
publication of application are filed an opposition filing. Nevertheless, a
great many pending applications did not undergo examination for
months. Such a situation was quite inappropriate. Therefore, with the
revision of the trademark law, Korean pre-registration opposition
system needs to be changed to a post-registration opposition system or

to be integrated into invalidation trial system.

The advantage deriving from transition to the post-registration
opposition system 1is that applicants can more quickly obtain a right
because they do not have to wait until the publication of the relevant
trademark gazette or the expiration of the time limit for filing an
opposition. However, the post-registration opposition system has many
disadvantages. Where a trademark right is cancelled due to an
opposition, the registration fee will not be returned to the applicant.
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Under a pre-registration opposition system, IP office can review a
decision about whether to refuse an application after the publication of
the examined trademark. Under a post-registration opposition system,
on the other hand, the IP Office itself is not allowed to cancel an
already-registered mark, even if a defect is found in the trademark
during opposition period.

However, a post-registration opposition is to be treated in the
same way as an invalidation trial. Many of those who seek invalidation
of a trademark right often might file a demand for an invalidation trial
after filing an opposition. As a result, the same interested parties
repeatedly might follow the KIPO procedures for reviewing a
trademark right. Such a situation will be pointed out as causing a
problem. That’s why the opposition system and the invalidation trial
system were integrated in the field of patents in 2007.

One of the main objectives of the Trademark Law is to protect
consumers by preventing possible confusion resulting from the use of
marks that are similar to/identical with registered trademarks. There are
some who note the need for quick revocation (of deficient trademarks
under the opposition system) that can be carried out in a procedure that
is simpler than that of the invalidation trial system.

In many cases, a conflict can be thoroughly tried under the
opposition system, which is an ex-parte system, without the necessity
for the conflict to be considered under the inter-parte invalidation trial
system, taking into consideration such conditions as subject of
protection and evidence to prove that the mark is revocable or invalid.
Therefore, we are required to pay due attention to user needs when
discussing integration of the opposition system and the invalidation trial

system in the Trademark Law.
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