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Legal Position of the Trademark Acquired
Distinctiveness by its Use After Registration

Young-Gyu Park

Abstract ‘ ...........................................................................................................................

It does not permit the registration of a non distinctive trademark.
An inherently non distinctive trademark, however, may deserve
protection as a trademark and exceptionally permitted to be registered in
view of the elements of the prior use principle. The prior use principle
states that if the mark has been used by a particular person as a mark for
his goods for a long enough period of time and thereby acquired
distinctiveness as a trademark indicating the source among traders
and/or consumers (Art. 6 (2)). In case, the trademark having no
distinctiveness at the time of decision whether to register and finally
acquired a degree of distinctiveness required by Art. 6 (2) after
registration by its use, how such a registered trademark should be
treated?

Council Regulation (EC) No 207/2009 of 26 February 2009 on
the Community trade mark Art. 52(2) provides an exception to the
absolute grounds for invalidity: Where the Community trade mark has
been registered..., it may nevertheless not be declared invalid if, in
consequence of the use which has been made of it, it has after
registration acquired a distinctive character in relation to the goods or
services for which it is registered. However, in accordance with
Supreme Court ruling on March 20, 2014, 2011hu3698, the trademark
acquired distinctiveness by its use after registration should be
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invalidated by trial. Furthermore, in trial to confirm scope of right, the
time of judgment whether a trademark acquired distinctiveness by its

use should be by the time of trial decision.

Keywords ‘

distinctiveness, acquired distinctiveness through use, trademark

similarity, trial to confirm scope of right, the time of judgment



