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A Study on Whether Using a Trademark Which Uses
only the English Alphabet Portion or Its Pronunciation in
Korean Letters Portion from a Registered Trademark
Constitutes Use of a Trademark

Tae-il Park

Abstract ‘ ...........................................................................................................................

Article 73 (1) 3 of the Korean Trademark Act provides that “If a
registered trademark falls under any of the following subparagraphs, a
cancellation trial on the trademark registration may be requested: 3.
Where an owner of a trademark right, exclusive or non-exclusive
licensee fails to use the registered trademark on the designated goods in
the Republic of Korea without justifiable grounds, for three or more

years consecutively before a cancellation trial is requested.”

Recently, the Supreme Court of Korea ruled regarding a registered
trademark which is a combination of English alphabet letters and their
pronunciation in Hangul (Korean alphabet) as below (Supreme Court en
banc Decision 2012Hu2463 Decided September 26, 2013). Even if a
trademark is used by omitting either the English alphabets or their
pronunciations in Hangul from the registered trademark, such a
trademark use constitutes use of a trademark whose form can be
perceived to be identical to the registered trademark in terms of trade
norms as long as no new concept occurs due to the combination of
Hangul pronunciation indicators aside from the meaning of the English
letter itself, and it is likely that general consumers or traders will call the
trademark by the registered trademark’s name. Such a use cannot be
perceived as non-use of a trademark, which is a ground for trademark
cancellation. In addition, this en banc Decision overruled Supreme
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Court Decisions which decided otherwise by ruling that in trademark
cancellation trials due to non-use of trademarks combining English
alphabet letters and their pronunciations indicated by Hangul, trademark
uses which omit either the English alphabet letters or the Hangul letters
are not cases where the trademark is perceived to be identical to the
registered trademark in terms of trade norms to the extent they are

inconsistent with this en banc Decision.

I examined the validity of this en banc Decision thoroughly from
the viewpoint of comparative jurisprudence and the tenets of the law.

Keywo rds ‘ ..........................................................................................................................

Article 73 (1) 3 of the Korean Trademark Act, Supreme Court en banc
Decision 2012Hu2463, a registered trademark which is a combination of
English alphabet letters and their pronunciation in Hangul(Korean
alphabet), non-use of a trademark, trademark cancellation






