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31) 35 U.S.C. § 102 Conditions for patentability: novelty and loss of right to patent
A person shall be entilled to a patent unless—
(b) the invention was patented or described in a printed publication in this or a foreign country
or in public use or on sale in this country, more than one year prior to the date of the
application for patent in the United States,
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33) 35 USC. § 102 Conditions for patentability; novelty
(b) Exceptions.
(1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE FILING DATE OF THE
CLAIMED INVENTION- A disclosure made 1 year or less before the effective filing date of a
claimed invention shall not be prior art to the claimed invention under subsection (a)(1) if—
(A) the disclosure was made by the invention or joint inventor or by another who obtained the
subject matter disclosed directly or indirectly from the inventor or a joint inventor: or
(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the
inventor or a joint inventor or another who obtained the subject matter disclosed directly or
indirectly from the inventor or a joint inventor,
(2) DISCLOSURES APPEARING IN APPLICATIONS AND PATENTS- A disclosure shall not be
prior art to a claimed invention under subsection (@)(2) i—
(A) the subject matter disclosed was obtained directly or indirectly from the inventor or a joint
inventor;
(B) the subject matter disclosed had, before such subject matter was effectively filed under
subsection (a)2), been publicly disclosed by the inventor or a joint inventor or another who
obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor.
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35) S50, ¥of ¢ BN 313,

36) Article 55 Non—prejudicial disclosures
(1) For the applicaion of Article 54, a disclosure of the invention shall not be taken into
consideration if it occurred no earlier than six months preceding the fiing of the European
patent application and if it was due to, or in consequence of:
(a) an evident abuse in relation to the applicant or his legal predecessor, or
(b) the fact that the applicant or his legal predecessor has displayed the invention at an
official, or officially recognized, international exhibition falling within the terms of the Convention
on international exhibitions signed at Paris on 22 November 1928 and last revised on 30
November 1972,
(2) In the case of paragraph 1(b), paragraph 1 shall apply only if the applicant states, when
fling the European patent application, that the invention has been so displayed and files a
supporting certificate within the time limit and under the conditions laid down in the
Implementing Regulations.,

37) EPC Rule 25 (Cerificate of exhibition)
Within four months of fiing the European patent application, the applicant shall file the
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certificate referred to in Article 55, paragraph 2, which:
(a) is issued at the exhibiion by the authority responsible for the protection of industrial
property at that exhibition;
(b) states that the invention was in fact displayed there;
(o) states the opening date of the exhibition and, where the invention was disclosed later than
on that date, the date on which the invention was first disclosed; and
(d) is accompanied by an identification of the invention, duly authenticated by the above—
mentioned authority.

38) See Tegernsee Experts Group, Study mandated by the Tegernsee Heads Grace Period, 2012,
9. 24, 6H.

39) I, "ESIQICR Q] Aol &5t DA HAMICHE . HPCHER AAL 2004, 382,
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Issues of Grace Period in Korea

Jung-Pyo Hong

Abstract ‘ ...........................................................................................................................

Korean Patent Act has been revised to strengthen the convenience
of the applicant with respect to the grace period. However, there has
been inconsistent case laws concerning “written statement to that effect

and document proving the relevant facts.”

The 15t issue is whether the submission of documents for 219 and
subsequent publications proving the relevant facts could be omitted
when there were publications of invention more than once. The
guideline of KIPO was revised that the documents for 2nd and
subsequent publications proving the relevant facts can be omitted when
there are a series of academic publications. However, this guideline
does not apply to different type of publicly known cases such as

experiment of his/her inventions and commercial sale of the product.

The 274 issue is whether the amendment of the written statement
to that effect is possible. The Supreme Court decided that the
amendment is not possible under the prescription of Article 30 (2) of
the Korean Patent Law. However, there has been controversies in that

the penalty is too heavy in proportion to the mistake of the applicant.

There could be three options. The 15! one is to allow the
amendment of the written statement for a certain period after filing of
the application. The 20d one s to revise the law so that the written
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statement and submission of documents at the time of filing are not
required and that the applicant could submit them anytime when the
patent application is pending. The 3rd option is to revise the law so that
the written statement and submission of documents are not required like
the 20d option and that the publication date of the application of the
applicant becomes the filing date in relation to the patent application of
the 31 party.

Because the application with grace period has been increasing and
the grace period became 12 months since March 2013, the application
with grace period will increase continuously and it is right time to

reconsider the grace period system in Korea.

Keywo rds ‘ ..........................................................................................................................

novelty, grace period, patent act 30, written statement, publication,
amendment of written statement, retroaction of publication date






