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18) Application of Oda, 58 C.C.P.A. 1353, 443 F.2d 1200, 1203, 170 U.S.P.Q.
268(1971).

19) Dart Industries, Inc, v, Banner, 636 F.2d 684, 688, 207 U.S.P.Q. 273[D.C. Cir,
1980)1.

20) Creed v, Potts, 25 C.C.P.A, 1084, 96 F.2d 317, 37 U.S.P.Q.(BNA) 512(1938).

21) Mergers & Duffy, Patent Law and Policy: Cases and Materials, Sixth edition,
LexisNexis, 2013, pp.289-315.

22) Gentry Gallery, Inc. v. Berkline Corp., 134 F.3d 1473, 45 U.S.P.Q.2d(BNA) 1498
(Fed. Cir. 1998).
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23) TurboCare Div. of Demag Delaval Turbomachinery Corp. v. General Elec, Co., 264
F.3d 1111, 1119, 60 U.S.P.Q.2d 1017(Fed. Cir, 2001).
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Patent Convention of 29, 11, 2000,
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A Study on New Matter Standards
in Amendment of Patent Applications

Kim ligyu*, Park Kiseok™*

Regarding the extent of allowable amendment to a patent application,
the Republic of Korea, like other countries including the US, Japan, and
the EU has adopted ‘the new matter prohibition rule’, stipulating that
amendments must be made within the scope of the features disclosed in
the description or drawing(s) originally attached to the application
pursuant to the Article 47(2) in the Korean Patent Act. However, since
there are no precise regulations or guidelines on how to define the scope
of the features disclosed in the description or drawing(s), many practical
questions have been raised on how to interpret its meaning and apply it
to actual cases.

This paper reviews legislative examples and various precedents of the
US, Japan, the EU as well as Korea, on the requirement for amendments
and tries to suggest new matter standards which are applicable to various

actual cases and suitable for the Korean legal system,

Keyword I

New Matter, Amendment, Correction, Change of Subject Matter, Obvious

* Director at the Korean Intellectual Property Office(KIPO), Patent attorney.
** Patent examiner at KIPO, Patent attorney.
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