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The First Test of the Doctrine of Equivalents in Japan:

Test of “Pertinence to Non-essential Part”

Koo Daehwan™

The first test of the doctrine of equivalents in Japan (i.e. the test of
“pertinence to non-essential part”) requires the patentee to prove that the
allegedly infringing invention does not replace an “essential part” of the
patent, In order to adopt the doctrine of equivalents the allegedly
infringing invention has to replace only non-essential parts of the
patented invention,

Japan’s courts interpreted “essential part’ to mean the “characterizing
part” of an invention, constituting the “problem-solving principle” of the
patented invention, The term “essential part” can be seen as the patented
invention’s specific part and technical idea., However, Japan's lower
courts typically considered an “essential part” of an invention as essential
elements constituting the patented invention and did not apply the
doctrine of equivalents when an essential element was changed.

Recently, the IP High Court did not consider the replacement of a
constituent element of the patented invention as the alteration of an
“essential part” of the patented invention since this replacement did not
change the technical idea of the patented invention, This interpretation

practically equates the test of “pertinence to non-essential part” in Japan

* Professor, Law School University of Seoul, PhD.
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with the test of “identity of problem-solving principle” in Korea,

Keyword I

Doctrine of Equivalents, Supreme Court of Japan, Essential Part, Problem-Solving Principle,

Technical Idea, Interchangeability, Hollow Golf Club Case, Manhole Cover Case, Intellectual
Property High Courtdoctrine of Equivalents, Supreme Court of Japan, Essential Part,
Problem-Solving Principle, Technical Idea, Interchangeability, Hollow Golf Club Case, Manhole
Cover Case, Intellectual Property High Court
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