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A A A2 A A7 T (World Intellectual Property Organization, ©]8} “WIPO'2h

[EYTR R -

i
_—

steh) o] #1632} 3B H 9 93] (Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, ©]&} ‘SCLTIDGI'g} g+t}) H 314
M= Aoz HAY RS T FHo=A AXGR N e d AL

gE AABFAL QITh 2 o] F WIPO= $& HIAID)E F3)] 7 3] ofolA B

D vhe, Tpaol Al A9 AENA AR B0 we v 2, 3%
A2 A Ak (2013), 31,

2) SCLTIDGI/16/2(2006.9.1,), “New types of marks,” World Intellectual Property
Organization, para 37, ¢(http://www, wipo.int/edocs/mdocs/sct/en/sct_16/sct_16_2.
pdfy, A A: 2016.4.10,

3) SCLTIDGI/17/2(2007.5.7.), “Methods of representation and description of new types
of marks,” WIPO, para 26, 47, 55, <http://www.google.co.kr/url?url=http://www.
wipo.int/edocs/mdocs/sct/en/sct_17/sct_17_2.doc&rct=j&frm=1&q=&esrc=s&sa=U&v
ed=0ahUKEwjr1lj-m5zMAhUE{JQKHVx0COcQFggTMAA&usg=AFQjCNGx3qK8eyfPAa
wYv_fQh04d7yCeBg) , A YU: 2016.4.10.

4) SCLTIDGI/17/3(2007.5.7.), “Relation of established trademark principles to new
types of marks,” WIPO, para 23, <(http://www.google. co.kr/url?url=http://www.
wipo.int/edocs/mdocs/sct/en/sct_17/sct_17_3.doc&rct=j&trm=1&q=&esrc=s&sa=U&
ved=0ahUKEwjBq4C4m5zMAhUMkZQKHeOVDIkQFgg TMAA&usg=AFQJCNHOpqJjH2
MSsiLRKODILI3BKOFWGzQ) , 742 2016.4.10.

5) SCLTIDGI/20/2(2008.10.15.), “Representation of non-traditional marks areas of
convergence,” WIPO, page 3, <http://www,wipo.int/edocs/mdocs/sct/en/sct_20/
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6) STLT, “Resolution by the Diplomatic conference supplementary to the singapore
treaty on the law of trademarks and regulations under the Singapore Treaty on the
law of trademarks,” WIPO, <(http://www.zis.gov.rs/upload/documents/pdf_en/pdf_
zigovi/Singapore%20treaty%200n%20the%20Law%200f%20Trademarks. pdf) , 734 Q:
2016.4.10.

7) tig 9 2012,12,20,41 31 201052339 HZ,
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10) DPMA No. 39504594, Registration date: 1998.4.23, Type of mark: Figurative mark.

11) DPMA No. 39410795, Registration date: 1999.2.4, Type of mark: Other type of

mark,

12) B2 AR S B3 A A i dig F ) Taei sl Al715(2013),
T HetATY, 400-4014.

13) Section 3(1). All signs, particularly words including personal names, designs, letter,
numerals, sound marks, three-dimensional designs, the shape of goods or of their
packaging, as well as other wrapping, including colours and colour combinations,
may be protected as trade marks if they are capable of distinguishing the goods or
services of one enterprise from those of other enterprises.

Section 8(3). If, prior to the point in time of the decision on registration, the trade
mark has become established in the trade circles involved as a result of its use for the

goods or services for which the application was filed.
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14) Qualitex Co, v, Jacobson Products Co, INC., 514 U.S. 159, (1995).
15) US No. 2726253, Registration date: 2003.6.17, Type of mark: Trademark.

16) US No. 3236505, Registration year 2007.5.1, Type of mark: Trademark

r

17) US No. 3231920, Registration date: 2007, 4. 17, Type of mark: Trademark.

18) US No. 3361597, Registration date: 2008. 1. 1, Type of mark: Trademark,

y
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19) Christian Louboutin S, A, v, Yves Saint Laurent America Holding, Inc, 696 F.3d 206
(2nd Cir. 2012)

20) Lanham Act §45(15 U.S.C. §1127). The term ‘trademark” includes any
word, name, symbol, or device, or any combination thereof — (1) used by a
person, or (2) which a person has a bona fide intention to use in commerce and
applies to register on the principal register established by this chapter, to identify and
distinguish his or her goods, including a unique product, from those manufactured or
sold by others and to indicate the source of the goods, even if that source is

unknown,

21) iR ¢ 2012, ko] (5 7).
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] A% WACE B 5 Qe

FHF 5 A AE A (Office for Harmonization in the Internal Market, ©]3}
OHIMo|2} §hth)2 FAGEEFENICE) Y A25HFE AAFFESR 3= o]
222 b 23) a3 APASHEY 34l dlsiAe AEEAZA ARE

=
5

54 sofstgont, el A3 A4

pAET Esel FEES AQAYol WASE B OHIM A
A Board of Appeal)> W FFEF =54 o] ARl o3 285 Q133
G @ ] ohitkado] ol $E3 Hel Hakstel A71E o|o|41%

3k
Zollr a2 ol da} b Zhzto] Zh= AFEA =AM o] A EE st
=]

WA 24 EESAE RS BN HAHE 284 5o Ao,
Nz k) ware 2 7o)zl AAL, Ak tolln Abolg 91417} et v A
ol BAS Ze 2F adoH, wEbA LnjAES ol A EEse
NE tE 242 Q48 Aolehe Aol

22) CTM No. 8398141, Shoe Branding Europe BVBA. ﬁ

23) GTM No. 3517646, Adidas AG. -

24) CTM No, 1325364, Lace up! GmbH, \\\ -

25) CTM No. 4771978, registration cancelled, K-Swiss Inc. .
26) OHIM, Opposition No, B 1 723 504, [22 May, 2012].
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deu dsshdiel F3 EFHI 2 o]xHA ofnjE A o] A
3k OHIM Aol o] H3 =2]7} K-Swisse] 2410l thafj = S L3t
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Zro] 574 e R AL Qe B Y eNEFY BF
& Aukae) AR Ao Base] 2 BolF AE BH2A Bl
o 4oz RE TREE Auelo] AoldrkL BHHATD 24le] 4
ES5E AdAA ] el FaAoA LubH A(General Court)S 241 Y
C EEA ) BAE Z7H0z XA etk AHs

o] e B Aee FHT A FEA A Bk oz}, 29 24EH
M= o] 7d=E v gloy, FHZ 295 ALFAHA(The Swiss
Administrative Court)-> At 313 o] A& W33t Ade] 5243 ¢
Ao 321 Y BFE ohelei sl FURHE B BAH Bk

A o7 TS| Ethe EHE FAEE Z R Q1A EHo] 7] wE

o
o, 041 BT FATAR ﬂél% % gleke Aolth. ) S-eluetel A o
A gEsh Bl vhal 5514 FRALE o] 58Hedrkrt 0 A
S 2012d9) AL A B oI5 917 FEoll hat S22 el Bl

27) Case R 1093/2014-2 K-Swiss Inc, v OHIM [2014], para 21.

28) Case T-3/15 K-Swiss Inc, v OHIM [2015], paras 47-48.

29) Lachenal, Meyerlustenberger, “Positional five-stripe mark held to be registrable,”
World Trademark Review Daily, <http://www.mll-legal.com/uploads/tx_x4epubli
cation/Positional_five-stripe_mark_held_to_be_registrable pdf) , 74 Y 2016.7.6.

30) titH €] 1990.9.25.4131 905168 T4,

31) Gibas, Katarzyna, “Position marks on shoes(or how stripes never go out of
fashion),” Salvador Ferrandis & Partners, ¢http://www.sfplegal.com/position-marks-
on-shoes-or-how-stripes-never-go-out-of-fashion/) , 74 A: 2016.7.6.

32) CTM No. 002230407, K-Swiss, Inc.
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34) CTM Application No. 011196003, Keds LLC,

35) CTM Application No, 008578114, K-SWISS , &

36) Ladas, Bill. “Wrong side of the line-more absolute grounds rejections for stripe
marks of K-Swiss Inc and Shoe Branding Europe BVBA,” IEXOLOGY, <(http://www.
lexology.com/library/detail, aspx?g=88c6d1f0-5105-4345-b5cd-cce5af27¢cb51) , 7324 d:
2016.7.27.

37) Hoag, Foley. ‘Inherent distinctiveness vs. secondary meaning: Chippendales fights
on despite setbacks,” LEXOLOGY, <http://www.lexology.cony/library/detail aspx?g=
d2017bd8-c466-45fa-89ca-47ae3cc5ce82) , A U: 2016.7.10.
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States Court of Appeals for the Federal Circuit)-& Seabrook test39)¢]] 7] %3} ]
HAHoxz AHH] gty Adst AFE AT Y3 (Trademark Trial and
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39) Seabrook Foods, Inc, v. Bar-Well Foods, Ltd., 568 F.2d 1342(C.C.P.A. 1977) A<
A AN Edol= elze] waHel A o ekshs slEolc), LukHel 7]
£ ot tARIe R o] Folx &, §F #okolx] Holstal g ARIA], 4]
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40) In re Chippendales USA, Inc, No. 2009-1370 Fed. Cir. (October 1, 2010).
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54) Qualitex Co, v, Jacobson Products Co, Inc,, €r2] Bd|(F 14).
55) Christian Louboutin S, A. v, Yves Saint Laurent America, Inc,, %2 #d(F 19).
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56) Christian Louboutin S, A, v, Yves Saint Laurent America, Inc,, %] &#|(F 19), p.228.
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A o] A5 T AA = AsAGA NN = AR Sn|7h H A A2t

3. A9 &F

A 2t o] ARAA LA o] AR AES R AR IS
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AZE Fol ¢he aeja U 299 Hde FEE. ofu) AA, 8

60) i3, “GAMA ] FEFE ofFol B AE —Qualitex ARARE S T2
PR 2 Aoty A1 A15.(2004), 5317, 2243,

61) Christian Louboutin S. A, v, Yves Saint Laurent America, Inc,, 778 F.2d 445, 455
(S.D.N.Y. 2011).
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63) Qualitex Co, v, Jacobson Products Co, Inc., 2] &d|(F 14), p.168.
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(3L &=R))

Uk, dEde] WMol A —dAWA #HS TR TR AT (The
Journal of Intellectual Property)s Xﬂﬂﬂ A135.(2012),

HEEA, AR S B3 AR AW g 1nEd Taeysh A71s
(2013).

HitfE, gddR o] FREFE oRd #Ag HE —Qualitex ARIRAEES F
Aoz — " T2 A =g Al1d Al135.(2004),

ol sz, AR FY E TEAHA JAE B Al A4, AR Hel Al73
3.(2013).

AEZ, FEA ol #e B F3E nE Ay dR] FYE TR T4
2125k AT A9 A|3Z.(2014).

(a2 S=X|)
Nathon, Natalie, “Position marks in the European Union,” Sudia Luridica

Auctoritate Universitatis Pecs Publicata, Vol ,149(2011).
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g9l 2012.12,20. 413 201052339 T4,

€ 1990.9.25. 43 905168 24,

Case R 1093/2014-2 K-Swiss Inc, v OHIM [30 October 2014]
Case T-3/15 K-Swiss Inc, v OHIM [4 December 2015]

Case T-547/08 X Technology Swiss GmbH v OHIM [15 June 2010]

Case T-63/15 Shoe Branding Europe BVBA v OHIM [15 December 2015]
ECLI:EU:T:2015:972

Case T-64/15 Shoe Branding Europe BVBA v OHIM [15 December 2015]
ECLI:EU:T:2015:973

Christian Louboutin S, A, v, Yves Saint Laurent America, Inc,, 696 F.3d 206 (2d Cir,

2012)
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Position Mark, Its Legal Requirements &

Critical Discussion for Examinations

—Focused on Fashion Goods—

Cho Kyeongsook*

The author has explored the legal requirements of position marks and
discussed issues in related to right. To be registerable as a trademarks,
position marks are required to be placed in a specific location on a
certain scale within a class of goods. Distinctiveness through both the of
use and separability from the form of a good is essential in order for it to
be registerable., The position mark with a decorative quality and/or
functionality is not eligible for trademark registration. The author claims
that position mark rights should be conferred with a careful approach and
with consideration because of various legal issues; competition
restriction, position insignificancy, position depletion, position confusion,
positional change and/or formative alteration. Despite of these issues,
position marks are likely to be a more vibrant means of marketing
strategy in business. This study may lead to discussions of the legal issues

of position marks in their applications in business,

* Professor, Sungkyunkwan University, School of Art,
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