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6) Ibid.

7) Lemley, Mark A., “Software Patents and the Return of Functional Claiming”, 2013
Wis, L Rev, (Oct, 12, 2012), pp.905, 946 (hereinafter referred to as “Lemley”);
Collins, Kevin E., “Patent Law's Functionality Malfunction and the Problem of
Overbroad, Functional Software Patents”, Wash, U.L Rev., Vol 90(2013), pp.1399,
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Modern Functional Patent Claiming”, Georgetown L _J. Vol 98(2010), pp.1891, 1904
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9) Halliburton Oil Well Cementing Co, v, Walker, 329 U.S. 1, 12-13 (1946).

10) Lemley, supra, p.915.

11) Lemley, supra, p.905.

12) Janis, Mark Weston, “Who's Afraid of Functional Claims—Reforming the Patent
Law’s §112", 6 Jurisprudence, Faculty Articles and Papers, (1997), pp.60, 234 .

13) Leeds v, Comm'r of Patents & Trademarks, 955 F.2d 757, 759 (Fed. Cir, 1992).

14) 35 U.S.C. §112(b) CONCLUSION: The specification shall conclude with one or more
claims particularly pointing out and distinctly claiming the subject matter which the
inventor or a joint inventor regards as the invention,

15) Atmel Corp. v, Information Storage Devices, Inc,, 198 F.3d 1374, 1378 (Fed. Cir.
1999); Ahmed, Quadeer A., “Computer-implemented Functional Claim Limitations—
How Much Corresponding Structure Needs to be Disclosed?”, <http://www.sughrue.
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16) Elcommerce, com v, SAP AG, 745 F.3d 490, 501 (Fed. Cir, 2014) (‘[A] means-plus-
function clause is indefinite if a person of ordinary skill in the art would be unable to
recognize the structure in the specification and associate it with the corresponding
function in the claim.”). See MPEP 2173.02.

17) Atmel, 198 F.3d at 1379 [7]%52] FA &40 S8hs F2(EE B2 - 52h7t 3+
o] 7155 FYste AYES T TIEA R AT olaE F J=F WA AA
o 7| Al =jofof sttt ] In re Dossel, 115 F.3d 942, 946-47 (Fed. Cir, 1997) 7155 T4
a2 FFste F27F FJAA T2 Z1EA A Argsittd, 1 727t BAIA ¢l
oPAH A AR o ANE Aoz B 5 gk,
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Cir, 2003) V154 FA 848, B4o] 718271 YA 1 722 214ste] 37
o) v 71’53t ‘B A 4 glow B sal )

19) Edlin, Elise S., “Computer Claim Disarray: Untangling the Means-Plus-Function
Doctrine to Eliminate Impermissible Functional Claiming in Software Patents”,
Berkeley Tech. L.J., Vol.28(2013), p.420.

20) In re Miller, 441 F.2d 689 (CCPA 1971),

21) MPEP 2173.04.
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22) Lighting World, Inc, v, Birchwood Lighting, Inc., 382 F.3d 1354, 1358 (Fed. Cir.
2004).

23) Lighting World B2l w}2} CAFCE o] AFHA T3l 4 7&S H-83Fck
See e.g., Inventio AG v, ThyssenKrupp Elevator Ams, Corp., 649 F.3d 1350, 1357
(Fed. Cir. 2011); Flo Healthcare Solutions, LLC v, Kappos, 697 F.3d 1367, 1374 (Fed.
Cir, 2012); Apple Inc, v, Motorola, Inc., 757 F.3d 1286, 1297 (Fed. Cir, 2014) (“The
strong presumption - provides clarity and predictability for the public and the
patentee alike.”).

24) Williamson v, Citrix Online, LLC, 792 F.3d 1339, 1349 (Fed. Cir, 2015) (en banc) [
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25) Williamson, 792 F.3d at 1349 (“The standard is whether the words of the claim are
understood by persons of ordinary skill in the art to have a sufficiently definite
meaning as the name for structure, When a claim term lacks the word ‘means,’ the
presumption can be overcome and $§112, para. 6 will apply if the challenger
demonstrates that the claim term fails to ‘recite sufficiently definite structure’ or else
recites ‘function without reciting sufficient structure for performing that function.™).

26) Mattingly, Nicholas R., “Avoiding Invocation of Functional Claim Language in
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27) TriMed, Inc, v, Stryker Corp., 514 F.3d 1256, 1259-60 (Fed. Cir. 2008) (“Sufficient
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CCS Fitness, Inc, v, Brunswick Corp., 288 F.3d 1359, 1369 (Fed. Cir,2002).

29) Williamson, 792 F.3d at 1348 (citing Watts v, XL Systems, Inc., 232 F.3d 877, 880
(Fed. Cir. 2000)).

30) A& A2l thA]o]: module, mechanism, element, device, unit, component, member,

31) Williamson, 792 F.3d at 1350 (“distributed learning control module”); Robert Bosch,
LIC v. Snap-On Inc., 769 F.3d 1094 (Fed. Cir. 2014) (“program recognition device”
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32) Durham, Alan L., Patent Law Essentials: A Concise Guide, 4" ed, Praeger, 2013,
p.83.

33) See, e.g., Becton, Dickinson & Co, v. Tyco Healthcare Group, 616 F.3d 1249,
1253-57 (Fed. Cir. 2010); E. I du Pont de Nemours & Co. v, Phillips Petroleum, 849
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38) Diamond v, Diehr, 450 U.S, 175, 185 (1981).

39) Bilski v, Kappos, 130 S.Ct. 3218 (2010).
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42) Alice, 134 S.Ct, at 2357,

43) Fairtield Indus, v, Wireless Seismic, Inc,, No, 4:14-cv-2792 (S.D. Tex, 2014),
44) Enfish v Microsoft, 822 F.3d 1327, 1334 (Fed. Cir. 2016).

45) Alice, 134 S.Ct. at 2355,

46) Id. at 2354-55.
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49) Long, David, “En Banc Federal Circuit broadens what constitutes a means-plus-
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84) Edlin, Elise S., supra, p.422.
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86) WMS Gaming Inc, v, Int'l Game Tech,, 184 F.3d 1339, 1348 (Fed. Cir. 1999) (‘A
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Patent Eligibility of Software Invention in U.S.

—Relationship with Construction Principle to Functional Claim—

Lee Haeyoung

A software patent means any patent for a function that is comprised
primarily of algorithms designed to run on a computer. The main issue
raised to software patents is that the scope thereof is too broad or
ambiguous, Software claims are usually described in functional language
by nature. If the claim is construed literally, it is difficult to escape from
the abstract idea category. IN Williamson case, CAFC expanded
applicability of 35 U.S.C §112(f), If §112(f) is applied to the software
claim, the possibility of crossing threshold of patent-eligibility becomes
higher, even though the claim scope may have a risk to be narrowed.
Also, the problem of over-breadth and uncertainty may be solved, On the
basis of Williamson ruling, CAFC tends to apply the functional claim
doctrine more positively to software claims. As a result, a series of
judgements affirming patent-eligibility were issued in 2016, It is
reasonable to apply §112(f) to software claims, thereby defining the claim
function to structures or acts disclosed in the specification. However, the
Specificity level of algorithms should be properly established so as to be
construed as a reasonable scope corresponding to the inventor's

contribution,
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Patent-eligibility, Software, Functional claim, Algorithm, Definiteness of claim, 35 U.S.C. §101,
35US.C. §112(f)
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