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50) LaserDynamics, Inc. v. Quanta Comput., Inc., 694 F.3d 51 (Fed. Cir, 2012).
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53) Ryan, James, “A Short History of Patent Remedies”, Cybaris An Intell. Prop, L. Rev,,
vol.6(2015), p.190 (“Courts struggled to determine who had the burden of proof, and
how to correctly apportion the profits.”).

54) Bensen, Eric E., “Apportionment of Lost Profits in Contemporary Patent Damages
Cases’, Va, J L. & Tech,, Vol 10 No.8 (2005), p.5 (“Some have taken the view that
under the appropriate circumstances, patentees must apportion their lost profits in
order to establish a right to recover. Others, however, believe that apportionment is
not required to recover lost profits because patentees need only show ‘but for
causation to recover lost profits,”).

55) Rabowsky, Brent, ‘Recovery of Lost Profits on Unpatented Products in Patent
Infringement Cases”, S, Cal. L. Rev., Vol.70 (1996), p.285 (‘[Ulnder current law, there
is never a need to apportion lost profits between patented and unpatented items.”).

56) Taylor, David O,, “Using Reasonable Royalties to Value Patented Technology”, Ga.
L, Rev,, Vol.49 (2014), p.98 (It did so for various reasons related to the inability to
prove actual damages: inability to prove either lost profits given the lack of any
advantage in using the patented invention or lost royalties in the form of an
established royalty; inability to apportion any lost profits; inability to prove infringers'
profits;68 inability to apportion any infringers' profits; and insufficient evidence to
allow a jury to assess actual damages.”).

57) Garretson v, Clark, 111 U.S, 120, 121 (1884) (“The patentee -+ must in every case
give evidence tending to separate or apportion the defendant's profits and the
patentee's damages between the patented feature and the unpatented features, and
such evidence must be reliable and tangible, and not conjectural or speculative; or he
must show, by equally reliable and satisfactory evidence, that the profits and damages
are to be calculated on the whole machine, for the reason that the entire value of the

whole machine, as a marketable article, is properly and legally attributable to the
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patented feature.”).

58) Harkins, Christopher A., “Fending Off Paper Patents and Patent Trolls: A Novel “Cold
Fusion” Defense Because Changing Times Demand 1t", Alb, L], Sci. & Tech,, Vol .17
(2007), p.450 (“The plaintiff first proves the applicability of the entire market value
rule, after which the defendant (as the beneficiary of any apportionment) bears the
burden of apportioning the royalty base between infringing and non-infringing sales,
especially when the apportionment evidence lies within the defendant's control.”),

59) Universal Athletic Sales Co. v. Am, Gym, 480 F.Supp. 408, 413 (W.D. Pa. 1979) (‘It
has been held that plaintift has the burden to prove his lost profits and then the
burden shifts to the defendant to prove in a case of a component part such as this
that the lost profits were attributable to the unpatentable features of the device and
thereupon the burden shifts to the plaintiff to show apportionment, If this cannot be
shown you then go to a reasonable royalty.”).

60) Garretson v, Clark, 111 U.S, 120, 121 (1884),

61) Schlicher, John W, “Patent Damages, the Patent Reform Act, and Better Alternatives
for the Courts and Congress”, /. Pat, & Trademark Off Soc'y, Vol.91 (2009), p.62
(“The patent owner has the burden to prove that the entire market value rule applies.
If the patent owner carries that burden, the apportionment issue is not considered. If
the owner does not carry that burden, the infringer has burden of proving that
apportionment applies. If the infringer does not carry that burden, damages are based
on application of the entire market value rule, I have also read that the patent owner
usually carries its burden of showing the entire market value rule applies.”).
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62) Coughlin, Timothy, “Apple, Inc. v, Samsung Electronics Co.: Economics of Design
Patent Trolling”, Cardozo Arts & Ent, L., Vol.35 (2016), p.240 (“With this rule, the
burden of proof belongs to both parties much more equally than the extremes
required of total profits or lost profits---").

63) Bensen, Eric E. & White, Danielle M., “Using Apportionment to Rein in the Georgia-
Pacific Factors”, Colum, Sci, & Tech, L. Rev,, Vol.9 (2008), p.31(“Second, a single,
but unduly influential, contemporary district court case, W, L. Gore & Assocs., Inc. v.
Carlisle Corp., incorrectly - in an alternative holding no less — concluded that
apportionment did not apply where lost profits were sought.”).

64) Taylor, David O, supra, at 98 (“It did so for various reasons related to the inability
to prove actual damages: inability to prove either lost profits given the lack of any
advantage in using the patented invention or lost royalties in the form of an
established royalty; inability to apportion any lost profits; inability to prove infringers'
profits; 68 inability to apportion any infringers' profits; and insufficient evidence to
allow a jury to assess actual damages.”).

65) Garretson, 111 U.S, at 121 (“The patentee --- must in every case give evidence
tending to separate or apportion the defendant's profits and the patentee's damages
between the patented feature and the unpatented features, and such evidence must
be reliable and tangible, and not conjectural or speculative; or he must show, by
equally reliable and satisfactory evidence, that the profits and damages are to be
calculated on the whole machine, for the reason that the entire value of the whole
machine, as a marketable article, is properly and legally attributable to the patented
feature.”).
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66) Leichtman, David, “Litigation Strategies for Intellectual Property Cases, 2012 Edition
Leading Lawyers on Analyzing Key Decisions and Effectively Litigating IP Cases’,
2012 WL 1670119, at 9 (2012) (“Relying on both patent and copyright decisions, the
Sheldon court set forth a burden-shifting rule: where it could be found that the
defendant's additional creative efforts contributed to the profits of the whole, the
initial burden of apportionment would rest on the plaintiff—but if the manner in
which the defendant kept its business records made apportionment difficult or
impossible, then the burden of proof on apportionment would shift,”).

67) Garretson, 111 U.S. at 121 (“The patentee must give evidence to separate or
apportion the defendant's profits and the patentee's damages between the patented
feature and the unpatented features-+-"),

68) Westinghouse Elec, & Mfg, Co. v. Wagner Elec, & Mfg. Co., 225 U.S, 604, 622
(1912).

69) Friedman, Josh, “Apportionment: Shining the Light of Day on Patent Damages”, Case
W, Res, L. Rev,, Vol.63 (2012), p.152 (“Over the next half-century, courts created
fairly detailed jurisprudence requiring that a patentee prove the portion of the
infringer’s profits that was attributable to the patented component or improvement,”).

70) Id. (“To help patentees that could not feasibly prove a specific damage amount,
Congress amended the patent damages statute in 1922, These amendments allowed
courts to award a reasonable royalty as damages when profits were uncertain,”).
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71) Fedell, Jaimeson, “A Step in the Right Direction: Patent Damages and the
Elimination of the Entire Market Value Rule”, Minn, L Rev,, Vol.98 (2014), p.1151
(“In 1946, Congress stepped in and eliminated the cumbersome apportionment
proceedings and shifted patent damages from recovering the infringer's unjust
enrichment to the current conception of providing compensation for the patentee,”).

72) Landers, Amy L., “Let the Games Begin: Incentives to Innovation in the New
Economy of Intellectual Property Law”, Santa Clara L, Rev,, Vol 46 (20006), p.323.

73) Davis Jr., Theodore H., Part III, “Litigation in the Federal Courts and States Courts of
General Jurisdiction”, Trademark Rep,, Vol 105 (2015), p.367 (“The court was
unconvinced, and it instead placed the burden of apportionment on the defendants
based on ‘the well-established princlple that profits may be presumed to be
attributable to infringement unless the defendant proves otherwise,”™).

74) EBichengrun, Joel, “Remedying the Remedy of Accounting”, Ind, L.J., Vol.60 (1985)
p.485 (“Hamilton-Brown Shoe Co. v. Wolf Bros, & Co., 240 U.S. 251 (1916), where
the court in a common law trademark infringement action held that the burden of
proof was on the defendant to show an apportionment of profits. The court noted
that the allocation is often impossible, and the wrongdoer should not profit at the
expense of the victim, The point is one of broader application and logically suggests
the burden of proving all profits should be on the defendant.”).

75) Lanham Act § 35(a) (“In assessing profits the plaintiff shall be required to prove
defendant's sales only; defendant must prove all elements of cost or deduction
claimed.”).

76) Abbott & Anor v, Design & Display Ltd. & Anor [2017] EWHC 932 (IPEC) (26 April
2017), para. 37 (“In relation to the foregoing issues the evidential burden rests on the
infringer.”).
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77) Rockwell Automation, Inc, v. WAGO Corp., 2012 WL 12996102, at 2 (W.D. Wis,
2012) (“Regardless of the basis of the royalty—units sold versus revenue or profits—
plaintiffs must provide some apportionment based on the patented component if the
patented component does not constitute the basis for customer demand. plaintiffs
intend to prove that the patented components of WAGO's alleged infringing products
drive customer demand; as such plaintiffs seek to recover a royalty reflecting the
value of the entire commercial embodiment.”).

78) Lucent Techs., Inc, v, Gateway, Inc., 580 F.3d 1301, 1336 (Fed. Cir, 2009) (“In one
sense, our law on the entire market value rule is quite clear. For the entire market
value rule to apply, the patentee must prove that ‘the patent-related feature is the
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Burden of Proof of Apportionment Ratio in Calculating

Damages under Patent Law

Joo Hyeonjae,* Jung Chaho™ & Wen Lihua™*

With regard to calculation of damages, Article 128, clauses 2-3 (lost
profit), clause 4 (infringer's profit) specifically prescribe the person who
bears the burden to prove causal relationship between infringing activity
and loss. We authors believe that the law, the legal articles and others
have all been silent about the burden of proof of apportionment ratio
which is corresponding to the causal relationship in terms of “value” of
the sold products. Some Korean cases demanded the plaintiffs to prove
apportionment ratio, while some other cases demanded the defendant to
prove it. In the United States, the principle of damages-plaintiff-proof is
equally applied in both sales volume (quantity) causation and
apportionment ratio (value) causation. In Japan, two conflicting opinions
exist, one of which is that the law of burden of proof is not applied to
apportionment ratio, and the other of which is that the law of burden of
proof should be applied to apportionment ratio, With regard to the law
of calculating apportionment ratio in Korea, this paper asserts as follows:
(1) in calculating the lost profit, the plaintiffs can then calculate damages
on the basis of a 100% apportionment ratio once the amount of the

infringer has been documented, and the defendant has to prove a

* Patent Attorney, YOU ME Patent & Law Firm,
** Ph D, Candidate at Sungkyunkwan University Law School.
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apportionment ratio of less than 100%; (2) even in calculating the
damages on the basis of infringer's profit, the defendant should
demonstrate not more than 100% apportionment ratio; (3) the burden of
proof of apportionment ratio has not been shifted in the calculation of
reasonable royalty, therefore the plaintiff has to prove it in accordance
with the “principle of damages-proved-by-plaintiffs”; (4) however, in
calculating reasonable royalty, the burden of proof of apportionment
ratio also needs to be shifted to the defendant, so the law needs to be

revised,

Keyword

apportionment ratio, contribution rate, burden of proof, patent law, damages, causal

relationship, value causation, lost profit, infringer’s profit, reasonable royalty
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