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1) TGI Paris R2272/2010-2, 2008.11 4.

2) Christian Louboutin and Christian Louboutin Sas v, van Haren Schoenen BV, in Case
C-163/16 (12 June 2018).

3) DIRECTIVE 2008/95/EC OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL
of 22 October 2008; Article 3 Grounds for refusal or invalidity 1. The following shall
not be registered or, if registered, shall be liable to be declared invalid: (e) signs
which consist exclusively of: (i) the shape which results from the nature of the goods
themselves; (i) the shape of goods which is necessary to obtain a technical result;
(i) the shape which gives substantial value to the goods;
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FREe] el A A2EsFAa A, HAGA NN GG
FE7F 2 glvke A ] A2 19959 Qualitex A ollA 24 €
v o] Aekat wixHH, 4] dAcke] Weje ea)rt slvka #
Alaklcts) g Plu=go] Abgol og A Ee ARl HdEZAL
Antza YFEID shoich. Thit, Amde] AEDL olvle] Aol w

5) A& & Alo] o] AN ES dAE TR, AEL vid 1195 dnj 7)A€}

6) Christian Louboutin S.A. v. Yves Saint Laurent America Holding, Inc., 778 F.Supp.2d
445, 449 (S.D.NY, 2011).

7) 778 F.Supp. 2d at 449-450,

8) Christian Louboutin S, A, v, Yves Saint Laurent America, Inc., 696 F.3d 206, 212 (2nd
Cir, 2012).

9) 696 F.3d at 226-227,
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A9k Ro] Sele = U AAY YRl AEE AL WYk
2. %2 A7

FoAd A A AL o B8F H A (Agreement on Trade-Related Aspects of

Intellectual Property Rights, o]} ‘TRIPs) A|15F A|1Z 1A= 7ol 3],

10) 696 F.3d at 228,

11) 696 F.3d., at 229,

12) 696 F.3d at 215,

13) TRIPs Agreement(as amended on 23 January 2017), Article 15 Protectable Subject
Matter 1. Any sign, or any combination of signs, capable of distinguishing the goods
or services of one undertaking from those of other undertakings, shall be capable of
constituting a trademark, Such signs, in particular words including personal names,
letters, numerals, figurative elements and combinations of colours as well as any
combination of such signs, shall be eligible for registration as trademarks, Where
signs are not inherently capable of distinguishing the relevant goods or services,
Members may make registrability depend on distinctiveness acquired through use.
Members may require, as a condition of registration, that signs be visually
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9] m A EH LS Campbell AF71(1949),19 222 john Deere &7]7)

perceptible.

14) ECJ, Heidelberg Bauchemie, IPPT20040624.

15) Lanham Act §45(15 U.S.C. §1127). The term ‘“trademark” includes any word, name,
symbol, or device, or any combination thereof — (1) used by a person, or (2) which a
person has a bona fide intention to use in commerce and applies to register on the
principal register established by this chapter, to identify and distinguish his or her
goods, including a unique product, from those manufactured or sold by others and to
indicate the source of the goods, even if that source is unknown.

16) In re Clark, 17USPQ 2d 1238, 1240 (TTAB 1990).

17) 778 F.Supp.2d at 450.

18) Lanham Act §43 (15 U.S.C. § 1125). False designations of origin; false description or
representation (a) (1) Any person who, on or in connection with any goods or
services, or any container for goods, uses in commerce any word, term, name, symbol,
or device, or any combination thereof, or any false designation of origin, false or
misleading description of fact, or false or misleading representation of fact, which—

19) Campbell Soup Co. v, Armour & Co., 175 F.2d 795 (3d Cir. 1949).
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20) Deere & Co. v. Farmhand, Inc., 560 F.Supp. 85 (S.D. Iowa 1982).
21) In re Owens-Corning Fiberglas Corp., 774 F.2d 1116 (C.A.F.C 1985).
22) Qualitex Co, v, Jacobson Products Co, Inc., 514 U.S. 159 (1995).
23) 514 U.S. 159.

24) US 2390667, Reg. date 2000.10.3,

25) US 2359351, Reg. date 2000.3.28.

26) US 3099894, Reg. date 2006.3.14,



2A% — Fite] e B FE R pol e 13 45

[

i
z

(2% 21, o8} ‘29 1(Z)1)] B Btk 2D 3T FYe Y=if Ak
G IC 025F= AFEox A3}, “Semelle de chaussure de
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nIro A o] Hlede v AR A1xAS} Al44Z (D))l T E 2
= Zd 2A% A F4E E3), 2001d 5¢ 23 IC 025, US 022,
039, G & S “foot wear"& AH| = B FF O 2 At AL d SHoltHa
d 2-2, ol3} ‘FH 1 (). o] ZelA FEe| AL TFY B A&

H W7EA © 2 A (“The mark consists of the color red as applied to the bottom of

soles of shoes -+ The color red is claimed as a feature of the mark.”), = H ol A
B A ol gl e AAE HASA o] 1T &9 T2,
2002'd 94 E7] =t
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27) French Filing No. 3067674.

28) Lanham Act §44 (15 U.S.C. §1126). (d) An application for registration of a mark
under sections 1051, 1053, 1054, or 1091 of this title or under subsection (e) of this
section filed by a person described in subsection (b) of this section who has
previously duly filed an application for registration of the same mark in one of the
-40- November 25, 2013 countries described in subsection (b) of this section shall be
accorded the same force and effect as would be accorded to the same application if
filed in the United States on the same date on which the application was first filed in
such foreign country:

29) US Ser. No, 76261832,

30) French Reg. No. 063414903,

31) Lanham Act §66(a)(15 U.S.C. §1141f). (a) Requirement for Request for Extension of
Protection.--A request for extension of protection of an international registration to
the United States that the International Bureau transmits to the United States Patent
and Trademark Office shall be deemed to be properly filed in the United States if
such request, when received by the International Bureau, has attached to it a
declaration of bona fide intention to use the mark in commerce that is verified by the
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applicant for, or holder of, the international registration.

32) US Reg. No, 3376197,

33) Hocking, Anne H, & Desmousseaux, Anne, “Why Louboutin Matters: What Red
Soles Teach Us about the Strategy of Trade Dress Protection”, The Law Journal of the
International Trademark Association, Vol. 105, No.6(2015), p.1343.

34) Ibid., p.1344.

35) US Reg. No. 3361597, Reg. Date: 2008.1.1.

30) FHE ] AidM e, A ARG FASHE o] Ao HFolw o3| Brggst
Hol ot A A3t Yo}, “women's high fashion “designer footwear”, o] AL
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2 ATE ArLY Zg A 528 FA8 Y, Zara FranceE A2 AEAS T8 9h
778 F.Supp.2d at 456,
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37) French Application No, 3869379. (CTM 8,845,539 filed on January 29, 2010),
38) Hocking & Desmousseaux, op. cit., p.1347. supra note 33).
39) 778 F.Supp. 2d at 451,
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40) Louis Vuitton Malletier v. Dooney & Bourke, Inc., 454 F.3d 108, 116 (2nd Cir,
20006).

41) Berberry Ltd. v. Euro Moda, Inc. No 08 Civ, 5781, 2009 WL 1675080.

42) o) AT, ¥R A 71547, T AAE, A1635.(2004), 3307,

43) Idid., p.330.

i) AL, A A o] FEZA ] 29 9 5HAA Bk vlag A 22, T3}
Azly, A537(2008), 50-514.
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40) 35 U.S.C. §§154, 173,

47) 560 F.Supp. at 96.

48) 560 F.Supp. at 98.
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49) Deere & Co, v, Farmhand, Inc,, 721 F,2d 253 (8th Cir, 1983).

50) Wallace Internatioal Silversmiths, Inc.., Godinger Silver Art Co., Inc., 916 F.2d 76,
77,81 (2nd Cir, 1990).

51) 696 F.3d at 212,

52) o| A7, op. cit., p.361, supra note 45).
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55) ¥l EHA W, 365,
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57) 778 F.Supp.2d at 453.

58) 778 F.Supp.2d at 452.

59) 778 F.Supp.2d at 457.
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May a Single Color Mark be Protectable
in the Fashion Industry?

Cho Kyeongsook*

Christian Louboutin has maintained its reputation as a high-end luxury
fashion icon with its signature of the Red Sole Mark but also has been in
litigation over the monopoly of using the color red. The case of litigation
with its archrival Yves Saint Laurent over the trademark infringement at
the United States Court of Appeals for the Second Circuit in 2012 made
the headlines all over the world, Some of the key legal issues at the
Second Circuit included: 1) whether a single color can translate into a
trademark in the fashion industry and 2) whether the aesthetic
functionality of the Red Sole can be found. YSL, the defendant at that
time, suggested the three arguments as its counter-arguments: the
principle of aesthetic functionality: the shade confusion rule; and the
color depletion rule. This paper suggests the following three questions
for research and reilluminates the above-mentioned principles dismissed
at the 2012 court, First, can we find aesthetic functionality from the Red
Sole? Second, is there any confusion in terms of communication among

colors? Third, can the Louboutin's red color be depleted?

* Faculty at Dept. of Fashion Design, SungKyunKwan University, Ph.D., Seoul National
University, School of Law, Ph.D. Program,
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