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Azl AT n)Z AWH Y Oil States HA”, THZ, #73235.(2018), 158-223H
o o] m|= 53 IPR Ao thsk Al HAl Alg]= =folnt, 1ejil 2 =79 d
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9, 24-379, 201990 A LS AL Al 77 - Beksk A0S el
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z=

m= 93] = AIA W2 AT 2N IPR ARE v SEHoR =96t
Ak, IPR Ale= 53540 A ZEE Alarskar, *‘Ah&«l AR 5
A 53149 YAt du|gto} ALE A H]§o] FTskE S WO =M,
T E3|Ho| 220 7 3= S £3 n)= *J‘ﬁ%xddl 7]
TEo Aot} o] gk FHASel = T €2 SAS
EGVU*% ) d3]e] 71Ee] AF-AA S PR A 2ol thk 7
A 718FaL, IPR 213 A oA 2 | 53378 5 2= shte] 53 AT
f‘f}°ﬂ tiate] IPR 215 Q1 9] Fe]HQl Savbsde] AR HHE, AHE BE &
&) AT el thate] IPR HaP7fAAA o] o] Fofx ok 3laL, 0101*1 2E
7ol tisko] IPR ML FA A o] o] Fo]xfof ﬂﬂri A Z 4, PR
AAele] AR S ekt wheba] SAS BAL PR A1l £
AZHY 2Fg A7 LA gk ddolnt, o]H S SAS &
AL PR A=) 3k thH Y F49] Cuozzo FAH Oil States 43}
A, ml= o] 37 IPR A =& 2LjFgh FH Aol Fsh= ddolgtal HJrie
At

ZFHof

012 Saig, PR ALE, RZAZHS, SAS B, RE8 HAZH, REME
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[.A &
20181 49 249 1= AR $2) Sl FENAAR AP

sh= vl 53192¢ IPR(nter Partes Review) A=Vl tgh F 42l Oil
States Energy Services, LLC v. Greene’s Energy Group, LLC #7423} SAS
Institute Inc, v, Iancu A3 A 13Tt AUk AL Oil State T2 9|
A, IPR A= 2] ¢ A (unconstitutionality) o] 2= W2 A, & n|= E3Y
A PR A&7t v A A3Z(Artticle P9} GHFEA Y A|7%
(Seventh Amendment)>ol] HREE=7}e] o R ThFHA, IPR A7} vl
gAY A3zt ALY ATz Hﬁ*ﬂ?ﬂ g v EAHAN

of #Fshe AmLe AL

b E‘ )
Ao 15T YES S WA B 245 ol ZHelA ol

1) PR A= o] AFAIgE &0l thsli A=, ol 58, “n]= S olX ] IPR A9t 7|5 A
o o] Cuozzo A", AAAITA,, A525.(2017), 199-2500 2,

2) Oil States Energy Services, LLC v, Greene's Energy Group, LLC, Case No, 16-712
(U.S. April 24, 2018).

3) SAS Institute Inc. v. Tancu, Case No, 16-969 (U.S. April 24, 2018).

4) vz ALY Azze vT AYNHAS 23 nl5] ApFRe ik g o)k,
a3 v AR Az YR, 5 VS o3d digk Ao, v ?i%‘fﬂ%

A2z YEHS )& PR st FAo|th v AuwdH A3ZE RO
Art1cle m'gla A3},

9 1% GUEADY A LTI A sl e Al T
Ak, FAH R v ARFHAY A7z W] adellA], 27171 20885

SoHeHe AP M Sstel A918 e A2t a1 g2, 120 913l
1% AH0e el 740 SISHE L olalel 1549 ol WA ANE 0 of
yskol . Aska 9ok, v A A72E Oﬂv‘:’_— “Seventh Amendment”
eha e,
6) Oil States, Case No. 16-712, pp.1. 17. Oil States ¥4 2] A3 W&ol s A= o]
2, “ml= S IPR A=) S vlw diH e Oil States A", THZ,,
Zﬂ732§(2018), 158-223% 3=

0
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l

States A2 1= SS]AZ oA PR A =7} AFA8FAL = WA A9 & d
% U 3aL3] 3tk Aol o or) TS =gk i A2 SAS @
Ao, v= B3] ATEE-L] A3 (pTAB)Z} "= E3H A|314F ()97} TF
J3h= IPR AAPHAIAA & & o] 5,10 v 5359 A|318%(a)1V7} 748t
= IPR AAPRAI A7 o] o] Fo]xl E3]H T3 el 5351/d0] EAgt=71e] o
o] )3k 2E A A (final written decision)2 3Holl 910141, “IPR 2153 91o] IPR
Aafo| A A E BE 53373 534 tste] AAstelof sf=717,
ob™ “IPR HxP7RAAA o] o] Folxl Ui 53133 ] 53] thalA
T AEE e e B AR S TRl

SAS o] A H7|7HA], 3 HAE 59 D 3]= v= 53173 7 ] (Patent
Office Regulation)13)o]] 73}, IPR Aol thal “F&Z 7§A| 2 A (partial

7) Wright, Jon E. et al., “Supreme Court Upholds IPR as a Valid Procedure for
Challenging Patent Validity: Majority Reasons that Patents are Revocable “Public
Franchises” ", LEXOLOGY, <https://www.lexology.com/library/detail aspx?g=a93731
08-06ac-4f6¢-bfea-000357188623) , 74 l: 2019.3.7.

8) Masters, Robert M, et al., “Supreme Court Affirms the Constitutionality of Inter
Partes Review”, LEXOLOGY, (https://www.lexology.com/library/detail, aspx?g=0a6d
b15d-d82b-465d-909d-007701eb1853) , 74 d: 2019.3.7.

9) 35 U.S.C. § 314(a) Threshold. The Director may not authorize an inter partes
review to be instituted unless the Director determines that the information presented
in the petition filed under section 311 and any response filed under section 313
shows that there is a reasonable likelihood that the petitioner would prevail with
respect to at least 1 of the claims challenged in the petition.

10) 1= 53 A314Z2 ()= 531774 0] IPR AANAIAES & + vk 1A =0l 3l
Ak, vl = 5317 gt ol ofdte] IPR AAp/RAI G o g Ak e nE 59 Y3
ol 1l = At

11) 35 U.S.C. § 318(a) Final Written Decision, If an inter partes review is instituted and
not dismissed under this chapter, the Patent Trial and Appeal Board shall issue a
final written decision with respect to the patentability of any patent claim challenged
by the petitioner and any new claim added under section 316(d).

12) SAS Institute, Case No, 16-969, p.1, SAS ¥4 o] T2l n|= 53] 372l “Andrei
Inacu”o]t},

13) 37 CFR § 42.108(a), “CFR™& w]=r 814 3 (Code of Federal Regulations)S 2]w]
ghot, w= A2 s AR PAAEHE Ao Aotk vs gt
A A37RCE 534, d8d, A2 34 o] A H] Stk 53] “Chapter
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institution)”& 1A s}= ATLE 233} o] S}

7herdol T EY, e 5313 7@ ol thato] IPR AA7IA EA S 8l

of skaL, ol thit EetilelE A3 Fol| mE S| 7F] 5314l

W “AIA ¥ (The Leahy-Smith America Invent Act)"18)2] A4S Ea}o] IPR A&
7hn= S OR =Y o]|FHH olojxR SIAREE s AT
ol AFs A A Ao Ado 2] 19 n=e] SEA e B

g v Ao odd
oldl SHoA] Aty o] SAs wA <] oo} JaFE S 2pA 3] A3t
= AL 43 oot vkl AZhErt, sAs Ao AL H Y o
2 5t 42 WA A2 vl zie] AR Gorsuch T

e}
rO
o
o
)

179] “Part 41(§41.1-§841,208) 7} “Part 42(§42,1-§42.412)"+= EF| A HEE ] A37 &
J3}= IPR A}l tdt 728 74353 YL, “Part 90(§90.1-§90.3)" E3] AFEE
A A3] o] HFHE gk W] Abg Aol thsho] A skaL i

14) SAS Institute, Case No. 16-969, p.7.

15) Id. p.1.

16) Id. p.7.

17) 1d. p.1.

18) Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat, 284 (2011).

19) McGann, Kevin X, & Scheibeler, John, “Supreme Court strikes down PTAB “partial
institution” practice for inter-partes review”, LEXOLOGY, <¢https://www.lexology.co
m/library/detail aspx?g=d962ee58-9780-46a9-a783-68f56d6e7075) , 1A A: 2019.3.8.
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ZHdst ek, iR el vl tiste] Ginsburg thR#} Breyer
e e oS 242 g ekl ofstoll = SAS RS tiH¥E 52

o th=2l4, Ginsburg thRi¥te] Wkt o], Breyer thiiehe] whthojd =0
2 A3 ARk Part 1), ©]o1A SAS @ o] w5 SS|HI} S3)A =
A 7HAIE S AR F(part ), tHT 5¢19] 44221 A7} Ginsburg U
He 4 Breyer tiH#o] vkt o] A& v nlEA gheh(Part 1v), Yrol7k SAS 2
Aol nlx 5845 nA= JFES AT R (Part V), SAS FHA 2] HH
A7 Bdste] vj=o] PR Aot fejuete] FaARAEE A
A ollA Ao BT Pare V). HFH LR SAS REo] v= AW ] &

A A | A] 7}A| = o)1) S Abu] E o} (Part VI,

4

11, )= A9 SA
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=l
ih

1. A9 7ohe} sl A #2

SASAl= ComplementSoftAle] A~ZE o] E3]2] 936 53|22 E3|H
T8 158 53 A3 167441 ¢] "167]" 58|73 -3l disto] IPR AAk&E 4l
AR 20134 891 129, FH RN E SASAPE o)1= i}

20) W)= S3jALdCIE i ol 99le] AXF < Aol WFsA =euA]
EA|Gk, SAS FHANME ol B9 FAAFe] FEdA FrlFTh F sas A= A
AH o8 BEARFS 7 Gorsuch thido] ok o] A-& 293 aL, Roberts tH ¢
%, Thomas 3%, Alito ti§ o] th=2l Aol Frlat ol vste], 2B Adee 71zl
Ginsburg I #7} Breyer Ui #o| th=o] ol sl Wi o] A& Adstar, Al=2<] vt
el el 27hskgl o, Sotomayor Y2} Kagan o ke 7 i ee] wheh o] o]
Arrel ek, 53 F2 AXH o gkt ZA o viste] AAHEEE YPrEe T
233F2] Kennedy ' #o] th4=2) Ao Arigtoma, digd 0219l oA sl 42 1}
HAA =k, 2018 79 31U Kennedy ti o] il @2l ol 5 3t o] F ®BpAJef
] Kavanaugh ti¥to] A=}, oj2x A vz A e BaAdeke] 51
o B 210 AJge] 499 tgtoz FA o gtk

21) 936 £3589 n|=F EFSEWM I E “U.S. Patent No. 7,110,936 0|t}
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Oz

o] 313 3tol| thale] Bele] $AavbsAS FHekitta debetlar, o

= r(all or some of the grounds)” |
=7 3ke] IPR Aol A] A1 "R 52 A¥ S8 H 73 all or some of the
challenged claims)”ol] thate] IPR HANAAA S & 5 AvkaL FAskaL 9l
T Hls 58 Ao R E AANAEAT Ak PAsto R, 5
A8} 1, B34 78 35 E31H 18 10714 ‘o7l E3) A7 ol sl
gl IPR ARPRAZAS 3T 2 20149 8¢Y 6, E3 AT EE Y3

o

IPR AN A A A o] o] F0] 7 97l E3]H 18} 24|, _‘6% 4781, 249

T3} 38y EF AT 10714 2] “S7N” EFH o] JHA THE o] F =

Es| o] Qe HEAA LS sy, e A ‘Ul B3T3 ESH TG
3

4ol hafrl= 5314d<] ok HAFAUES sl SASAP—:— A%
2ol BEsAA, v S39 A318%(a)d st S dAE S
3= IPR A A o] 23HE 2E 58|70l tete] HFHAE stefofk &
ThaL g8kt 29 2016 649 109, A3 @aM A2 v 539 Al
318%(a) IPR A0l E3HH BE 53|73l thate] HEHAo0
Folxjof dtk= ol Ui =77t 2 5 gl7] Wi ell, SelAaEE4
3]= IPR A7) A1 A 0] o] o3 53173l tafAnt AT 2L o
Hohar st E A, SAsAFe] -2 vl 28k it 20 T2y Newman A}
S ARE 5L 3]7F PR A A ol T3 A S8l tiste] HF
sk A2 vl o] 3] 9] AIA W o] AGFH Aol vighth= v o) A& v Y
BFSITE.27 20179 19 319 SASARE Fars] 7S 8F9la 2 20173 52

22) SAS Institute, Case No, 16-969, p.3.

23) SAS Institute, Inc. v. ComplementSoft, LLC, IPR2013-00226, 2013 WL 8595939, p.12
(PTAB Aug. 12, 2013). webr] S| LEE 9 A35]= SASAZ} IPR AabellA] 4174
3t S AT 2, 5ATI 1178 SAATE 167449 7" S AF el A
= IPR HAPRA A S 3HA] T,

24) 1d. p.24. A7 S AAFLEE L 43| = PR AANAEA o] o] FARA] & 7
S8 7o 58 A= HFAAS 3HA LTt

25) SAS Institute, Case No. 16-969, p.4.

26) SAS Institute, Inc, v. ComplementSoft, LLC, 825 F.3d 1341, 1352 (Fed. Cir, 2016).
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229 PP AL o] F oS} »)

& ol SASAHE PR Aol 414
EEECRRELDREPEE RN E!
[e]

o
FASHEA, B A BAE W715e] BEeih

(1) 0= S35y M318=(a) WE2 A2 Z4sHE K| X[ et

S A AL v= S5 A|318%(a) Wi-o] o] Abd WH A
ek S g-S AASFIL Aokl Az, i) o] 23 SHAREEY
3= IPR A1 Q1o] A "5 (any)” 5373+ 53] g 5"4%%:‘
AL “sfejo} Fthal(shal)” FASFAL QEH, i) £ “shall’o]ghe= ghol,
AA#¢] 1998\ Lexecon HA ] ofa}H IPR Ax}e] HFA A2 13_}5/\] o] =
ojxjof gt ol & FaL Q7] whioll, S8 AvHE 59 €1 3])= IPR AL
HzAA ) st “B)A=A 9] F-(nondiscretionary duty) & F-E3}aL, iii) T
£ 02 “any’#H= thol= “EZA o] (expansive meaning) S 7FITHAL B}
2l , Oxford A 2J3HH o] thol7} ThALe} 3 Al g 5= ALol=
drbz o 2 ot F-Eolut AF glo] 54 Bl S &Alo 54 744

—~

a member) & 2E FAI Y (every member)S A A3H7] W&o, iv) A= 9]

SelAREE 9 93]= PR A1FQle] IPR AafollA WA "BE &

(
o~

o
R

=y =
&7 78 (every claim)”ol] tslo] "HFAUA S dFdoF gt(musy’= WS
YEZsha okar A3 upeha] AdiH g v)= 53H A|318%

27) 1d. p.1353.

28) http://www.scotusblog. com/wp-content/uploads/2017/02/16-969-cert-petition. pdf

29) https://www.supremecourt, gov/docket/docketfiles/html/qp/16-00969qp. pdf

30) SAS Institute, Case No. 16-969, p.14.

31) Id. pp.4-5. AYWNH YL Lexecon Inc. v. Milberg Weiss Bershad Hynes & Lerach,
523 U.S. 26, 35 (1998) 47} 2016\d of] #7HE Oxford AF[Oxford English Dictionary



o1F% — I3 Sola PR AE) A5 AW} vl ddoiiel sas #A 9
(a) 830l Tk #pale) sl Aol A, SASAZE 167 551773l ths)
of IPR HAE AT o] AbdelM, S8l 5 93l 167] 2E 53]

A7) B840l thetel HEADE shelof Brtm wasn2)

Sy MBT1X(a)2t HM312=(a)8)2 F=H HAIZE= 2

0 o
1]V
m

o
FEEEATE ) o] Sl A At de 5SS AdE S 43| IPR A
o thgk “FE4 7WAI 27 (partial institution)” AEHS HH 22 14 = 2] oF
Aolgkal ZFstA AHeF et 39 2 o] froll thate] eI} AH AL
slAdEEAL3 e "2 NAEA Hde v S 27 A
dzstiA, @ vl= S5 A3113(a)3)= FARAE IPR AAp7
= Fo=A PR HAE QAT F vk sk, v o3 =
HEELAB 2 stolw Apile] HFAZE dite 54 SsAT
Sk W20 2 PR At AP EHE AS owshA] kL, @ 2

S| A|312%(2)(3)39L TPR 214l o g2 dlol #}Aalo] TPR A

oot Qb > g W orlr M
to mx > go &
i ﬁ

il',
i)
o
H o2
i
e

(3d ed. Mar, 2016)1& 21-&3}ct.

32) Id. p.5.

33) Id. p.5.

0 1 7056 SHTE SAGEERALD) 1 AAIADIAIA 5310

wElolol sh S ATY Sol 4ol BekeA globr Hi SeATRE Aud
—’F A AP (discretion)” & BA3EAL Jlvkal F743FAA T, °4HLEH Hd2 ol& iy
a5k,

35) 35 U.S.C. § 311(a). In General. Subject to the provisions of this chapter, a person
who is not the owner of a patent may file with the Office a petition to institute an
inter partes review of the patent.

36) 35 U.S.C. § 312(a)(3). A petition filed under section 311 may be considered only if
the petition identifies, in writing and with particularity, each claim challenged, the
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A2 Bako] 5542 Ahy|2 Ashe 2 589G each claim)’? 7}
E5]3799] 55140] AR HA) = “o]fr(grounds)"E IPR A A o] 7]7)

o g, = o) 3]= IPR A Qo] k= W es PR A7t 2
A& est7] o, ® 2= vl= o] 3]= PR A= 4 Al
o=

A Ak A PR AFelolghs AL gHoE Y

5 @ o
=2
A [
S
o

P,E
32
v
k1
i
o,
P,L
32
v

@
O

|= S518 M314x= BEN HAZE S HIK| 22
i AL w= S8 A314z()9} vl 539 A314x(b)39e] <
Aoz ArgstaA, vl= 534 A|31422= PR Aake] 724 7|
o] ARFHA &= WA 77 AvkaL Az Art ) 4 A

n= 559 A314x(b)ol] ofshd Ss| 5935 = PR M}
TR AA A T 742 2] A e (binary choice)”, & “IPR Ax}FE /A& A2
74" E2 IPR AAE JRAEHA] 945 AZEE & 5 AL, i) v o F]
= o] &AM “pursuant to"h= o TE AT EHN, S HAERY

8% shold IPR Aol 714 Absfel 273e] IR e 2B A9

H

=
2
O+

Mo my

>
-

o

o

grounds on which the challenge to each claim is based, and the evidence that
supports the grounds for the challenge to each claim,

37) SAS Institute, Case No, 16-969, pp.5-6. F712 o2 AWtH AL AAA AMAAI =
(ex parte reexamination)9} IPR A =5 B|W3AA, O HA A vl= 2 3]= vT &
&% A303x ()l 27 5te] SSHAEEALIYVt HHor 5 53T 53
Adoll tiste] AL §= J=F 3 “AAF2H 2 Adk(inquisitorial approach)™&
SlstA AT, @ ek vl o357k PR AabIA Ao QoI E olelgk HHFeHel
A3HS B3 UBRR 9950 Fola] 2 Asksiriehd 12 3HlS Aol Ak, A
2 "= 93]e IPR AAplAME ARAE FE3hE AR P A2 (party-directed
adversarial process)’ & FA3F] 7] wli-ol|, 53] ATEE 21 213] o] IPR Ax}ol 3 F
B4 AANEAR L 4942 5 ot Axskld

38) 35 U.S.C. § 314(b) Timing. The Director shall determine whether to institute an
inter partes review under this chapter pursuant to a petition filed under section 311
within 3 months after (1) receiving a preliminary response to the petition under
section 313; or (2) if no such preliminary response is filed, the last date on which
such response may be filed.

39) SAS Institute, Case No. 16-969, pp.6-8.
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A Hloly Apel A e 2 PR AN 2GS & 5 Jle 58S 5314
FEE L] A35] o) Fofetal gl Aol ozl Awak et 0
ez AduHde O = 537 Al314%(a)= PR A7glo] IPR
Al 71 Aol shte] 51Tl thste] s &+ Slve &
"é

2)2Ql 7hs el frka Y, 5549598 PR RS A
3HA) e S vk FASAL o, @ o] 23 SHARBE AN
stald 2t 531l thd PR 20e] FHA 4 7}%@% g
o2 Fsh sheli Ao ohvel, Hoi shite] 5514 aol thste] bR
AHRAe) arbs Aol et ofyte duabl sele Aol 2o
24, @ 9w shte] 53137 thate] IPR A1) $a7be ol I
S, 7491 53147 iste] PR A e) Sa7bs Aol Tk
i FREA 9] WhEel, ST AE PR AIA AR
Sl ol & T 533 TEe 12T Dast n, G BT o] 2FL
shke] 53147l ek PR 2131 Fel el Sa7bs AL PR 1A
ol /1A BE 537G ek PR AAPIAE AP F 3l 2
7} HehaL Ak ek

olojAl et e PR AN A dR AR SRR Ao A
2l Aol Do glrhe 53140l Fgel mfs}oq i) vE 5359 As4
Z@E 53AREE L3 PR ﬂxwwo# Aol el AFAL
FoJSLaL glg WolX|, PR Aol 71| 54 S5 HTge] PR LA
N oA AR ol el AFAE HofatA| e;aw i) o)e ZolA n=t
53y A314zb)E 5

Fd=
SATEE U357 IPR AR A| A A A TS
=3
=

Ex E3] 33} o] thale] IPR A7) o

40) 1d. pp.6-7

41 1d. p.7. ?317@%}—"— nl= S5H A|314%(a) o] Ak 534
APt PO IR BAAe AR & 5 A
A L2 o] 22 51| FHA= At S &

mlo
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FAARS T & vk Ao geiM e AF3taL A frhar 23T 42
(4) 0= Ss5i8 M314=(a)2t M318=(a)2] =21t Xto|M 2 £&84 I
=
Es| Ao n=F E5Y A|314%(a)= IPR FAx}x7]9] IPR Ax7|AEA

o thet Z8to 2 “TPR A& A o] A2 ¥ (challenged in the petition) &-&] %7+

& Austal = A g, vl= 557 A318%(a)= PR HAtE7]¢]

AN
IPR A} HZ A A th3k 23 o2 “IPR 21 ¢l ¢J3te] 213 H(challenged

by the petitioner) 58] 78S AFslaL 7] wiell, & 7] £ A
o7& PR A3}o) l‘f—%xﬂ, THAI A ol 37%7} HaL, ol S e

SR A R A AEHAE Bl slo 54 537
T 5 R ARE FAG AT S 6, @ 5 S o1 5
s X1l316§(d)(1)(A)44>°ﬂ as}oa PR 218410 )A€ AR 53R

42) 1d. pp.7-8. F7FH o2 AL i) vT S3H 2304200 o5t A A
AP S0 R A2 ol ANs0) §4 544 7ee) Sol gl vistel
AR M2 o]F(substantial new question)2 A|7|8t=71e] oB=
atal, vk a2 I Bl digte] AlgE AP EAA S she Zi—% A Pi
AolA, i) BAA AR EE SSAREE A3 R stolT 4 Se|ATRER, &
535149 AHrER, AA AR A RS dEetES skar SlAIR, i) v
= &3] IPR AlEolM e o2 AdRS o mabA] ggtttar AEaf3it.

43) Id. p.9.

44) 35 U.S.C. § 316(d) Amendment of the Patent, (1) In general, During an inter partes
review instituted under this chapter, the patent owner may file 1 motion to amend
the patent in 1 or more of the following ways (A) Cancel any challenged patent
claim,
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o ofste] A4 53137l A nt IPR Hxpol] thek HF A o] o] F
ol Aok gl AW AW o] -5 ol 5 i, @ A= v|= 53] A|318
Z()9] £ BHL2 V= 37} & AN B vhE o 7E AR o

ol 3t FH3F T AE AT Johar A st 45
=
H| & 2& 4= Qo oA &84 olgkal(efficient) 73}
A
=

&
QU= i) 54 AR HSHE A W o) 5)e] Qlyolx, vF ol
ARG B FEE e g e AR RA, ol d FAHe)
FAre “oigy o] ohd o3 ol A dal Aok s, ol Sl
ol Bl S5 Al318Z) 014 o] 1] o8 o] AL R AL
o] AT WE E5 Y7okl tfete] SRR U)o HEUAL W

2 470 ek Aolx Baksihn AFsen

45) SAS Institute, Case No. 16-969, pp.9-10.

46) 1d. p.10. PFNHE AL 5 ZH vpz7t AR v o4& 9 8e Ginsburg tiH#
3} Breyer WHTE o] A& A A st Avkal =3kt

47) Id. p.10,

48) 1d, pp.10-11,
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(6) Chevron £Z2 0| P*OHH &2 = 8lS

Ault 9] o (D) EF|H o] Aale] Mgl 19844 Chevron HA 9]
A, & FRA o] 5A o on]d thste] w= o3 e] Y EE ol
% 4 912 Aoole B3Fel 418 £l ekt A8 2A B
A, 0% S A314E@S] M 6] YoM el HAE EEstolo}
Aok #4913, @ 53] 58183 Chevion $] TGl 2
Azt = S5 A314%(a)= IPR AaFe] F22 fAAA o thato] of
el AT B A glol, B AN AR olekE BEHBEE A3
o] Ao thete] efmiebA HAgstaL o171 wlZell, olol tisix= &
salara el 13l e] weto] Wl Folop @rkn Fshn Agol Hlakel,
(3 SASAFE o] AR Chevron #H2-& #H 7|k 713, & ¥
= @A) geois Relel el slato] HgaA o
HA BA| 2 21 28= Chevron H4o] A1 7] o] e] He]
7132 Aofol stthar FAFslal AR, @ thyl Chevro
T U S
Z3o) tiste] vz o3|}t FoAg oujE & < vk, I Hxe] o
5513 sHe 25T dart fla, @ o] Aol Hxdke] A
spo] WEHe el Hed Askol S3pE, v o3|k vl S8 A
314%(a)ol|l A TPR 217 A oll Z7|ske] IPR HAp7t A o' P HweS on
skl Ao] Baahy] dhiol, PR o] FEA ANAHL A 5 ¢

oha ATt 9

N
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rL fu
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ofo
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o
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3. Breyer t*H¥2] vitfj o] A

Breyer ti 5 #-2 vkt o] A o] A Fol|lA] i) o] AFx1 HA A2 IPR A A}e}
e YA atol A WA ofu)7} WEslA| o2 54 Hzatel diste] AR E

49) 1d. pp.11-12. ALPHE DL Chevron U.S.A. Inc. v. Natural Resources Defense
Council, Inc., 467 U.S. 837, 843 n.9 (1984) #HA=S <183}t
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[ns)

Mg she AR #AE L, i) 53] 2L Hzgo] o wiakA| (ambiguous) Tt
gEo] AAY, 2 Wzl = 37 PG ol EAIAI ATS AT
o 24 WA I (gap)o] EAEE B-ole, 2 HETel ek Fg3 <] 3
Aol gelAl A7tell tiat Abgetto] o] Fojxfok 311, i) v]= 55H
A|3182(a)olli= 2 g o] EAISEAIRE, o]l thgk 5513 o] A o] el A
o]7] Wiizell, iv) 5SAAEE 3|7} IPR 2 A of] £3HE AF 53T

ol st HFAAE st A T A lawu) o2kl T35St 50

(1) 0= S31% M314=(a)= IPR 2RHAIZEol| CHEH K=

Breyer thi¥#2 @ "= 539 A3ldx(a)e S3HA=E
PR A A ol 21 H ST FollA Hole st ‘—f?ﬂ’é-_rﬁz}ﬂ
3 1PR AR9le] FelHel kol I HTky BaEA) OH, IPR
AN AAE B4 &S F ATHmay not authorize) 1L
@ IPR AlHolo] 167] S5 Fa o] 2714 3-8 [HA
o gtk Fg5huiA] PR WALE AR AlelE Th sk,
B 37} vl= 5319 Al314x ()0l A, IPR 21 A ol 7]A1 € 1674
55479 mol vl PR AH<le) Feldel Sa7ks ol AgEA
e E} J&r%i&fﬂr‘ﬂ, IPR 27N 2 & & glaL, @ olet & U =
3|47l hato] PR A1H 9l FelHel SavbsAol Qg Hra ek
5 2t st et s, vlar 531 #3142 (a)= PR EINAI A A o
5] 229)913]o] P63t o] olujo}A], 53 e R B

to, L
Lo

o
& rjr oo

:\9 ﬂJlO

=

=
o
P,L
=
2
2
>

O.L;
o

-\o oot

_Lz
=

F

-{o

ok
oZ FIF
2
Lo
-
Ll

«

3] = PR AAPRAIEA S oFA] 45 5 e A F (discretion)™ & 7HA]
I glem, @ webA IPR ARl 167) S AT 5 45 531373l
ko] IPR a5 2H S Ao, A8 w5 53813 el 278t =

SAFEEL 3= PR A o] T3HE AF 52 A7 S| H Tl o

50) SAS Institute Inc. v, Iancu, Case No. 16-969, pp.1, 10 (Justice Breyer dissenting
opinion), Breyer @& A421& o] Ablol] that ehikeeslaawl el #2o] Sejait
3 AFaI3Aeh,
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o

N
Je o ofr
oX, oX oX

il

M2 @ vl= 539 A3142(a)oll 2718ko] IPR HA}
of theh SsAAESALs ] "FEH WA ATe A =4,
IPR 217?10l 1670 5318 7& ol thate] PR HapE AA sk IAE, 5314
FEELAAS7L 157F 53173l thate] PR A1 S1e] FelZ el $27}
s7dol glttal A9 A5, @ SsldaEEAdE= 157 531373l
thafj A= IPR AAAAI A& 3HA] obystar, delZ Q] Sarbsdel A
dopal getEs V) 531373l thsto] IPR AAp/iA e & 5 9l
o]F-oll 7§ 58| F &l tste] HFAHES & 5 dvkaL A=F3HAnt.5?)

(2) 0l= S35 M318x(a)2] =AM A2 ChrolAdS 7<|7(|3P<| fEa=)

Breyer W32 i) V= 539 A318% ()= HEolA “IPR 2132l
o)3te] 213 H E3] A3 (any patent claim challenged by the petitioner)” o] 2}
£ ol PE AFAL UL, i) threlde S AUREAUIL PR 1F
Aol 71| BE S3A T3l theto] HFA 2 sfofof dhvpar Addte
24, o 23o] TAH T AT ohUF PR Al A AHA
71 A ¥ (in the petitioner’s original petition)”0]|2k= F-7}2] o7} E3tE F o
2 gdste], o] 235 "IPR AIA o] Hx LA ol Z1AE PR 217
2Jste] A1 H &3 -3 any patent claim challenged by the petitioner in the
petitioner’s original petition)” 0.2 3] 3}3L QAW i) vl= B3 #|318%
el ol2ia 2714 o7k EAlaHA 7] W), el el s e
ob= < 7 Tl WA} 3ITh 5 53] Breyer tiH ¥ nl= S35 A|318

51) Id. pp.2-3.
52) 1d. pp.3-4.
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Z(@)oll gk threje] s 58 10 248 e F vt &
Z3} 3t} 59
2 o]l thate] Breyer thH ¥ O thro A n]= 534 A318%(a)
FUIPR A1 QL6 ofate] A H S A TS IPR A1) Hx A A
7)A€ IPR 217 o) oJste] A | S HT I 02 XA E, vl
S35 A316z2(d)(1)(A)ol] 278 IPR A7 A of] 71| 55373 A4
3= A (amendment) @} vl 531 A|317220 AT &3] (settlement) o]
ofate], 5 AREES A3 HFAAN ol He SH T PR AIH
el Hzx Aol 7IAlE S HT IR TL3A & 5 Avke A 2
At =, @ 2318 vkl o] AFete A" “ghal "= PR A1
o] Hx AAA 7AE BE S TFo] SARESH A3 HE
AAY el HA & g vk Al tigh g 277 HaL, o= 54l
E5 3|7} IPR 21 Aol 71| 531 F 3ol thsto] “HiA] A Ay”
< oA IPR 2 A o] 71| A7 S HFFo] HEA A de] 2 &
ATH= AT U3 Q)= JR| 3 Yot FE 5 Ql7] wjEe, @) A=
S AR E S 4357} PR AAPRARA A el A 4
7}s23 el %Mﬂ st 55373l A= IPR Z*x} e glar

o

=2

ol #H || Breyer EH T2 v 535 A|318%(a)e] HA| 2 Wt

53) Id. p.4. ©]o]A] Breyer thi¥-2 IPR A1 2lo] 167 53] F-aell thate] PR EaH&
AAtar, S AHEE 457} 157] S ATl tiste] IPR 21719 Al &
a7bs o] Gohm BOe A9, el el Qs B8 AR R sl a5t 167) wE
S8 AT st HFAAE stofof hAINE, Apale o6l ot S NAEE
H93]= PR 21 1] FElAl SarsAde] Avkar sdd 7] S AT sy
Ak HEAAshA "oha AFSHIT

54) 1d. p.5.

55) Id. p.5. ©F%t Breyer ti {32 E3] A9

32 sho.2 M, IR 21710 PR 41340l
A e EHATR e BEL W) A3
chol Ao} sz WA Aol opieka A=t

=59 D37} IPR Aabel] thek 224 AAE
AHg BT Tl HFTAEE T
2dS A7EHE AL PR AL ollA

o,
oc}.
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oJ3td, o] Zg o] sk “IPR 21l o5t A H 55 A o2}
T T, IPR A1A o] %9 IPR AIHAM & Fato] AAHFIAT o] F 4
3 g3l o tide] HA| &2 53T o] o, 5 AREE S 437}
IPR AA7RA A S o224 IPR FAHE 2Ps S AFFR A s
Aol “ge] A o|gk L Zza} k.50

Q) Ol= S35y M314Z=(a)= F2X HAIZHE S IHE

Breyer I i) v|=r 539 A314%(a) Wil 25, 534
E-2193]= PR A3 A o) 711 53 AT T o= Ul S HFF
S|M = PR 21 9le] FelH SavbsAde] AA A etta Audd
S-oll= IPR AAPRA 2GS & = QlaL, o]of 2] Hoj= 7] 53373
giste] IPR A% ole] dtalzle] Za 2l =
IPR AANAZAA o] et “AlFA"0] S HTEE S 3o Fol=glon,
iii) 53] vl=r 5313 73 ol ZAH S NDEE L5 PR A1 A o
7NA| 53T FollA PR AA 1] FelHed Sl A==

A S5 el s At IPR EAE e 5= Qlrkar AF3kei).57)

2y Breyer ti ¥ @ thr o] vl=r S35 A|314%(a)= IPR 2]
Aol 1A | AR 53Tl disi ek IPR HANAIEA S & 5 e

o

AFA S SR ER LB o FofslA] egtr] wiieel, 55554
d3= 54 517 ﬂ%o}‘ﬂ IPR AA7 A A5 AR S 5 glokaL +
ekl AR, @ oo 22 v]= 539 A|314%(a)= IPR A1 <)
o] &Rl A7) slvkal A 5313730l thste] IPR HAE
APgto 2 A A28 49 F A= “ANZHtime)'F “wH(effort)’ S E0|X] L F
Je AFHEES SSAAEFAAI 0l Foetl7] wledll, S31aE5 4]
A3 FeHRl savbs Aol vk Aekek 58373l PR HAFE 3
A3t “F7HE Q) PF-(further work)' S S 2 @ 7} Qlthar 732381t} 59)

56) 1d. p.6.

57)1d. p.7
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53] Breyer PH#2 i) tro]ddt o], S AAEES AR 5}
= IPR A1l fhe]HQl Sarbs el A8HA de ST A%
AAE 3IEE 31, o] HF4lAe] AW Y BEG o] "
n= 55 A318%(a)E MBS A2, i) A= Cuozzo HA
ofste] IPR A HAI A of] thate] A3l Aol B5381A] Rates
A, ThE ?Fdﬁﬁ_% IPR A7) A A A A TPR 417 1 e] =<l
Shrbs/de] JARBHA ¢ 5ATI S HFAE e dtesda

=2 flo

d
Heol 25 & =% sk "ol @l # (anomalous) FA]"l

Hhu, Bl 218 e Hl st gl )

o
r U
ko)
=
N

il

(4) 0] AlZ0fl= Chevron ZZi0| MEEl

2 )
Chevron 24 «M‘I‘, =4 é%“’l M, e FEeY
2ol WA A, 4w B o] BN T Aol BuEs FHL A4

& 4 Q= AR P Aol FojE Aoz Ast 5= glo w3 Chevron
4

=
FAL dF2] “Z4EH (rule of thumb)” S 2A], U]% 2]3]7} 8 Xé gol| HF-ofgh
AFAE MY stola T3S shal 9laL, @ ol SHellA Hde
AP R 0 2 q1okE “TpabA o] w4 ?ﬂa] 2ol WA hypothetical reasonable
legistaton) 2= WA A& ALg3o, el IuAEo] 574 MEE o)
Aol QlojA Bal Mzl HA sl A& 5 e ds A+
58) Id. pp.7-8. 53] 53|32 Ss|AEE1L37t FelHl sarbeAdol AR =HA
Fetha e S AT Eﬁé}ﬂ SN} A EAE A Yse A
a5 o] 5)7} o wmakA] ekokrkar Fg3 G, Breyer th#e o] 2|dk 53| 3de] +

& AAB A
59) Id. p.8.
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o3t A=Ttehs of Foll date] AE&F o=, = o317 54 HE2TS A
A QM EA S G Ast 2= ol 23Tt 60

o]o]A Breyer NS i) At Y 20021 Barnhart $-Z ¢ o]5HA,
54 Hxddo] s 118 ol A @22 Qlete] s H= A
Aol A=, F Loke] AEAIAF A& BAg YFH - Aalnto
Hell M & Eoto] B3l ol G o] 3 ele Hsto ofr| ==Y
WS AL T Je dTS v IR FE Foibe Ao g A &
i) o] AR WA AR w= 531 A318%(a) 9] siH 7} B3 =
g 2ell st Ao 2 vl 2]8]&= IPR AAE &8 F e 73S AHE
T S+ A (rulemaking authority)"& 5387 o] WA 02 Ho5}%17] &
o, 5313 ol Agte] PALE F3t] v|= 53 A318x(a)7t A=
s WA TS AL AL, i) Ax 533 o] IPR A= ek F24
NAAA olete= ARl ] A A AL = o] 37t Fogk P A<l A
alol] A8 £33 9] “Ga] 2l @Y Al (reasonable exercise) ol & @S}
31 o1F3} 9} 6D

m
o)
o
Lo

4. Ginsburg thH 9] vitf o] A

Ginsburg &2 @ v|= 53| #|318%(a) ] t st
HHo] B3 AAEE L A3 9] IPR AA/fA AL o
HAI Ag 1 aa@<3 E3AAEE = 7 ﬂﬂ

60) Id. pp.8-9. Breyer thH &S Chevron U.S.A. Inc. v. Natural Resources Defense
Council, Inc,, 467 U.S, 837, 842-43 (1984) 22 <183} 3t}

61) 1d. pp.9-10. Breyer I3 Barnhart v, Walton, 535 U.S. 212, 225 (2002) #4-S
o183kt
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o} )= QAo ¢l SAS

[ns)

ANA B & A & 9}15% ZH%ﬂ% 1"%04*8 = &401 0% o "ghelA

1 W2 (rational way)" 0.2 W= 58 #3142 (a)E A BH| Shrhal 4

34T} 62 AZ Ginsburg - thro] 7L o] AL W2 A of v ek A

S8o] e HHS AASHA Xk, 53] SsAAER U3 R stow

IPR 217 A o] 7] A e 53378l thete] IPR AAPRAI A & st s

Sro M, wl= o] 3|7} IPR Axabol| B2 AlRFo] A8 H= S o kSt
ol BEg A|AJ8HA] FaFdrkaL v]st Tt 03)

5= IPR A1 ¢lo] IPR A4 o] 243

1 A3l ol shtta WA H o7 A5

AS FHA A AR AL = Efﬂﬂol

A7 gt 5317 2 ol 278te] Al o] 2 IPR AlE= A o] AF-aay<l

S AHEE- 9] 3] o] PR HA}ol| thetk "FEA TIA AR TS WAA O }1]7]
t}.65) 2 w2 IPR 213 lo] IPR Al A o)A 21438 E31 4T

62) SAS Institute Inc, v. lancu, Case No. 16-969, p.1. (Justice Ginsburg dissenting
opinion), Tt Ginsburg ¥ IPR 214 12 S34AAEES 357} Fa|Hd 4
Pi5 Aol IEA etk Bk Sel Aol talAE AR PR AAS AHE

A & 2 gloka At

63) 1d. p.1.

64) Patel, Sandip H. & Weiner, Michael R., “Supreme Court Decides that IPR Final
Decisions Must Address All Challenged Claims”, LEXOLOGY, <(https://www lexolog
y.com/library/detail. aspx?g=4a58d39c-8cae-485c-8379-78f32cd103a9) , AU 2019,
3.10.

65) Schindler, Barry J. et al,, “USPTO Must Decide the Patentability of All Claims
Challenged in an Inter Partes Review”, LEXOLOGY, ¢https://www.lexology.com/libra
ry/detail aspx?g=bf59294e-9a8b-4f05-a059-75b784ec5767) , M YL: 2019.3.10.
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%fsﬂ% w715}, o] AbAoA T Atarelel 5L PR Hx}ol thsh
B4 MAAARLS HF5Ho 2 Fa8 9 F Q= 53 Folnt IPR A3}

4 s FJFAA PR Aol 2 5= AR HES 2L 5 7] e
o, 55ds FER & F e BEHQ maebal FASAL A, oI
i de o3 58] 42 WAH oz wjH et} 00 53] AWty
Hde v=e SSAAE st A v= 937t F3etaL, of 23k ¢
3)o] AAE APt A2 Aplo] Bt FxsiA 00 v= o] 3]7}
n= 5519 A3142E AT AHHAAE aLefshy IPR AH 2 PR A
Aol AHT B STl tete] HAFHAE we 2Ao] 7] Wi

SAS @70] AIE o] FE] H5HBEE A= PR 214l0] PR 4]
AAN AR RE SHATY F Holw shpe] SHATH hstel,
v3 o)y A10227} A AT vIF S A3z 795
=zl 27ske] 55140] girhs PR A3919] Feldel $avbs A
o] FHHY, WE 5597 thste] PR BARA AL Welok s,
DE EH3TFS PR AU IO Ao} F514 lgelrol vhat 4
FHES Hastolol Fh9 A sAs Bo] HAHOEH PR A<
R A oA NS LE S50l thate] AFNAL W 5 9
H3, E4 sas Fo] Has7] olde] 5ol ArRPol A p
o :

R
gk FtA WA AR o2 lste] IPR A A At o] E 4 gl

66) SAS Institute, Case No. 16-969, pp.10-11,

67) Id. p.10.

68) Id. pp.10-11.

69) Devinsky, Paul, “US Supreme Court For ATA Proceedings, All or Nothing at All”,
LEXOLOGY, <https://www.lexology.com/library/detail aspx ?g=766b8171-83f4-489d-
9a65-746408f8dda8) , 74 : 2019, 3,10,
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3. 73) o] SwollA] SAS THE & 20161 6% 20% *d:l% IPR
A=l ik & o] AthH Y FA 2] Cuozzo Speed Technologies, LLC v,
Lee #4793} 2018 4¢Y 24 SAS #Z2 Y 22 ol A% Oil States &2
34 FAAE #Zolgttt. 5 Cuozzo WAL IPR AAP} 533739 a4 7]+

A Y AgolA FHLgu= drkE el on]7|F#(General Meaning Stand-
ard)°] olyz} 3399 gte] &2l 3ll4 7S (Broadest Reasonable Interpretation
Standard)2}al FA|RFOZ A 75 PR A1 13} g]aoA] F2]3 Hels A9

B
m&

70) DeCarlo, Kean J., “Supreme Court Inter Parties Review Decision-SAS INSTITUTE
INC. v. IANCU", LEXOLOGY, <https://www.lexology.com/library/detail. aspx?g=8ef
€8878-b176-4e15-90¢5-df985661292a) , A4 Y: 2019.3.11.

71) Motl, Ann E., “Inter Partes Review: Ensuring Effective Patent Litigation Through
Estoppel”, Minnesota Law Review, No,99(2015), p.1978,

72) Chambers, Scott A M, et al,, “The Supreme Court Limits the Power of the PTAB”,
LEXOLOGY, (<https://www lexology.com/library/detail. aspx ?g=b643e286-b6ff-4d4e-
9c00-86b4c0e666fd) , A A: 2019.3.11,

73) SAS Institute, Case No. 16-969, p.14.

74) Cuozzo Speed Technologies, LLC v. Lee, No. 15-446 (U.S. June 20, 2016),

75) Id. p.1.



24 A AT A 147 A25(2019 62)

&t} 70 Z12]al ghollx] 1580l Oil state WAL PR A =o] T4
S AAgro =M 7 IPR A1H 1% o] 3ol A f-elg HelE Akt 4
= AHHYL v 237 AIA HE AAEEA =QA3E IPR A=A,
Cuozzo BZAT} Oil States FA | 0]o] SAS FA A X IPR A1 ¢13} 1] 319
A Frele Hels Aoy, dad SsAAS XA v Jrred
T Utk

n]= 0] 3]7} IPR A2 £9U3F o] IPR A =7} A7k v R-o] Hol &
SEHE ANHY &A% S822 A S (effective alternative) & 715317 &
A3k Aol AT wheba] A AL PR Al =ok A3 vl 5
W S siAstar A8 ujell, vi= 23] 9] PR A=l ek AU A
£ aLgsto] Yok PR A1 vard A g s AHd 7

] 53] Ak YZEct 2012 99 169 PR A|=7t Al d o] 52 o
W Ado] 3oy HaH Ut 80 o]= IPR A7} w]=o] S84 %

7

B g@elo] anke avks Ag WEsa i Aoz 24 E

(o5

N

U

O

76) Mock, Jason, “Post-Grant Proceedings at the USPTO and the Rising Tide of Federal
Circuit Appeals”, The Federal Circuit Bar Journal, Vol,25 No, 1(2015), p.25. 2 o]f+=
IPR A| & o A %?‘H’é—?ﬂﬂ iAo 2 JdubAQl on)7|EE A&t Aun P
oo FelHl A rES Aetd, 55dY 7R &S %0}7471 oot} o] 53,
%] S(F 1), 237-38™.

77) Oil States, Case No. 16-712, p.17.

78) Duston, Thomas L. & Hartzell, Julianne M., “The Supreme Court Finds IPR
Proceedings Constitutional”, LEXOLOGY, ¢https://www.lexology.com/library/detail.
aspx?g=1a697a32-a65a-43a9-8e¢7d-90df0440e33c) , A Y: 2019.3.11.

79) Cerro, Melissa, “Navigating a Post America Invents Act World: How the Leahy-Smith
America Invents Act Supports Small Business”, Nat/ Assn Admin, L. Judiciary, Vol.34
Iss.1(2014), pp.226-27.

80) 2018\ 10€ 26 AW H AL |7 AKX (government)7} IPR H3}E AA T 4= =

7}?, = IPR A E2] 217 e1Z Ao th&} Return Mail v. United States Postal Serv., Case
No. 17-1594 (Oct, 26, 2018) HA o )3+ FF|7}AIH & whol s ﬁiq—(https.//www_su
premecourt. gov/docket/docketfiles/html/qp/17-01594qp. pdf). 12|31 2019d 2¢¥ 19
& Return Mail 2| gk ARt H o] 524 2]7} o] Fo] H thhitps://www. suprem
ecourt, gov/oral_arguments/argument_transcripts/2018/17-1594_5iel.pdf). wa}r Z
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93) Id. pp.5-6, 9.



28 A2 A AT A14A A|25.(2019 69)

WA BN AL 5 Ux, AF E81He] PR Aibe] th@ A A2
Arolehs FHE AR AL 0T 937} Reld BAH gk AT
AR, A% S ARBRLASE PR }e] HRA YA A o] o F
21 A% £33 7ol tha A ut HE A A5HE Bk A Eaeh o

AR, el A3t vk o A sas o] WA Aol g AEe £
e A 2y rw% Chevron 22 9] 2§ o]o] tshe] |2 t}2 2

o,

T
lo,

a

;
=
=3

X
_>|J_Al
1o
™,
o
e
1o
il
ae}
=
>,

7 lo] Al&gk IPR *Jfé*if—_' A4
gk Zo] eatr] wﬂv‘éoﬂ, Chevron ¥+ 9] A8 glo] 53] 4aE 59 3] 9
HEAAL PR 217 0] IPR Al A ol 7|AIE BE 53133l tisto]
o] F-o ok f:f}E}i T 95 o)e} D] vk o] AL v = 5359 #1318

Hgol oate] A2 551 o] AR ol <A 5‘517@94 éa‘—‘?—d?ﬂrﬁﬂcd
2 A EA o]l hE S AEEH A3 HFAE
A

olFolx Aggt vhro A3 v oS FehH, SAS AA A T34
o 2 thFo]A 3L 9= 23l IPR Hx/RAAA o] et n|= S5 2314

Z(a)o} PR A2HHFA A ol thEt v|= 5311 #3182 (a)ol] o], v

2 Aol] F4dsko] IPR HA7RA 242 IPR A1 Q1 o] IPR
A A el 717 2 %61 Tl thale] o] Foix{of 3far, IPR A2} 3 F
A L3 BE 5577l thste] o] FojAof gtk A& Fskar 3
ARk, vl o A

2 ?853 R Zxtol]l 3k SelaE5odse] drads
atol, IPR AApoll X o] m&deo] oA IPR HA7A1 272 PR A1

N
of

94) SAS Institute, Case No. 16-969, p.10. (Justice Ginsburg dissenting opinion).
95) SAS Institute, Case No. 16-969, pp.11-12,
96) SAS Institute, Case No, 16-969, pp.9-10. (Justice Ginsburg dissenting opinion).
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102) o]z SAS T2 4131 o] Aol ol F0] 7l PR W}e] 32 A2 4ol vhatel sas B2
o] 2752 HAETb) that Aolch,

103) PTAB, supra note 101. & A3 53 4AE 5 A3]= PR AR o gk B3
o] o]Fo % Aol thaf A, IPR Haprt 9&eiA I E 5 Q=S 744l A
e B 5 9w, FAMNAAE AP Seol PR 2PARE F7hH02 0
a7 918 242 A2 5 AT AFIRL ek,

104) McGann & Scheibeler, supra note 19,



32 A2 A AT A4 A25.(20199 6Y)

A= SAS A ] M2 et 53 AHEES1 93] IPR 21H A o 714
d BRE SAFF tste] HFAAS stolof 517 wfiFol, Breyer tH
Fol whf o] oA FxedRol, SSAREES A5 JdrTEe AT
3] 752 Zolth 105 wgtk w|= 53 A|319%£1000] ofdte] B HAEE
143 o] IPR Halol| thet HF 4 A A gAY B2 o] 7
i ol], APy de] dFFEE 7t Flo|th 107 o]#l S A
S AAEEL LIV} 7t EE QRS s 4Et] f18te, IPR A Al
A7o] o] Fo| || e Atzlo] F7HE Folgh= Halle KL 9lck 109
T12]3L SAS #Ee] Aug oz M, 53 NTEE S Y3]E= PR 1A A o 714
3 ZE 53Tl viste] HFNAE shofof shar, s de
olE BE E31H T g BBHAE 13 stefo} 517] wfitol, IPR H A}
ol 2o E= vgo] AukAog Zvhd F o= o fErt 109 3l SAS
FEL AYHA adoe TS F Ao ANHE, 53] E54AE
L2137t PR HALE &t Qe SATET A 53Tl
A7 2Eg Fdehe AH A SAREES Ao HFAAARE
71the]7] flske], 420 Faf aEdatE AT Flolct 110

105) 1d.

106) 35 U.S.C. § 319. Appeal. A party dissatisfied with the final written decision of the
Patent Trial and Appeal Board under section 318(a) may appeal the decision
pursuant to sections 141 through 144. Any party to the inter partes review shall have
the right to be a party to the appeal.

107) Philpott, Justin M, & Zelepugas, Eric A,, “SAS Institute, Inc, v, Iancu: Raising the
Stakes to an All-Or-Nothing Game at the PTAB”, LEXOLOGY, <(https://www lexolog
y.com/library/detail aspx ?g=8eaf3b31-5555-4856-9263-7049¢588e77d) , 74 U: 2019,
3.13.

108) Andrej, Barbic & Gourdin, Sirles, “Supreme Court Rules That PTAB Must Review In
IPRs All Challenged Claims, Or None At All”, LEXOLOGY, <https://www.lexology.co
m/library/detail. aspx?g=1020e336-e6f-4665-a47e-4c3266d13clc) , A A: 2019.3.13,

109) Kreeger, Matthew 1. et al., “All or Nothing: Supreme Court Prohibits PTAB From
Partially Instituting AIA Petitions Challenging Patents”, LEXOLOGY, ¢(https://www.le
xology.com/library/detail . aspx?g=d917cb64-bc42-42e4-985e-c2daa93aabad) , A2 A:
2019.3.13.

110) Philpott & Zelepugas, supra note 107; Kreeger, Arjomand, Matsui & Biswas, supra
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note 109,

111) 35 U.S.C. § 315(e) Estoppel. (1) Proceedings before the office. The petitioner in
an inter partes review of a claim in a patent under this chapter that results in a final
written decision under section 318(a), or the real party in interest or privy of the
petitioner, may not request or maintain a proceeding before the Office with respect
to that claim on any ground that the petitioner raised or reasonably could have
raised during that inter partes review, (2) Civil actions and other proceedings. The
petitioner in an inter partes review of a claim in a patent under this chapter that
results in a final written decision under section 318(a), or the real party in interest or
privy of the petitioner, may not assert either in a civil action arising in whole or in
part under section 1338 of title 28 or in a proceeding before the International Trade
Commission under section 337 of the Tariff Act of 1930 that the claim is invalid on
any ground that the petitioner raised or reasonably could have raised during that
inter partes review,

112) vl 53519 A3152(e)(1)o] TH88FAL Q= AL 2] S8 "dARtAle] =7l
HlcEisg

113) Masters, Robert M, et al,, “Supreme Court Addresses the Scope of Final Written
Decisions in Inter Partes Review Proceedings”, LEXOLOGY, (https://www.lexology.
com/library/detail . aspx ?g=8d1da12c-259d-439a-bdf5-32¢156abf591) , 744 <: 20193,
14,

114) Shaw Indus, Group, Inc. v. Automated Creel Sys., Inc., 817 F.3d 1300 (Fed. Cir.
2010).

115) Id. p.1300.

116) McGann & Scheibeler, supra note 19.
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117) Kreeger et al., supra note 109; Barnes & Thornburg LLP, “IPR Requires Patent
Office to Address All Patent Claims Challenged, Supreme Court Rules”, LEXOLOGY,
¢https://www.lexology.com/library/detail . aspx?g=17b126a2-4a7a-4f43-a6fd-ce17¢23
ae843) , AMA: 2019.3.14.

118) AP 2 YL IPR A A ol 7418 EE o] frell thalo] Fiked Wejrt #-g-=rka
e Aojetar YHrk,

119) Philpott & Zelepugas, supra note 107.

120) Barnes & Thornburg LLP, supra note 117,

121) Philpott & Zelepugas, supra note 107,
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The Final Decision of the IPR in U.S. Patent Law
and the U S. Supreme Court’s SAS Decision

Lee Joohwan*

The U.S. Congress had introduced the IPR system to the U.S. Patent
Act through the enactment of the AIA Act in 2011, The IPR system is
designed to contribute to the industrial development of the U.S. through
innovation aimed by the U.S. Patent Law, by enhancing the credibility of
patent rights and preventing social costs from increasing by the exercise
of bad patent rights registered caused by examiner’s error, Through the
SAS decision, the U.S. Supreme Court had eliminated the partial
institution which was the existing practice of the PTAB. And according to
the U.S. Supreme Court’s decision, if the IPR applicants have proved the
reasonable likelihood of winning at least one of the patent claims filed in
the IPR application, PTAB should institute IPR procedure for all patent
claims and then make a final written decision on all patent claims. In this
regard, the SAS decision is in favor of IPR applicants and the defendant.
After all, the SAS decision, along with the Supreme Court’s decision on
the existing IPR system, can be assessed as a decision consistent with the

intent of the U.S. Congress,

Keyword

U.S. Patent Law, IPR, Final Written Decision, SAS Decision, Partial Institution

* Patent Court of Korea, International Intellectual Property Law Research Center, Legal
Research Office/Ph.D. in Law.
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