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A study on the scope of prior Art in case of

selection inventions

Park Younggyu

In considering the genus-species relationship under the patent context,
Germany and the United Kingdom are of the position that a patent
application for all or a part of the subordinate concept(species) is assumed
to have been disclosed, and as a result, the selection inventions were
considerably restricted in the above jurisdictions, However, both of the
countries have overcome the restrictions through the olanzapine
judgment in Germany and the Dr. Reddy’s Laboratories decision in the
U.K. The U.S. uses the term of “selection inventions” but does not
present any unique standards for it.

The subject-matter of selection inventions differs from the closest prior
art in that it represents selected sub-sets or sub-ranges. For invertive step,
it has to be considered whether the skilled person would have made the
selection or would have chosen the overlapping range in the hope of
solving the underlying technical problem or in expectation of some
improvement or advantage. If the answer is negative, then the claimed
matter involves an inventive step. In sum, there is no need to handle the
selection inventions in a different manner from other inventions., The
characteristic of the selection invention is the difficulty in selection and

the examination or judgments involving the selection invention should be
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made in consideration of such characteristic,

Keyword

Selection invention, Prior art, Olanzapine judgment, Difficulty in selection, The Genus-Species

relationship, Effect



